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STEPHEN C. SIU, Administrative Patent Judges.

COURTENAY, Administrative Patent Judge.

DECISION ON APPEAL
This 1s a decision on appeal under 35 U.S.C. § 134(a) from the
Examiner’s rejection of claims 1, 4-10, 13-19, 21, and 22. Claims 2, 3, 11,
12, and 20 have been cancelled. We have jurisdiction under 35 U.S.C.
§ 6(b). We REVERSE. We also enter new grounds of rejection against
claims 1 and 4-9 under the provisions of 37 C.F.R. § 41.50(b).
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THE INVENTION
The disclosed invention relates generally to the conversion of files
from one format to another. More particularly, Appellants’ invention is
directed to converting markup language files from one format to another
(Spec.1).
Independent claim 1 is illustrative:

1. A method for converting a first markup file to a
second markup file, said method comprising:

inserting tags into said first markup file, wherein
said tags comprise a first tag identifying data elements to
be extracted from said first markup file and a second tag
identifying a portion of said first markup file which
requires conversion;

generating said second markup file from the data
elements extracted from said first markup file using the
first tag in said first markup file; and

generating a conversion file using the second tag in
said first markup file, said conversion file, when
processed with said second markup file, adapted to
generate a third markup file similar to said first markup
file.

THE REFERENCES
The Examiner relies upon the following references as evidence in

support of the rejections:

Davis US 5,937,160 Aug. 10, 1999
Sohota US 2001/0056460 A1 Dec. 27,2001
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THE REJECTION
Claims 1, 4-10, 13-19, 21, and 22 stand rejected under 35 U.S.C.

§103(a) as being unpatentable over Sohota in view of Davis.

PRINCIPLES OF LAW

“What matters is the objective reach of the claim. If the claim
extends to what is obvious, it is invalid under § 103.” KSR Int’l Co. v.
Teleflex, Inc., 127 S. Ct. 1727, 1742 (2007). To be nonobvious, an
improvement must be “more than the predictable use of prior art elements
according to their established functions.” Id. at 1740. Appellants have the
burden on appeal to the Board to demonstrate error in the Examiner’s
position. See In re Kahn, 441 F.3d 977, 985-86 (Fed. Cir. 2006) (“On
appeal to the Board, an applicant can overcome a rejection [under § 103] by
showing insufficient evidence of prima facie obviousness or by rebutting the
prima facie case with evidence of secondary indicia of nonobviousness.”)
(quoting In re Rouffet, 149 F.3d 1350, 1355 (Fed. Cir. 1998)). Therefore,

we look to Appellants’ Brief to show error in the proffered prima facie case.

ANALYSIS
Independent claims 1, 10, and 19
We consider the Examiner’s rejection of independent claims 1, 10,
and 19 as being unpatentable over Sohota in view of Davis.
Appellants contend that the cited combination of prior art does not
teach inserting tags into the first markup file to identify a portion of the first

markup file that requires conversion (Br. 9). Appellants also contend that
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“the cited prior art also fails to teach or suggest ‘generating a conversion
file’ using the second tag in the first markup file, wherein the second tag
identifies a portion of the first markup file which requires conversion,” as
claimed. (Br.9).

The Examiner disagrees. The Examiner contends that the secondary
Davis reference “teaches adding commands in the form of RPM tags to a
markup language file to denote both the content to be replaced (equivalent to
the value tag as claimed in the [i]nstant [i]Jnvention) and a portion of the
markup file that requires conversion (equivalent to the regional tag as
claimed in the [i]nstant [i]nvention.)” (Ans. 8).

We note that claim 4 (that depends upon claim 1) recites that the
“first tag comprises a value tag and said second tag comprises a regional
tag.” Thus, the Examiner is clearly reading both the claimed “first tag
identifying data elements to be extracted from said first markup file” and the
claimed “second tag identifying a portion of said markup file which requires
conversion” on the single <RPM> tag disclosed by Davis. (Col. 15, 11.
5-10). Davis discloses that “[the <RPM> tag is the basic tag used to identify
the location of a port within the HTML source file of a Web page. The Web
server automatically replaces this tag with the Web page content changes
provided with the incoming e-mail message.” (Davis, col. 15, 11. 6-10).

When we consider the claim as a whole, we conclude that the
Examiner has erred by impermissibly mapping two distinctly claimed types
of tags (i.e., a first tag identifying data elements to be extracted from said
first markup file and a second tag identifying a portion of said first markup

file which requires conversion) to a corresponding single element in the
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secondary Davis reference, i.e., the <RPM> tag, as previously discussed.
Moreover, we also find persuasive Appellants’ argument (Br. 10, §3) that
Davis does not disclose “identifying data elements to be extracted from the
first markup file”, as claimed. We agree with Appellants that Davis instead
discloses replacing the <RPM> tag with the Web page content changes
provided with the incoming e-mail message, as previously discussed.
(Davis, col. 15, 11. 6-10). Therefore, for at least the aforementioned reasons,
we conclude that the cited combination of Sohota and Davis does not teach
nor fairly suggest the following limitations recited in each of independent
claims 1, 10, and 19:

a first tag identifying data elements to be extracted from said
first markup file and a second tag identifying a portion of said
first markup file which requires conversion;

(independent claims 1, 10, and 19).

Although the aforementioned deficiencies are sufficient to decide this
appeal, we nevertheless find additional claim limitations that are not taught
or fairly suggested by the proffered combination of Sohota and Davis.

Regarding the claim limitations of “generating a conversion file using
the second tag in said first markup file,” (independent claims 1, 10, and 19),
the Examiner contends that Sohota teaches transforming or converting a
markup language file, such as an XML file, into a displayable format using
an XLST file to define the format of the data and perform the conversion
(see Sohota, Fig. 2B, p. 6, paras. 0067-0068). (Ans. 9).

However, we note that the language of each independent claim is
expressly directed to generating a conversion file, in addition to merely

using the conversion file to generate a third markup file (independent claims
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1, 10, and 19). Thus, based upon the evidence before us, we agree with
Appellants that the cited portions of Sohota merely disclose (in reference to
transforming an XML file into an HTML web page), that “[an extensible
style sheet transformation (XSLT) application can be used to perform such a
transformation.” (Sahota, para. 0067, 4™ sentence, emphasis added). After
considering the record before us, we concur with Appellants’ observation
that the cited portion of Sohota is silent regarding how the XSLT application
(i.e., conversion file) is generated. Therefore, we agree with Appellants that
the cited combination of references do not provide a teaching or suggestion
to generate the conversion file using the second tag in the first markup file,
as required by the language of each independent claim on appeal.

Because we conclude that Appellants have met their burden of
showing that the Examiner has failed to establish a prima facie case of
obviousness, we reverse the Examiner’s rejection of independent claims 1,
10, and 19, as being unpatentable over Sohota in view of Davis. Because we
have reversed the Examiner’s rejection of each independent claim on appeal,
we also reverse the Examiner’s rejection of dependent claims 4-9, 13-18, 21,

and 22 as being unpatentable over Sohota in view of Davis.

CONCLUSION OF LAW
We conclude that Appellants have met their burden of showing that
the Examiner erred in rejecting claims 1, 4-10, 13-19, 21, and 22 under 35
U.S.C. § 103(a) for obviousness.
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NEW GROUND OF REJECTION
35 U.S.C. § 101

Using our authority under 37 C.F.R. § 41.50(b), we reject claims 1
and 4-9 under 35 U.S.C. § 101 as being directed to non-statutory subject
matter.

We conclude that claims 1 and 4-9 are not directed to eligible subject
matter under 35 U.S.C. § 101 in view of In re Comiskey, 499 F.3d 1365
(Fed. Cir. 2007). In particular, we conclude that Appellants’ claimed
“method for converting a first markup file to a second markup file” (claim 1)
does not require integrating a machine (e.g., a computer), or constitute a
process of manufacture, or altering a composition of matter. We conclude
that the steps recited in claim 1 may be embodied in software alone or could
alternately be performed as mental steps where the claimed file is merely
data. Therefore, the nature of the subject matter claimed may be reasonably
construed as a mental process since the language of claims 1 and 4-9 broadly
encompasses non-tangible embodiments. Accordingly, we conclude that
these claims are directed to abstract ideas' and/or data structures per se.

In contrast, independent claim 10 recites in pertinent part: “[a]
computer readable media product storing data and instructions, said data and
instructions, when processed by a computer system . . . .” (claim 10,

preamble). When we broadly but reasonably construe the claimed “computer

' The Supreme Court has specifically identified three categories of
unpatentable subject matter: “laws of nature, natural phenomena, and
abstract ideas.” See Diamond v. Diehr, 450 U.S. 175, 185 (1981).
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readable media product” in a manner consistent with Appellants’
Specification, we conclude that the scope of the claimed media is limited to
tangible media embodiments such as the disclosed “floppy disk drives, tape
drives, CD-ROM drives, DVD-RW drives,” and the like. (See Spec. 9, 11. 9-
10). See also Appellants’ Specification, page 10, lines 7-9: “Although
removable media 212 is illustrated as a conventional diskette[,] other
removable devices such as Zip™ drives, flash cards, CD-ROMs, static
memory devices and the like may also be employed.” Therefore, we
conclude that independent claim 10, and associated dependent claims 13-18
are each directed to statutory subject matter.

Likewise, we conclude that independent claim 19 and associated
dependent claims 21 and 22 are each directed to statutory subject matter
because we find clear structural support for the claimed “means” in the
computer system shown in Appellants’ Figure 1 and described in the
Specification on page 9, lines 3-8, in addition to the associated algorithms

depicted in Figures 4 and 5.

? For a computer-implemented means-plus-function claim limitation that
invokes 35 U.S.C. 112, sixth paragraph, the corresponding structure is
required to be more than simply a general purpose computer or
microprocessor. See Aristocrat Technologies, Inc. v. International Game
Technology, 521 F.3d 1328, 1333 (Fed. Cir. 2008). The corresponding
structure for a computer-implemented function is the algorithm. See WMS
Gaming, Inc. v. International Game Technology, 184 F.3d 1339 (Fed. Cir.
1999). The written description of the Specification must at least disclose
the algorithm that transforms the general purpose microprocessor to a
special purpose computer programmed to perform the disclosed algorithm
that performs the claimed function. See Aristocrat, 521 F.3d at 1338.
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DECISION

We reverse the Examiner’s decision rejecting claims 1, 4-10, 13-19,
21, and 22.

This decision contains a new ground of rejection pursuant to
37 C.F.R. § 41.50(b). 37 C.F.R. § 41.50(b) provides that “[a] new ground of
rejection pursuant to this paragraph shall not be considered final for judicial
review.”

37 C.F.R. § 41.50(b) also provides that the Appellant, WITHIN TWO
MONTHS FROM THE DATE OF THE DECISION, must exercise one of

the following two options with respect to the new ground of rejection to

avoid termination of the appeal as to the rejected claims:

(1) Reopen prosecution. Submit an appropriate amendment of
the claims so rejected or new evidence relating to the claims so
rejected, or both, and have the matter reconsidered by the
examiner, in which event the proceeding will be remanded to
the examiner. . . .

(2) Request rehearing. Request that the proceeding be reheard
under § 41.52 by the Board upon the same record. . . .

Applicant may express the algorithm in any understandable terms including
as a mathematical formula, in prose, in a flow chart, or in any other manner
that provides sufficient structure. See Finisar Corp. v. The DIRECTV Group
Inc., 523 F.3d 1323, 1340 (Fed. Cir. 2008).
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No time period for taking any subsequent action in connection with

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv).

REVERSED
37 C.F.R. § 41.50(b)

pgc

IBM CORPORATION (SS)

C/O STREETS & STEELE

13831 NORTHWEST FREEWAY, SUITE 355
HOUSTON, TX 77040

10



	 
	DECISION ON APPEAL 
	THE REFERENCES 
	The Examiner relies upon the following references as evidence in support of the rejections: 
	THE REJECTION 




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


