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GREEN, Administrative Patent Judge. 

 
 

DECISION ON APPEAL 

This is a decision on appeal1 under 35 U.S.C. § 134 from the 

Examiner’s final rejection of claims 98 and 99.2  We have jurisdiction under 

35 U.S.C. § 6(b).  The appealed claims read as follows: 

                                           
1 This Appeal was heard on March 11, 2008. 
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98. A method of reducing glucagon production in an individual 
comprising administering to the individual an effective amount of 
corticotropin releasing factor receptor 2 (“CRF R2”) antagonist. 
 
99. The method of claim 98, wherein the CRF-R2 antagonist is a 
Urocortin III analog, the analog comprising a Urocortin III protein with an 
N-terminal deletion selected from the group consisting of the first five amino 
acids, the first six amino acids, the first seven amino acids and the first eight 
amino acids. 
 

 We reverse, but enter a new ground of rejection. 

 

DISCUSSION 

 Claim 98 stands rejected under 35 U.S.C. § 112, first paragraph, as 

failing to comply with the written description requirement. 

 According to the Examiner, “the genus of ‘CRF R2 antagonist’ has 

not been adequately described, since only one species, Urocortin III analog 

is disclosed.”  (Ans. 4.)  The Examiner, while noting that Rühmann3 

discloses other CRF-R2 antagonists, argues that Rühmann teaches that there 

are structural and functional similarities between CRF R2 and CRF R1, and 

that as nonpeptidic antagonists of CRF R1 are known, there could be other, 

nonpeptidic antagonists to CRF R2 (id. at 5-6.) 

 The Examiner concludes: 

 Thus, as the CRF R1 and CRF R2 are similar in structure, 
it can reasonably be concluded that there are other peptidic and 

 
2 Claims 102, 103, 106, and 107 are also pending and stand objected to as 
depending from a rejected base claim but are otherwise free of rejection. 
3 Rühmann et al., “Structural requirements for peptidic antagonists of the 
corticotropin-releasing factor receptor (CRFR): Development of CRFR2β-
selective antisauvagine-30,” Proc. Nat’l Acad. Sci., USA, Vol. 95, pp. 
15264-269 (1998). 
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nonpeptidic antagonist[s] CRF R2 and the small subset of these 
antagonist family of urocortin III cannot be considered to be 
representative of the entire genus of CRF R2 antagonists, and 
therefore cannot be considered to be representative of the entire 
genus of CRF R2 antagonists, and therefore cannot be evidence 
of the possession of the entire genus of CRF R2 antagonists. 

Therefore, written description is not satisfied because one 
skilled in the art cannot predict other potential CRF R2 
antagonists. 

 
(Id. at 6.) 

 Appellants argue that the Specification “discloses . . ., in effect, 

thousands of CRF-R2 antagonists, including a wide assortment of peptides 

as well as antibodies.”  (App. Br. 4.)  Appellants argue further, citing 

Rühmann, that “CRG-R2 antagonists are an ‘art recognized’ class of 

agents.”  (Id. at 5.) 

 “The burden of showing that the claimed invention is not described in 

the application rests on the PTO in the first instance.”  In re Edwards,, 568 

F.2d 1349, 1354 (CCPA 1978).  A written description of an invention 

involving a chemical genus, like a description of a chemical genus, “requires 

a precise definition, such as by structure, formula, [or] chemical name,” of 

the claimed subject matter sufficient to distinguish it from other materials.  

Fiers v. Revel, 984 F.2d 1164, 1171 (Fed. Cir. 1993).  While “examples 

explicitly covering the full scope of the claim language” is not typically 

required, a sufficient number of representative species must be included “to 

demonstrate that the [applicant] possessed the full scope of the invention.”  

LizardTech, Inc. v. Earth Resource Mapping, Inc., 424 F.3d 1336, 1345 

(Fed. Cir. 2005).  This requirement applies not only to compositions of 
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matter, but to methods as well.  University of Rochester v. G.D. Searle & 

Co., 358 F.3d 916, 926 (Fed. Cir. 2004).  However, 

the determination of what is needed to support generic claims to 
biological subject matter depends on a variety of factors, such 
as the existing knowledge in the particular field, the extent and 
content of the prior art, the maturity of the science or 
technology, the predictability of the aspect at issue, and other 
considerations appropriate to the subject matter. 
 

Capon v. Eshhar, 418 F.3d 1349, 1359 (Fed. Cir. 2005). 

 In the case before us, contrary to the finding of the Examiner, CRF-R2 

antagonists, other than urocortin III analogs, are described by the 

Specification, and also known in the prior art, as evidenced by Rühmann.  

First, as noted by Appellants, the Specification teaches a large number of 

urocortin III analogs that can act as CRF-R2 antagonists (Spec. 7-8; see also 

claims 106 and 107).  In addition, the Specification also teaches the use of 

urocortin III antibodies as the CRF-R2 antagonist (Spec. 9; see also claim 

108). 

 Moreover, Rühmann teaches the development of CRF-R2 antagonists, 

wherein truncated and conformationally constrained analogs of CRF based 

on the amino acid sequences of h/rCRF, ovine CRF, rat urocortin, and 

sauvagine (Rühmann, p. 15264, second column).  The reference also teaches 

the production of a specific antagonist to CRF-R2 (id. at 15267, second 

column).   

 Thus, given the disclosure of the CRF-R2 antagonists in the 

Specification, as well as the recognition of CRF-R2 antagonists as a class of 

compounds in the prior art, as evidenced by Rühmann, we find that the 

preponderance of the evidence supports a finding that claim 98 is supported 
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by an adequate written description.  Thus, the rejection of the Examiner is 

reversed. 

 

 Claims 98 and 99 stand rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable as being 

unpatentable over claim 1 of Vale Jr..4  According to the Examiner: 

Although the conflicting claims are not identical, they are not 
patentably distinct from each other because instant claims 98 
and 99 refer to a method of reducing glucagons production in a 
patient by administering CRF R2 antagonist (claim 98) and 
where the antagonist is urocortin protein (claim 99), where the 
claim 1 of U.S. Patent No. 6,953,838 refers to a method of 
treating a pathophysiological state by administering of urocortin 
III protein. 
 

(Ans. 6) 

 Appellants argue that “the claim[s] at issue in the application claims a 

species of the genus from the patent,” asserting “a genus neither anticipates a 

species, nor does it render a species prima facie obvious on its own.”  (App. 

Br. 10.)  Thus, Appellants assert that the Examiner has not met the burden of 

establishing a prima facie case of obviousness.  As we agree, we are 

compelled to reverse the rejection. 

 

 We make the following new grounds of rejection using our authority 

under 37 C.F.R. § 41.50(b). 

 Claims 98 and 99 are rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable over claims 1 and 

5 of Vale Jr. 

 
4 Vale Jr., US Patent No. 6,953,838 B2, issued October 11, 2005. 
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 Claim 1 of Vale Jr. is drawn to: 

A method of treating a pathophysiological state, comprising the 
step of administering a pharmaceutical composition comprising 
a urocortin III protein and a pharmaceutically acceptable carrier 
to an individual in need of such treatment, the urocortin III 
protein having the amino acid sequence of SEQ ID NO:5 with 
an N-terminal deletion selected from the group consisting of the 
first five amino acids, the first six amino acids, the first seven 
amino acids and the first 8 amino acids. 

 
Claim 5 of Vale Jr. adds the limitation that the pathophysiological state may 

be diabetes mellitus.  In addition, the Specification teaches that glucagon “is 

a major hyperglycemic factor known to exacerbate diabetic glucose control.”  

(Spec. 56, ll. 13-16.) 

 Instant claim 98 is drawn to a method of reducing glucagon 

production by administering a CRF-R2 antagonist, and instant claim 99 

defines the CRF-R2 antagonist as Urocortin III protein with an N-terminal 

deletion selected from the group consisting of the first five amino acids, the 

first six amino acids, the first seven amino acids and the first eight amino 

acids.   

 Therefore, the agent required by claims 1 and 5 of Vale Jr. is 

encompassed by the CRF-R2 antagonist as required by instant claim 99.  In 

addition, claim 5 of Vale Jr. is drawn to use of the agent to treat diabetes 

mellitus.  As taught by the Specification, glucagon is a major hyperglycemic 

factor known to exacerbate diabetic glucose control. (Spec. 56, ll. 13-16.) 

Thus, claims 1 and 5 of Vale Jr. administer an agent that is a CRF-R2 

antagonist as required by instant claims 98 and 99 to the same patient 

population—that is—patients with diabetes mellitus.  The ability of the CRF 

R2 antagonist to reduce glucagon production would be an inherent property 
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of the compound, and is the mechanism by which the antagonist treats the 

pathophysiological state of diabetes mellitus.  Thus, instant claims 98 and 99 

are not patentably distinct from claims 1 and 5 of Vale Jr. 

 

CONCLUSION 

In summary, we reverse the rejections on Appeal, but institute a new 

ground of rejection. 

TIME PERIOD FOR RESPONSE 
 

 This decision contains a new ground of rejection pursuant to 37 

C.F.R. § 41.50(b) (effective September 13, 2004, 69 Fed. Reg. 49960 

(August 12, 2004), 1286 Off. Gaz. Pat. Office 21 (September 7, 2004)).     

37 C.F.R. § 41.50(b) provides “[a] new ground of rejection pursuant to this 

paragraph shall not be considered final for judicial review.” 

 37 C.F.R. § 41.50(b) also provides that Appellants, WITHIN TWO 

MONTHS FROM THE DATE OF THE DECISION, must exercise one of 

the following two options with respect to the new ground of rejection to 

avoid termination of the appeal as to the rejected claims: 

 (1) Reopen prosecution.  Submit an appropriate 

amendment of the claims so rejected or new evidence relating 

to the claims so rejected, or both, and have the matter 

reconsidered by the Examiner, in which event the proceeding 

will be remanded to the Examiner . . . . 
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 (2) Request rehearing.  Request that the proceeding be 

reheard under § 41.52 by the Board upon the same record . . . . 

REVERSED; 37 C.F.R. § 41.50(b) 

 

 
   
 
lp 
 
 
 
FULBRIGHT & JAWORSKI, L.L.P. 
600 CONGRESS AVENUE 
SUITE 2400 
AUSTIN TX 78701 
 
 
 
 

 8


	CONCLUSION 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


