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DECISION ON APPEAL 

 This is a decision on appeal from the final rejection of claims 4, 6, 7, 

9, 10, 12, 13, 78, and 80-83.  We have jurisdiction under 35 U.S.C. § 6(b). 

We reverse. 
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STATEMENT OF THE CASE 

 The claims are directed to antibodies to the 108P5H8 protein (SEQ ID 

NO: 2570) and a hybridoma that produces the antibody.  Claims 4, 6, 7, 9, 

10, 12, 13, 78, and 80-83 are pending (App. Br. 1 2).  Appellants appeal the 

final rejection of the pending claims for failing to comply with the utility and 

enablement requirements under 35 U.S.C. §§ 101 and 112, first paragraph, 

respectively (Ans. 3).  Claim 4, which is representative of the claimed 

subject matter, reads as follows: 

4. An isolated monoclonal antibody or antibody fragment that 
specifically binds to a protein having an amino acid sequence of 
SEQ ID NO: 2570. 

 

ISSUE ON APPEAL 

 Claim 4 is directed to an isolated monoclonal antibody, or an antibody 

fragment, that specifically binds to a protein having the amino acid sequence 

of SEQ ID NO: 2570, also known as the 108P5H8 protein.  The asserted 

utility for the antibody is to treat prostate cancer (App. Br. 4). 

 The Examiner contends that the claimed antibody does not meet the 

utility requirement of 35 U.S.C. § 101 because further experimentation 

would be necessary to establish a credible, specific, and substantial use for 

it.  Appellants contend that treatment of prostate cancer is a credible, 

specific, and substantial use of the claimed antibody.  Thus, the issue in this 

case is whether the Examiner erred in the determination that the asserted 

utility fails to fulfill the utility requirement of 35 U.S.C. § 101. 

 

 

 
1 “App. Br.” refers to the Appeal Brief dated stamped Nov. 20, 2006. 
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DISCUSSION 

Rejection under § 101 

 According to the Specification, the gene designated “108P5H8” is 

overexpressed in at least some cancers, including prostate cancer (Spec. 7: 2-

10; 178, Table I).  Fig. 11 shows “strong expression” of the 108P5H8 

transcript in normal and prostate cancer tissues, but “lower expression” in 

other tissues (Spec. 11: 1-10; Fig. 11B, see lane 3 for normal prostate and 

Fig. 11C for prostate cancer).  Using an anti-108P5H8 antibody, it was 

established that the 108P5H8 protein is on the surface of prostate cancer 

cells (Spec. 13: 24-28; Fig. 21).  Western blot analysis, also with an anti-

108P5H8 antibody, showed 108P5H8 expression on normal prostate and 

prostate cancer tissues (Spec. 14: 4-11; Fig. 23).  Based on this evidence, it 

is stated in the Specification that 108P5H8 “thus serves as a useful 

diagnostic, prophylactic, prognostic, and/or therapeutic target for cancers of 

the tissue(s) such as those listed in Table I” (Spec. 7: 8-10).  Prostate cancer 

is among those listed in Table I.  Accordingly, Appellants rely on the use of 

an anti-108P5H8 antibody for prostate cancer treatment to satisfy the utility 

requirement of 35 U.S.C. § 101 (App. Br. 4). 

 The Examiner states that the Specification “discloses that 108P5H8 

polypeptide is expressed in both normal and cancerous prostate (pg 11; pg 

77; Figures 11 and 14; especially Figures 11A, 11B (lane 3) and 11C)” (Ans. 

6).  The Examiner contends: 

Thus, the efficacy of the claimed antibody to target and 
effectively treat prostate cancer would not be predictable. 
Furthermore, 108P5H8 mRNA is also expressed 
nonspecifically on several normal tissues (including kidney, 
brain and testis) and other cancer tissues/cell lines . . . Table I at 
page 127 of the specification lists other malignant tissues that 

 3



Appeal 2007-4246 
Application 10/024,652 
 

express 108P5H8, including bladder, kidney, colon, lung, 
ovary, breast, pancreas, uterus, and stomach.  Thus, the 
108P5H8 mRNA and polypeptide are not specific to one tissue 
or cancer and the specification discloses nothing about the 
levels of expression of the 108P5H8 polypeptide in normal and 
cancerous tissues.  No correlation is provided between 
108P5H8 expression and a cancerous condition, so 
predictability of efficacy of the antibody treatment of prostate 
cancer is unknown and unsupported.  

(Id. at. 6-7.) 

 “[T]he PTO has the initial burden of challenging a presumptively 

correct assertion of utility in the disclosure. . . . Only after the PTO provides 

evidence showing that one of ordinary skill in the art would reasonably 

doubt the asserted utility does the burden shift to the applicant to provide 

rebuttal evidence sufficient to convince such a person of the invention’s 

asserted utility.  See In re Bundy, 642 F.2d 430, 433.”  In re Brana, 51 F.3d 

1560, 1566 (Fed. Cir. 1995). 

 In this case, the Examiner challenges the asserted utility because 

108P5H8: 1) is not specific to any tissue or cancer; 2) is expressed on both 

normal and cancer tissues; and (3) the function of the 108P5H8 protein is 

unknown (Ans. 3, 6-7).  Thus, the Examiner concludes that it would not be 

predictable that an antibody to 108P5H8 would be useful to treat prostate 

cancer (id. at 7) and rejects the claims for lack of utility under 35 U.S.C. 

§ 101. 

 Because the Examiner provides a well-reasoned statement explaining 

why persons of ordinary skill in the art would have doubted the asserted 

utility (see supra at p. 3-4; Ans. 3, 6-7), we find that the burden properly 

shifted to Appellants to provide rebuttal arguments or evidence.  Brana, 51 

F.3d at 1566.  
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 In rebuttal, Appellants assert that the Specification establishes that 

“antibodies made against the 108P5H8 protein were capable of binding the 

protein expressed on the surface of prostate cancer cells” (App. Br. 5; see 

Spec. 13: 24-28; Fig. 21).  They also provided a declaration under 37 C.F.R. 

§ 1.132 by Dr. Karen Jane Meyrick Morrison (“Morrison Dec.”) which, 

consistent with the Specification, shows anti-108P5H8 antibody bound to 

prostate tumor cells (App. Br. 5; Morrison Dec. 2: ¶ 3).  Thus, Appellants 

contend that this data establishes that the 108P5H8 protein can be used to 

target prostate cancer cells (App. Br. 5).   

 In response to the Examiner’s assertion that an antibody which binds 

to both cancer and normal tissue does not have a specific and substantial 

utility and would not be useful to treat cancer, Appellants provided a 

declaration under 37 C.F.R. § 1.132 by Dr. Steven B. Kanner (“Kanner 

Dec.”).  The Kanner Declaration, submitted during prosecution, concludes 

“that targeted antitumor therapies are useful even when the targeted protein 

is expressed on normal tissues, including normal vital organ tissues” 

(Kanner Dec. 2: ¶ 2).  In support of this opinion, Dr. Kanner describes two 

examples of proteins targeted by cancer immunotherapies, HER2/neu and 

epidermal growth factor receptor (EGFR), in which each protein, like 

108P5H8, is expressed on normal and cancer tissue.   

 The first example is “Heceptin® . . . [which] has as its active 

ingredient an antibody immunoreactive with the protein known 

synonymously as HER2, HER2/neu, and erb-B2” (Kanner Dec 2: ¶ 3).  

According to Dr. Kanner, Heceptin® is an FDA approved treatment for 

metastatic breast cancer (id. at ¶ 4).  However, expression of HER2 is not 

limited to breast cells, but is expressed on a number of normal tissues, 
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including kidney, colon, and heart (id. at ¶¶ 4-8).   Thus, Dr. Kanner 

concludes that the expression of a protein on normal tissues “does not defeat 

the utility of the protein as a therapeutic for certain tumors in which the 

protein is also expressed” (id. at 4: ¶ 9). 

 Dr. Kanner also describes an anti-cancer therapeutic that targets the 

epidermal growth factor receptor (EGFR) (Kanner Dec. 4: ¶ 10).  One such 

treatment is the antibody, Erbitux®, which is immunoreactive with the EGFR 

(id.).  “The successful use of Erbitux is shown, for example, by the net sales 

in 2004 reaching $260.8 million” (id. at 5).  Yet, in addition to being 

expressed on cancer cells, the “EGFR protein is extensively expressed” in 

adult normal tissues (id. at 5: ¶ 12).  “Despite the fact that EGFR is 

expressed in numerous normal tissues, including vital tissues such [as] brain 

and colon, therapeutics that target EGFR are very useful and are in active 

development” (id. at 5: ¶ 13).  Dr. Kanner concludes that “expression of a 

target protein such as EGFR in normal tissue, even vital normal tissues, does 

not preclude the utility of the protein as a therapeutic target for certain 

tumors in which the protein is also highly expressed” (id. at 6: ¶ 14). 

 The Examiner contends that the Kanner Declaration is not persuasive 

because “the well-characterized protein targets in these therapies are 

overexpressed in cancerous tissue as compared to normal tissues” unlike the 

situation described for 108P5H8  (Ans. 11).   

Since 108P5H8 mRNA and protein appear to be expressed in 
normal prostate and cancerous prostate tissue at similar levels, 
the asserted utility of treating a cancer that expresses the 
108P5H8 protein is not a specific or substantial (“real-world”) 
asserted utility or a well-established utility. Thus, the efficacy 
of the claimed antibody to target and effectively treat prostate 
cancer would not be predictable. 
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(Id.) 

 In our opinion, Appellants have the better argument.  The Examiner’s 

position that an antibody binding to both normal and cancer tissue would not 

be useful (Ans. 6-7) is refuted by the evidence in Dr. Kanner’s declaration 

that two antibodies with such characteristics, Heceptin® and Erbitux®, have 

been found to be clinically useful in treating cancer (Kanner Dec. ¶¶ 4-13).  

While the Examiner distinguishes anti-108P5H8 from Heceptin® and 

Erbitux® in that the latter target “overexpressed” antigens while anti-

108P5H8 does not (Ans. 11), the Examiner does not explain why 

overexpression would be necessary for an antibody to be an effective 

treatment for cancer.  As explained by Appellants, overexpression “of the 

target protein is not required for the claimed antibodies to be useful as a 

therapeutic because the prostate is a disposable organ . . . and a human male 

can live without a functioning prostate” (Reply Br. 6).  Therefore, even if an 

agent does not distinguish between normal and cancerous prostate tissue, it 

is reasonable to expect that it could be used to treat prostate cancer.    

 The Examiner also contends that because the function of 108P5H8 is 

unknown, and because no correlation between its expression and the 

cancerous state has been identified by Appellants, it could not be predicted 

that it would be effective to treat cancer (Ans. 9). 

 This argument is not persuasive.  We agree with Appellants that: 

It is completely irrelevant what biological role the 108P5H8 
protein plays in the life of a cell. All that matters . . . [is] that 
the protein be expressed on prostate cancer cells and that the 
protein be detectable by antibodies made against that protein. 
Applicants have clearly demonstrated both of these features for 
the claimed subject matter. 

(Reply Br. 5). 
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 The Examiner argues that the asserted utility is not “specific” since 

the 108P5H8 polypeptide is not specific for prostate cancer cells, but is 

expressed on other cancers, as well as normal cells (Ans. 15). 

 The Examiner misapprehends the requirement that a utility must be 

“specific” to comply with 35 U.S.C. § 101.  The term “specific” does not 

appear in the statute.  However, in interpreting the statutory language of  

§ 101 that an invention must be “useful”, the Supreme Court held that the  

basic quid pro quo contemplated by the Constitution and the 
Congress for granting a patent monopoly is the benefit derived 
by the public from an invention with substantial utility. Unless 
and until a process is refined and developed to this point – 
where specific benefit exists in currently available form – there 
is insufficient justification for permitting an applicant to 
engross what may prove to be a broad field. 

Brenner v. Manson, 383 U.S. 519, 534-35 (1966) (emphasis added).  Thus, a 

“specific utility” is one in which the “claimed invention can be used to 

provide a well-defined and particular benefit to the public.”  In re Fisher, 

421 F.3d 1365, 1371 (Fed. Cir. 2005).  In other words, an invention must 

have a specific and particular use, rather than simply “a general utility that 

would be applicable to the broad class of the invention.”  Manual of Patent 

Examining Procedure (“MPEP”) § 2107.01(I)(A) (Revision 6, September 

2007).  See Fisher, 421 F.3d at 1372 (“The PTO’s standards for assessing 

whether a claimed invention has a specific and substantial utility comport 

with this court's interpretation of the utility requirement of § 101.”). 

 In this case, the use of an anti-108P5H8 antibody to treat prostate 

cancer is a “specific benefit . . . in currently available form” as required by 

Brenner because the antibody has immediate benefit to the public for 

treatment of a specific disease, prostate cancer.  What appears to have led 
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the Examiner astray is the PTO’s explanation that “a general utility . . . 

applicable to the broad class of the invention” is not a “specific” utility.  

MPEP § 2107.01(I)(A).  The Examiner apparently understood this to apply 

to the facts presented here because antibodies to the 108P5H8 polypeptide 

bind both cancer and normal cells, and are asserted not only to be useful for 

treating prostate cancer, but also for the nine other cancers disclosed to 

express 108P5H8 (Spec. 7: 6-10; 178).  That is, 108P5H8 is not specific to 

either prostate cancer or prostate cells.  The Examiner erred in this 

determination.  An invention which has more than one use – and which is 

useful to treat more than one disease – is still capable of meeting the utility 

requirement as long as at least one of those utilities is specific and 

substantial.  See Fisher, 421 F.3d at 1371.  

 Thus, for the foregoing reasons, we find that Appellants have 

provided sufficient evidence to convince persons of ordinary skill in the art 

of the asserted utility to treat prostate cancer.  The rejection of claims 4, 6, 7, 

9, 10, 12, 13, 78, and 80-83 is reversed. 

 

Rejection under § 112, first paragraph 

 Claims 4, 6, 7, 9, 10, 12, 13, 78, and 80-83 stand rejected under 35 

U.S.C. § 112, first paragraph.  The Examiner states that “since the claimed 

invention is not supported by either a specific and substantial asserted utility 

or a well established utility for the reasons set forth above, one skilled in the 

art clearly would not know how to use the claimed invention” (Ans. 5).  As 

we do not agree with the Examiner’s determination that the claimed 

invention lacks utility as required by § 101, we also reverse the rejection 

under § 112, first paragraph. 
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CONCLUSION 

 The rejections of claims 4, 6, 7, 9, 10, 12, 13, 78, and 80-83 under 35 

U.S.C. § 101 and under 35 U.S.C. § 112, first paragraph, are  

 

REVERSED

 
AGENSYS C/O MORRISON & FOERSTER LLP 
12531 HIGH BLUFF DRIVE 
SUITE 100 
SAN DIEGO CA 92130-2040 
 
 
lp 
 
 
 
 
 

 10



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


