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DECISION ON APPEAL 

 This is an appeal under 35 U.S.C. § 134 from a final rejection of 

claims 1-5 and 8-16.  We have jurisdiction under 35 U.S.C. § 6.   

WE AFFIRM. 
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 Claim 1 is illustrative:  

1.  A fibrous nonwoven material comprising chemically bonded fibers 
wherein said fibers are bonded by a polymeric binder composition, 
wherein said binder is present in an amount which is sufficient to bind 
the fibers together to form a self-sustaining web in the presence of 
liquid, and wherein said binder composition comprises: 
 
a) from 55 to 96 percent by weight of a film-forming polymer, based 
on the binder composition solids, comprising N-methylol acrylamide 
or a mixture of N-methylol acrylamide and acrylamide;  
 
b) from 4 to 45 percent by weight of one or more opacifying agents, 
based on the weight of the binder composition solids; and 
 
c) 0 to 2 percent by weight of one or more adjuvants, based on the 
binder composition solids. 

 
 The Examiner relies upon the following references: 

Gorley GB 2,328,451 A Feb. 24, 1999 
Iacoviello US 4,449,978 May 22, 1984 
DeWitt US 4,529,465 Jul. 16, 1985 
 
 Appealed claims 1-5 and 8-16 stand rejected as unpatentable as under 

35 U.S.C. § 103(a) over Iacoviello in view of DeWitt further in view of 

Gorley.  

 Based on the contentions of the Examiner and the Appellants, the 

issues before us are:   

(1) Has the Examiner made accurate and sufficient factual findings such that 

it is reasonable to conclude that one of ordinary skill in the art would have 

been motivated to utilize opacifying agents in a binder composition 
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comprising N-methylol acrylamide for non-woven fibers within the meaning 

of 35 U.S.C. § 103?   

(2) Have Appellants presented evidence sufficient to overcome the rejection 

under § 103?  

 We answer the first question in the affirmative and the second 

question in the negative. 

 We have thoroughly reviewed each of Appellants’ arguments and 

evidence.  However, we are in full agreement with the Examiner that the 

claimed subject matter is unpatentable over the cited prior art.  Accordingly, 

we will sustain the Examiner’s rejection for the reasons set forth in the 

present record.  We add the following.1   

Under 35 U.S.C. § 103, the factual inquiry into obviousness requires a 

determination of: (1) the scope and content of the prior art; (2) the 

differences between the claimed subject matter and the prior art; (3) the level 

of ordinary skill in the art; and (4) secondary considerations.  Graham v. 

John Deere Co. of Kansas City, 383 U.S. 1, 17-18, 148 USPQ 459, 467 

(1966).  “[A]nalysis [of whether the subject matter of a claim would have 

been obvious] need not seek out precise teachings directed to the specific 

subject matter of the challenged claim, for a court can take account of the 

inferences and creative steps that a person of ordinary skill in the art would 

employ.”  KSR Int’l Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1740-41,              
                     
1 Appellants have presented arguments directed to some of the rejected 
claims separately.  We select claim 1 as representative of the rejected claims 
not separately argued.  We will also address the Appellants’ arguments 
directed to specific claims. 
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82 USPQ2d 1385, 1396 (2007) (quoting In re Kahn, 441 F.3d 977, 988,          

78 USPQ2d 1329, 1336-337 (Fed. Cir. 2006)).  See DyStar Textilfarben 

GmBH & Co. Deutschland KG v. C.H. Patrick Co., 464 F.3d 1356, 1361,  

80 USPQ2d 1641, 1645 (Fed. Cir. 2006)(“The motivation need not be found 

in the references sought to be combined, but may be found in any number of 

sources, including common knowledge, the prior art as a whole, or the 

nature of the problem itself.”); In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 

545, 549 (CCPA 1969)(“Having established that this knowledge was in the 

art, the examiner could then properly rely, as put forth by the solicitor, on a 

conclusion of obviousness ‘from common knowledge and common sense of 

the person of ordinary skill in the art without any specific hint or suggestion 

in a particular reference.’”); In re Hoeschele, 406 F.2d 1403, 1406-407,    

160 USPQ 809, 811-12 (CCPA 1969) (“[I]t is proper to take into account 

not only specific teachings of the references but also the inferences which 

one skilled in the art would reasonably be expected to draw therefrom . . .”).  

The analysis supporting obviousness, however, should be made explicit and 

should “identify a reason that would have prompted a person of ordinary 

skill in the relevant field to combine the elements” in the manner claimed.  

KSR, 127 S. Ct. at 1739, 82 USPQ2d at 1396.   

Appellants’ principal argument is that there is no teaching, suggestion, 

or motivation in the cited references to encourage a person skilled in the art 

to use opacifying agents in a binder comprising N-methylol acrylamide in 

order to achieve superior tensile strength in addition to high opacity 

properties (Br. 9-11).  Appellants contend that Iacoviello is silent as to the 
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incorporation of opacifying agents into polymeric binders and DeWitt, 

which discloses nonwoven formaldehyde-free webs having patterns and 

designs, does suggest use of pigments or opacifying agents; but does not 

suggest opacifying agents in resins containing N-methylol acrylamide (Br. 

8).  Appellants further contend that the addition of the Gorley reference 

highlights the deficiency of the Iacoviello and De Witt combination (Br. 10-

11).   

 We do not find Appellants’ argument persuasive.  The present record 

does not support Appellants’ contention that a person of ordinary skill in the 

art would not have found it obvious to incorporate opacifying agents in 

resins containing N-methylol acrylamide.  A review of the present record 

reveals the following:   

 The Specification discloses that it was known to formulate an 

opacifying coating containing pigment and a binder used to bind the pigment 

to fabric (Specification 1).   

 Iacoviello discloses it was known to form bonded nonwoven fabrics 

by impregnating, printing, or otherwise depositing an adhesive bonding 

composition on a base web (Iacoviello, col. 1, ll. 26-28).   

 Iacoviello discloses the disposable nonwoven market segment has 

become aware of the potential hazards of formaldehyde.  Accordingly, the 

use of formaldehyde-containing and formaldehyde-releasing polymers has 

come under scrutiny (Iacoviello, col. 2, ll. 18-22).   

 Iacoviello discloses “[t]here is a need for an N-methylol acrylamide 

containing binder for making nonwoven products containing low levels of 
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free formaldehyde while maintaining acceptable wet and dry tensile 

properties” (Iacoviello, col. 2, ll. 23-26).    

 DeWitt discloses the print bonding of a non-woven web with a binder 

that contains an opacifying agent.  DeWitt discloses the visual pattern 

printed on the non-woven web is enhanced by the addition of an opacifying 

agent (DeWitt, col. 5, ll. 19-22).   

 Like Iacoviello, DeWitt recognized that it was desirable to avoid 

components which give rise to formaldehyde (DeWitt, col. 4, ll. 15-18).  

This recognition does not indicate that an opacifying agent would not 

function in a binder that comprises some amount of N-methylol acrylamide.   

 Gorley discloses a premoistened non-woven wipe that incorporates an 

opacifying agent to increase its opacity and teaches that the binder contains 

the opacifying agents.  (Gorley 2-3)   

 Thus, the present record reveals that a person of ordinary skill in the 

art would have recognized the need to produce compositions that have 

reduced formaldehyde.  A person of ordinary skill in the art would have 

recognized the suitability of utilizing opacifying agents in binding 

compositions for nonwoven fibers.  A person of ordinary skill in the art 

would have reasonably expected that the incorporation of an opacifying 

agent in the binder composition of Iacoviello would have produced 

nonwoven materials that had increased opacity. 
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 We now turn to Appellants evidence of unexpected results. 

Appellants argue that “[t]he Declaration of Philip Confalone2, Appendix IX, 

clearly states that the results observed with binder compositions containing 

relatively high percentages of opacifying agents substituted for N-methylol 

acrylamide crosslinked resin are surprising.  Such discoveries are 

patentable” (Br. 5).  Appellants further contend “[t]hat the tensile strengths 

achieved by the compositions in the pending application are surprising 

because comparable tensile strengths can be achieved while employing 20 

percent less binding material, and instead, using approximately 20 percent of 

an opacifying agent which is not known to have binding properties” (Br. 6).   

For a number of reasons, the Appellants’ Declaration evidence of 

record is inadequate to establish nonobviousness.3  First of all, the 

Declaration is deficient because it does not adequately explain the 

components that were utilized in creating the information contained in  

Table I. 4   

Second, the examples presented in Table I only compare a few latex 

binders and opacifying agents.  Furthermore, the opacifying agents have 

 
2 The Declaration was signed May 23, 2005.  
3 We note that the Declaration has been drafted utilizing third person 
pronouns (see Declaration ¶¶ 1, 3, 4, and 7).  Thus, it appears as if the 
Declaration was prepared by someone other than the Declarant. 
4 A review of the Specification reveals that similar information was 
presented including a description of the trade names of the materials utilized 
(Specification 7-9).  We will treat the Declaration as if it is based upon the 
information presented in the Specification of the present application. 
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only been added to some of the compositions in amounts of 20% (5 

examples) and 16% (1 example).  The claimed invention is not limited to 

these relatively few binder compositions.  The Declarant has not explained 

why these relatively few examples are representative of all the binder 

compositions encompassed by the presently claimed invention.  Moreover, 

the Declarant has not explained how the addition of 20% and/or 16% of an 

opacifying agent is representative of the range encompassed by the 

independent claim.  “Establishing that one (or a small number of) species 

gives unexpected results is inadequate proof, for ‘it is the view of this court 

that objective evidence of non-obviousness must be commensurate in scope 

with the claims which the evidence is offered to support.’”  In re Greenfield, 

571 F.2d at 1189, 197 USPQ at 230 (quoting In re Tiffin, 448 F.2d 791, 792, 

171 USPQ 294, 294 (CCPA 1971)).  Appellants have not explained why the 

few examples presented are representative of the entire scope of the claimed 

invention. 5    

 The question as to whether unexpected advantages have been 

demonstrated for the claimed subject matter is a factual question.  See In re 

Johnson, 747 F.2d 1456, 1460, 223 USPQ 1260, 1263 (Fed. Cir. 1984).  

Thus, it is incumbent upon the Appellants to supply the factual basis to rebut 

the prima facie case of obviousness established by the Examiner.  See, e.g., 

In re Klosak, 455 F.2d 1077, 1080, 173 USPQ 14, 16 (CCPA 1972).  In this 
                     
5  Regarding the subject matter of claims 5, 8, and 15, the arguments and 
evidence presented is not sufficient evidence of unobviousness for the 
reasons set forth above.   
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regard, Appellants’ position that the Declaration establishes unexpectedly 

improved results is not persuasively explained or substantiated on this 

record.  

In addition, we emphasize that, although secondary considerations 

such as unexpected results must be taken into account, they do not 

necessarily control the obviousness conclusion.  Pfizer, Inc. v. Apotex, Inc., 

480 F.3d 1348, 1371, 82 USPQ 1321, 1338 (Fed. Cir. 2007).  Unexpectedly 

superior results will not necessarily overcome a strong case of obviousness.  

Id.   

 On the record of this appeal, it is questionable whether Appellants 

have shown unexpected results, and certainly they have not shown 

unexpected results which are commensurate in scope with claim 1, 5, 8, and 

15.  Therefore, we share the Examiner's ultimate determination that the 

proffered Declaration evidence of nonobviousness does not outweigh the 

applied reference evidence of obviousness.  We hereby sustain, therefore, 

the § 103 rejection advanced by the Examiner on this appeal. 

 The decision of the Examiner is affirmed.  
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No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv). 

AFFIRMED
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
cam 
 
 
 
 
FERRELLS, PLLC 
P O BOX 312 
CLIFTON, VA  20124-1706 
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