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GAUDETTE, Administrative Patent Judge.

DECISION ON APPEAL
This is an appeal from the final rejection of claims 1-12." Claims 13-
20 are also pending, but have been withdrawn from consideration. We have
jurisdiction under 35 U.S.C. § 6(b).
We AFFIRM.

' An oral hearing was held on April 8, 2008.
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The invention is directed to a polypropylene type aqueous dispersion
which can form a coating film on a polyolefin base material. (Spec. 1, 1l. 6-
10.) According to the inventors, at the time of the invention, it was difficult
to produce a polyolefinic aqueous dispersion with satisfactory stability.
(Spec. 2, 11. 19-21.) As a result, coating films formed from these dispersions
did not exhibit the desired smoothness and adhesion to a polyolefin base
material. (Spec. 2, 1l. 23-25.) According to the inventors, they have
discovered that the problems associated with the prior art dispersions are
“solved by providing a polyolefinic aqueous dispersion obtainable by
emulsifying a propylenic polymer,[] a surfactant, water, and if necessary, a
polymer other than the propylenic polymer and modified propylenic
polymer, and a basic material at a specific blending ratio.” (Spec. 3, 1I. 12-
19.) Claims 1, 7, and 10 are illustrative of the invention and are reproduced
(from the Claims Appendix to Appellants’ brief) below:

1. A polypropylene type aqueous dispersion comprising the following

components (a) to (c):

(a) a polypropylene type polymer and/or a modified

polypropylene type polymer 100 parts by weight
(b) a surfactant 1 to 100 parts by weight, and
(c) water 100 to 1,000 parts by weight,

wherein the component (a) has a main chain having the following features
(1) and (2) and dispersion particles in the dispersion have an average particle
size of at most 0.5 pum,

? The Specification uses the term “propylenic polymer” to refer to
propylenic polymers and/or modified polyolefins. (Spec. 3, 11. 7-9.)
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Feature (1) when observing a peak derived from a carbon atom
of a methyl group in a propylene unit chain part comprising a head-to-tail
bond by "C-NMR and fixing a chemical shift of a peak top at a peak
attributable to pentad expressed by mmmm to 21.8 ppm, a ratio (S;/S) of an
area S; of a peak of a peak top at 21.8 ppm to a total area S of peaks at from
19.8 ppm to 22.1 ppm is at least 10% and at most 60%, and when an area of
a peak (mmmr) of a peak top at 21.5 to 21.6 ppm is expressed as S,,
4+281/Sz>5, and

Feature (2) a content ratio (mol ratio) of propylene unit (A):
other olefin unit (B) is from 100:0 to 90:10.

7. The polypropylene type aqueous dispersion according to Claim 1,
wherein the polypropylene type polymer and/or the modified polypropylene
type polymer of component (a) are prepared by a single site catalyst.

10. The polypropylene type aqueous dispersion according to Claim 4°,
wherein the surfactant of component (b) comprises a nonionic surfactant
(b1) having a hydrophile-lipophile balance (HLB) value in a range of from
13.5 to 14.5 and a nonionic surfactant (b2) having an HLB value in a range
of from 16.0 to 17.0, and their blending ratio (b2/b2) is from 1/9 to 9/1.

The Examiner relies on the following prior art references to show

unpatentability:
Kimura 5,362,788 Nov. 8, 1994
Kanetou EP 0767 183 Al Apr. 9, 1997

The Examiner made the following rejections:
1. Claims 1-12 under 35 U.S.C. § 102(b) as anticipated by or, in the

alternative, under 35 U.S.C. § 103 as unpatentable over Kanetou.

3 Claim 4 recites: “The polypropylene type aqueous dispersion according to
Claim 1, wherein the surfactant of component (b) comprises at least two
kinds of surfactants.”
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2. Claims 1-12 under 35 U.S.C. § 102(b) as anticipated by or, in the

alternative, under 35 U.S.C. § 103 as unpatentable over Kimura.

Appellants maintain that the Examiner did not provide sufficient facts
and reasons to establish that Kanetou’s and Kimura’s polyolefin or modified
polyolefin starting materials are prepared in such manner that the main chain
thereof inherently possess feature (1) and that the references provide the
average dispersion particle size of claim 1. (App. Br. 5 and 7-8.) Appellants
thus contend that the Examiner reversibly erred in rejecting claims 1-12
based on these unsupported findings of inherency. (App. Br. 5 and 8.)
Appellants further argue that claim 7 is patentable over the applied prior art
because neither Kanetou nor Kimura discloses or suggests the use of a single
site catalyst to make their polyolefin or modified polyolefin. (App. Br. 7
and 8.) Appellants also argue that claim 10 is separately patentable because
neither Kanetou nor Kimura “discloses or suggests the use of two particular
nonionic surfactants, let alone having the HLB value ranges recited in this
claim.”* (App. Br. 7 and 8.)

The Examiner relies on Appellants’ Specification as evidence that
propylenic polymers having the claimed ?C-NMR properties may be
prepared by various common techniques or polymerization processes. (Ans.

5 and 6.) The Examiner thus contends that there is a reasonable basis to

*We do not view Appellants’ assertions as to claims 7 and 10 as presenting
arguments for separate patentability of these claims. See 37 C.F.R. §
41.37(c)(1)(vi1) (“A statement which merely points out what a claim recites
will not be considered an argument for separate patentability of the claim.”).
Nonetheless, we provide a separate discussion of these claims in our
analysis.
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conclude that the propylenic polymers used by Kanetou and Kimura were
prepared by these know techniques and, therefore, inherently possess the
claimed ?C-NMR properties (Ans. 5 and 6). With respect to average
dispersion particle size, the Examiner contends that the ratio of surface area
to volume of the particles must be in a specific range in order to form a
dispersion. (Ans. 7-8 and 12.) The Examiner finds that “in view of the
similar processing conditions and that both the disclosed processes and the
claimed processes involve the use of surfactants, an aqueous media, and
ability [sic] the formation of a dispersion, the examiner has a reasonable
basis to believe that the claimed particle size range is inherently possessed in
[Kanetou/Kimura].” (Ans. 8 and 12.) With respect to claims 7 and 10, the
Examiner views the claimed features relating to type of catalyst and
surfactants to be process modifications and well within the level of skill of
the ordinary artisan. (Ans. 11 and 13.)

With respect to claim 1, the principal point of contention between the
Examiner and Appellants is whether the propylenic polymers used by
Kanetou and Kimura inherently possess the claimed >C-NMR properties
and average dispersion particle size. However, before we address the issue
of inherency, we first consider whether the Examiner’s findings are
otherwise sufficient to establish a prima facie case of anticipation under 35
U.S.C. § 102(b) and, if not, whether the Examiner’s findings are otherwise
sufficient to establish a prima facie case of unpatentability under the
alternative ground of obviousness. See In re Spada, 911 F.2d 705, 708 n.3
(Fed. Cir. 1990) (“The prima facie case is a procedural tool which, as used in
patent examination (as by courts in general), means not only that the

evidence of the prior art would reasonably allow the conclusion the
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examiner seeks, but also that the prior art compels such a conclusion if the
applicant produces no evidence or argument to rebut it.”) (citations omitted).
The ground of rejection under § 102(b) requires separate consideration from
the alternative ground of rejection under § 103(a). /1d.

The following enumerated findings of fact (“FF”’) are relevant to our
consideration of the issues raised in this appeal:

1) The Specification states that

[a]n object of the present invention is to provide a
polypropylenic aqueous dispersion capable of forming a
satisfactory water-resistant coating film having a
satisfactory smoothness and a satisfactory adhesion to a
polyolefin base material, the dispersion particles of
which have a small particle size and a sufficient
dispersion stability, and are prepared by using a polymer
having appropriate crystallinity and solubility prepared
from a starting propylenic polymer and/or a modified
polyolefin.
(Spec.2,1.26-3,1.8.)
2) Kanetou relates to an aqueous resin composition. (Kanetou,
p- 2, 1. 5.) According to Kanetou, since the composition “can form a
film and adhesive layer with excellent adhesion, flexibility and water
resistance particularly on the polyolefin substrates etc. having
nonpolar surface, it is useful as a resin for paint, primer, ink, sealing
agent and adhesive applicable to car parts, etc., polyolefin film,
polyolefinic moldings, etc.” (Kanetou, p. 2, 11. 9-11.)
3) Kimura “relates to an aqueous covering composition.”
(Kimura, col. 1, 1. 5-6.) According to Kimura, the composition, when

dispersed in water, “is excellent in the adhesive property to polyolefin,

in particular, polypropylene and excellent as a primer on painting and
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adhesion. Also, the stability is good. Further, the flexibility appears in
the paint film which is preferable.” (Kimura, col. 4, 11. 6-10.)
4) According to the Specification,

[a] modified propylene type polymer of
component (a) in the aqueous dispersion of the
present invention is a propylenic polymer modified
by grafting with an unsaturated carboxylic acid
and/or its derivative selected from an unsaturated
carboxylic acid having a carbon number of
preferably from 3 to 25, its acid anhydride and its
ester. The modified propylenic polymer is
obtained by radical-adding the above propylenic
polymer with the unsaturated carboxylic acid
and/or its derivative by usual method.

(Spec. 32,1.29-33,1. 1.)

An addition rate of an unsaturated
carboxylic acid or an unsaturated carboxylic acid
derivative of the modified propylenic polymer of
the present invention is from 0.01 to 20 wt %,
preferably from 0.1 to 5 wt %. If the addition rate
is less than 0.01 wt %, the aqueous dispersion thus
obtained has dispersion particles having a large
particle size, and its dispersion stability becomes
poor, and if the addition rate exceeds 20 wt %, its
coated film has a poor water resistance.

(Spec. 35, 11. 6-14.) “A polymerization temperature, a
polymerization pressure and a polymerization time are not
specially limited.” (Spec. 30, 1. 20-22.)

5) Kanetou claims a composition comprising “80 to 10 parts
by weight of modified polyolefin with weight average molecular

weight of 1000 to 100000, modified by copolymerizing
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polypropylene, polyethylene, copolymer of propylene or ethylene
with a-olefin or degradation products of these under heat or with
oxidizing agent, radical-generating agent or the like, with 0.1 to 20%
by weight of one kind or not less than two kinds of acid anhydride,
carboxylic acid or alcohol with radically polymerizable double bond,
and 20 to 90 parts by weight of one kind or a mixture of two or more
kinds of acrylic or methacrylic monomers, mixed or dissolved and
polymerized in water in the presence of surfactant and polymerization
initiator.” (Kanetou, claim 1.) According to Kanetou, the polyolefins
to be used in the invention include “homopolymer of ethylene or
propylene, random copolymers or block copolymers of ethylene or
propylene with other comonomers, for example, a-olefin comonomers
with carbon atoms of 2 or more, preferably 2 to 6 such as butene-1,
pentene-1, hexene-1, heptene-1 and octene-1, or copolymers with two
or more kinds of these comonomers are used. The weight average
molecular weight of polyolefin is 1000 to 100000. They may be those
obtained by publicly-known process, but such ones that were once
synthesized to high molecular weight and then degraded with radical,
oxygen, heat or the like are also used.” (Kanetou, p. 5, 11. 8-13.)
6) Kimura discloses a composition containing “propylene-a-
olefin copolymer graft copolymerized with a a,p-unsaturated
dicarboxylic acid or its acid anhydride as one of its components.”
(Kimura, col. 4, 11. 18-21.) According to Kimura, the propylene-a-
olefin copolymer is “random copolymer or block copolymer of
polypropylene with a-olefin,” wherein the a-olefin is preferably

ethylene or 1-butene. (Kimura, col. 1, 1. 64 -col. 2, 1. 2.) Kimura



Appeal 2008-0332

Application 10/972,914
further states that “the proportion of propylene component is
preferable to be not less than 55 mol %. Ifless than 55 mol%, then
the adhesive property to polypropylene is poor, which is
unpreferable.” (Kimura, col. 2, 11. 2-6.)
7) According to the Specification,

[t]he feature of the propylenic polymer is to have a

highly crystalline block and a highly amorphous block in

the main chain in a good balance, and the highly

crystalline block has a structure rich in an isotactic

property. If the polymer contains a highly crystalline

block in an excess amount, the polymer becomes poor in

solubility to a solvent, and it is therefore important for

the polymer to have a highly crystalline block and a

highly amorphous block in a good balance, and such a

requirement as defined by ?C-NMR spectrum is

employed as a part of an index indicating this balance.
(Spec. 10, 11. 15-26.)
8) The Specification states, more specifically, that the ratio
S1/S “is related to such a structure of the propylenic polymer of the
present invention that a highly crystalline block and a highly
amorphous block coexist in the main chain and that the highly
crystalline block is rich in an isotactic property.” (Spec. 12, 1. 25 -
13, 1. 2.) When S,/S “is less than 10%, crystallinity is too low and a
satisfactory adhesiveness is not provided, and stickiness problem is
easily caused, such being unpreferable. On the other hand, when the
ratio of S; to S exceeds 60%, crystallinity becomes too high and

solubility to a solvent is lowered, such being unpreferable.” (Spec.

13, 11. 3-8.) The Specification further states that:
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(Spec.
9)

(Spec.
10)

the requirement of 4+2 S,/ S,>5 means that unlike
atactic polypropylene, the propylenic polymer of the
present invention contains an isotactic block having a
crystallizable chain length. Also, the presence of
isotactic block means that a block having a sequence of
disordered stereospecificity is also present in the main
chain. Thus, . .. the propylenic polymer of the present
invention has both a crystalline block and an amorphous
block in the main chain, and has a characteristic structure
that the block having crystallinity is formed from an
isotactic block having a relatively long average chain
length and is rich in an isotactic property.

14, 11. 3-16.)
According to the Specification,

a method for controlling stereoselectivity of a propylenic
polymer for imparting the feature (1) concerning °C-
NMR required for the propylenic polymer used in the
present invention, is not specially limited. Generally,
examples of the method include a controlling method by
structure of a catalyst and a controlling method by
controlling polymerization conditions. When controlling
stereoselectivity by controlling polymerization
conditions, it is possible to obtain a propylene polymer
having a desired stereoregularity by controlling a
polymerization temperature or a monomer concentration
or also by controlling the structure of the above-
mentioned catalyst, if necessary.

31,1.17-32,1.2)

The Specification states that propylenic polymers suitable

for use in the invention are

produced preferably by a single site catalyst, and ha[ve] a
weight average molecular weight Mw measured by GPC
(Gel Permeation chromatography) of preferably from
5,000 to 500,000, more preferably from 10,000 to

10
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(Spec.

(Spec.
11)

300,000. If Mw is less than 5,000, film-formability of a
coated film becomes poor, and the film becomes sticky,
and when Mw exceeds 500,000, it becomes difficult to
prepare a satisfactory aqueous dispersion, and the
aqueous dispersion thus obtained includes dispersion
particles having a large particle size and its dispersion
stability becomes poor.

9,11. 15-25.)

The molecular weight of the polymer can be controlled in
accordance with a conventional known method. That is,
examples of the method include a method for controlling
a molecular weight by adjusting a polymerization
temperature, a method for controlling a molecular weight
by adjusting a monomer concentration, and a method for
controlling a molecular weight by using a chain transfer
agent.

31, 11. 8-16.)
According to Kanetou,

the weight average molecular weight of resin graft
copolymerized with a,B-unsaturated carboxylic acid or its
acid anhydride is 1000 to 100000, but preferable is 3000
to 80000. Ifunder 1000, the cohesive force is
insufficient, leading to poor adhesion of polyolefin resin
and, if over 100000, then the viscosity after dissolving
polyolefin into acrylic or methacrylic monomers
becomes high and the manipulation property on
dispersing into water becomes poor, which is
unpreferable. Bringing the molecular weight within this
range is possible by selecting the molecular weight of
raw material or the conditions on conducting graft
reaction, and also by a method of conducting the graft
reaction after the molecular weight of raw material was
once dropped.

(Kanetou, p. 5, 11. 22-29.)

11
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12) Kanetou discloses the following production examples
(Kanetou, p. 11):

Production Example 1: 50 parts maleic anhydride and 12 parts
di-t-butyl peroxide were reacted with 300 parts propylene-a-olefin
copolymer (propylene component 75 mol %, 1-butene component 5
mol % and ethylene component 20 mol %, weight average molecular
weight 25000) to obtain a graft copolymer with grafting amount of
7.8%. Average molecular weight of 18,500.

Production Example 2: 40 parts maleic anhydride and 5 parts
dicumyl peroxide were reacted with 300 parts propylene-butene-
ethylene copolymer (propylene component 68 mol %, butene
component 24 mol % and ethylene component 8 mol %, weight
average molecular weight 68000) to obtain a graft copolymer with
grafting amount of 6.2%. Average molecular weight determined by
GPC was 46,000.

Production Example 3: 250 parts polypropylene with average
molecular weight of 32000 obtained by thermally decomposing
polypropylene with an average molecular weight of 130,000, 50 parts
liquid polyolefin with average molecular weight of 10,000 and 700
parts xylene were dissolved and reacted with 40 parts maleic acid and
6 parts di-t-butyl peroxide. The resultant acid-modified polyolefin
had an average molecular weight of 27,000 and addition rate of maleic
acid of 6.3%.

13) Kimura discloses the following production examples

(Kimura, col. 4, 1. 31-col. 5, 1. 2):

12
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Production Example 1: 25 g of maleic anhydride and 5 g of
dicumyl peroxide were reacted with 300 g of propylene-butene-
ethylene copolymer (propylene component 68 mol %, butene
component 24 mol % and ethylene component 8 mol %, weight
average molecular weight 68000) to obtain a graft copolymer with
grafting amount of 4.8%. When measuring the molecular weight by
GPC, it showed a weight average molecular weight of 26000.
Production Example 2: 40 g of maleic anhydride and 8 g of di-
t-butyl peroxide were reacted with 300 g of propylene-ethylene
copolymer (propylene component 75 mol %, weight average
molecular weight 85000) to obtain a graft copolymer with grafting
amount of 9.2%. The weight average molecular weight was 22000.
Production Example 3: maleic anhydride was graft reacted
with propylene-ethylene copolymer (propylene component 50 mol %,
weight average molecular weight 180000) to obtain a graft copolymer
with grafting amount of 6.2%. The weight average molecular weight
was 75000.
14) The Specifications states:

The polypropylenic aqueous dispersion of the
present invention is prepared by dispersing the above
propylenic polymer in an aqueous dispersion optionally
containing a basic material if desired. The dispersing
method is not specially limited, and examples of the
dispersing method include a pulverizing method which
comprises charging a propylenic polymer, together with a
surfactant and water, into water to be dispersed; a method
which comprises mixing a propylenic polymer dissolved
in an organic solvent with a surfactant and water and then
removing the organic solvent; a homomixer method
which comprises using a homomixer to carry out

13
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dispersion; a method which comprises using a mixer to

carry out emulsification by internal shear force; and a

phase inversion method. Any of these methods can be

used, and is optionally selected depending on physical

properties of a propylenic polymer to be dispersed.

Particularly, a method of using a mixer for carrying out

emulsification by internal shear force is preferably used

since it can more finely disperse a propylenic polymer

and improves dispersion stability.
(Spec. 45, 1. 14-46, 1. 6.)
15) Kanetou discloses mixing the resin compositions of
Production Examples 1-3 with surfactants and deionized water in
amounts falling within Appellants claim 1 ranges, and then forming
emulsions with a homogenizer. (See, e.g., Kanetou, p. 12, Examples 1
and 3-5.)
16) Kimura disclose preparation of resin compositions by
mixing and heating 100 g of the production example resins with 25 g
of surfactant (Nonion NS-212, made by Nippon Oil and Fats Co.),
300 g water, and varying amounts of polyol and base. (Kimura,
Examples 1-5, Comparative Examples 1 and 2, Table 2.) According
to Kimura, resin compositions prepared in accordance with the
method of the invention showed good stability, adhesive property of
100/100 and good gasoline resistance. (Kimura, Table 2.) According

to Kimura,

[d]ispersing components (a) and (b) into water can be
performed by a method wherein component (a) is
allowed to melt by heating it to a temperature of above
melting point, component (b) and base and, if need be,
surfactant are added, and water is added to the mixture of
these while agitating, a method wherein inversely the

14
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mixture of these is added to water, a method wherein all

components including water are mixed and agitated

under heat, and the like. Moreover, if performing at high

temperature and under pressure, the dispersion with good

stability can be obtained.
(Kimura, col. 3, 11. 43-53.)
17) According to the Specification, “[i]f the surfactant is less
than 1 part by weight, a particle size of dispersion particles in the
aqueous dispersion obtained becomes large and dispersion stability
becomes poor.” (Spec. 44, 1. 16-20.) The Specification states that
“the surfactant of component (b) preferably comprises at least two
kinds of surfactants in order not only to reduce a particle size of
emulsion particles but also to improve coated film performances such
as water resistance or solvent resistance.” (Spec. 39, 1. 27-401. 4.) “A
surfactant usable together with a nonionic surfactant may be any of an
anionic surfactant, a cationic surfactant or an amphoteric surfactant,
but it is preferable to use an anionic surfactant in view of a particle
size of dispersion particles in the aqueous dispersion thus obtained
and water resistance of its coated film.” (Spec. 40, 11. 9-15.)
According to the Specification, “[w]hen using at least two kinds of
nonionic surfactants, it is preferable to use a combination of at least
one kind of nonionic surfactant (b1) having an HLB value in a range
of from 13.5 to 14.5 and at least one kind of nonionic surfactant (b2)
having an HLB value in a range of from 16.0 to 17.0.” (Spec. 40, 1.
23-411. 1.) “Examples of the nonionic surfactant (bl) having an HLB
value in a range of from 13.5 to 14.5 include one kind or a mixture of

at least two kinds selected from polyoxyethylene cetyl ether,

15
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polyoxyethylene stearyl ether and polyoxyethylene nonyl phenyl
ether.” (Spec. 41, 11. 7-11.) “Examples of the nonionic surfactant (b2)
having an HLB value in a range of from 16.0 to 17.0 include one kind
or a mixture of at least two kinds selected from polyoxyethylene
lauryl ether, polyoxyethylene oleyl ether and polyoxyethylene
propylene alkyl ether.” (Spec. 41, 11. 23-27.)
18) In Kanetou’s composition, the “surfactant component is
used in amounts of 0.1 to 50 parts by weight, preferably 3 to 30 parts
by weight to 100 parts by weight of aqueous converting raw material
resin.” (Kanetou, p. 6, 1. 3-5.) According to Kanetou, “[t]he
surfactants to be used in the invention include nonreactive surfactant
with no radical polymerizability and reactive surfactant with radical
polymerizability, and they may be used solely or may be used in
combination.” (Kanetou, p. 5, 1. 45-46.) Kanetou states that
“surfactants with poly(alkylene oxide) structure are preferable and
further, when using organic materials such as polyolefin for the
substrate, those with average molecular weight of preferably 200 to
5000 are preferable.” (Kanetou, p. 3, 1. 51-53.) Examples of such
surfactants includes “polyoxyalkylene alkylphenyl ether
(polyoxyethylene nonylphenylether).” (Kanetou, p. 5,1. 45 —p. 6, L.
11). “As the reactive surfactants, . . . ones with alkylphenyl group as
a hydrophobic group and polyoxyethylene group as a nonionic
hydrophilic group are preferable.” (Kanetou, p. 6, 11. 11-13.)
19) According to Kimura, the amount of surfactant is preferably
“not more than 25% to component (a). If over 25%, the water

resistance of paint film will become poor.” (Kimura, col. 3, 1. 57-60.)

16
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“For the surfactant, any type can be used, but nonionic surfactant is
desirable because of low toxicity, and, using this mainly, anionic
surfactant or fluorosurfactant may be used in combination.” (Kimura,
col. 3, 11. 61-64.) Kimura’s list of exemplary nonionic surfactants
includes “polyoxyethylene alkyl ester, polyoxyethylene alkyl ether,
polyoxyethylene alkylphenyl ether, sorbitan alkyl ester, [and]
polyglycerine ester.” (Kimura, col. 3, 11. 65-68.)

“Rejection for anticipation or lack of novelty requires, as the first step
in the inquiry, that all the elements of the claimed invention be described in
a single reference. Further, the reference must describe the applicant's
claimed invention sufficiently to have placed a person of ordinary skill in the
field of the invention in possession of it.” In re Spada, 911 F.2d 705, 708
(Fed. Cir. 1990) (citations omitted). “[R]ejections under 35 U.S.C. § 102 are
proper only when the claimed subject matter is identically disclosed or
described in ‘the prior art.”” In re Arkley, 455 F.2d 586, 587 (CCPA 1972).

In rejecting the claims as anticipated by Kanetou, the Examiner relies,
inter alia, on Kanetou Examples 1-6 and claims 1-2. (Ans. 5 and 7.)
Similarly, in rejecting the claims as anticipated by Kimura, the Examiner
relies, inter alia, on Kimura Production Examples 1-3, Example 1 and claims
1-4. (Ans. 6.) The Examiner has not, however, specifically identified an
embodiment which includes claim 1 components (a)-(c) in the amounts

claimed and wherein component (a) has a main chain which includes feature

(2).°

> For example, the Examiner has not explained how it was determined that
feature (2) is “clearly claimed by Kanetou et al. (page 19, claims 1-2)”

17
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Therefore, we conclude that the Examiner failed to establish a prima
facie case of anticipation as to appealed claims 1-12. The Examiner’s
decision to reject claims 1-12 under 35 U.S.C. § 102(b) as anticipated by
Kanetou or Kimura is reversed.

In a rejection based on anticipation, a reference

must clearly and unequivocally disclose the claimed compound
or direct those skilled in the art to the compound without any
need for picking, choosing, and combining various disclosures
not directly related to each other by the teachings of the cited
reference. [However, sJuch picking and choosing may be
entirely proper in the making of a 103, obviousness rejection,
where the applicant must be afforded an opportunity to rebut
with objective evidence any inference of obviousness which
may arise from the similarity of the subject matter which he
claims to the prior art.”).

Arkley, 455 F.2d at 587. A prima facie case of obviousness exists where the
prior art and claimed ranges overlap, as well as in those cases where the

claimed range and the prior art range, though not overlapping, are

(Ans. 7) and “by Kimura et al. (page 6, claims 1-2)” (Ans. 12). Claim 1,
feature (2) requires that “a content ratio (mol ratio) of propylene unit (A):
other olefin unit (B) is from 100:0 to 90:10.” In Kanetou Production
Examples 1-2, the propylenic polymers are described as comprising 75
mol% and 68 mol% propylene components, respectively. (FF 12.) In
Kanetou Production Example 3, 250 parts of polypropylene were reacted
with 50 parts of polyolefin. (FF 12.) In Kimura Production Examples 1-3,
the propylenic polymers are described as comprising 68 mol%, 75 mol% and
50 mol% propylene component, respectively. (FF 13.) See Arkley, 455 F.2d
at 587 (“[R]ejections under 35 U.S.C. § 102 are proper only when the
claimed subject matter is identically disclosed or described in ‘the prior
art.””). Cf., Atlas Powder Co. v. IRECO, Inc., 190 F.3d 1342, 1346 (Fed.
Cir. 1999)(“[ W]hen a patent claims a chemical composition in terms of
ranges of elements, any single prior art reference that falls within each of the
ranges anticipates the claim.”).

18
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sufficiently close that one skilled in the art would have expected them to
have the same properties. In re Geisler, 116 F.3d 1465, 1469 (Fed. Cir.
1997).

As discussed in further detail below, the Examiner identified a
teaching or suggestion of each of claim 1 components (a)-(c) in both
Kanetou (Ans. 5) and Kimura (Ans. 6), in amounts which overlap the
claimed ranges. With the exception of the above-noted arguments regarding
feature (1) and average dispersion particle size, Appellants have not
presented arguments to refute the Examiner’s findings. (See App. Br. 4-10;
Reply Br. 1-4.) Accordingly, the sole issue left for us to consider in
determining whether the Examiner established a prima facie case of
obviousness as to claim 1 is: Has the Examiner provided a reasonable basis
to conclude that the propylenic polymers used by Kanetou and Kimura
inherently possess the claimed ?C-NMR properties and average dispersion
particle size such that the burden is properly shifted to Appellants to
establish the contrary? We answer this question in the affirmative.

When a claimed product reasonably appears to be identical or
substantially identical to a product disclosed by the prior art, the burden is
on the Appellants to prove that the product of the prior art does not
necessarily or inherently possess characteristics or properties attributed to

the claimed product. See Spada, 911 F.2d at 708° and In re Best, 562 F.2d

®“The Board held that the compositions claimed by Spada ‘appear to be
identical’ to those described by Smith. While Spada criticizes the usage of
the word ‘appear’, we think that it was reasonable for the PTO to infer that
the polymerization by both Smith and Spada of identical monomers,
employing the same or similar polymerization techniques, would produce
polymers having the identical composition. Products of identical chemical
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1252, 1255 (CCPA 1977); see also, In re Ludtke, 441 F.2d 660, 664 (CCPA
1971).

Contrary to Appellants’ contention, we find the facts and reasons
relied on by the Examiner sufficient to establish that the aqueous dispersions
of the applied prior art reasonably appear to be identical or substantially
identical to the claimed aqueous dispersion, thereby shifting the burden to
Appellants to establish otherwise. Both Kimura and Kanetou disclose
aqueous dispersions which exhibit the same advantageous properties as
Appellants’ inventive dispersions, i.e., good adhesion to polyolefin, good
dispersibility and good stability. (Compare FF 2 and FF 3 with FF 1.)
Kimura and Kanetou form these dispersions using polyolefins/modified
polyolefins, surfactants and water in amounts which fall within Appellants’
claimed ranges (compare FF 15 and FF 16 with appealed claim 1) by means
of high speed homogenization techniques (compare FF 15 and FF 16 with
FF 14). Kimura and Kanetou employ the same surfactants and combinations
thereof in their resin compositions as those used by Appellants. (Compare
FF 18 and FF 19 with FF 17.) Both Kanetou and Kimura utilize
polyolefins/modified polyolefins having a weight average molecular weight
which falls within Appellants preferred range. (Compare FF 11, FF 12 and
FF 13 with FF 10.) Moreover, like Appellants, Kanetou and Kimura
express a preference for an olefin comprising ethylene or butene (compare
FF 5 and FF 6 with appealed claim 6) and disclose addition rates of

unsaturated carboxylic acid or an unsaturated carboxylic acid derivative (FF

composition can not have mutually exclusive properties. See In re Papesch,
315 F.2d 381, 391, 137 USPQ 43, 51 (CCPA 1963) (a chemical compound
and its properties are inseparable).”
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12 and 13) which fall within Appellants’ disclosed range of 0.01 to 20 wt%
(compare FF 12 and FF 13 with FF 4).

In sum, we find that Kanetou and Kimura employ similar processing
conditions and use the same surfactants and aqueous media as Appellants in
forming their dispersions. Kanetou and Kimura disclose dispersions
exhibiting similar properties to Appellants’ dispersions, e.g., good adhesive
force to polyolefinic resin and manipulability on dispersing into water. (FF
1-3.) Based on these similarities, we are in agreement with the Examiner’s
determination that the propylenic polymers of Kanetou and Kimura
reasoanbly appear to have the same structure as Appellants’ claimed
propylenic polymers and, therefore, would reasonably appear to inherently
possess feature (1) (see FF 7). Likewise, based on the above-noted
similarites in processing techniques and components, we are in agreement
with the Examiner’s determination that the polypropylene type aqueous
dispersions of Kanetou and Kimura reasonably appear to inherently possess
the claimed average dispersion particle size. (See FF 4, 10, 14, and 17
(factors affecting particle size include emulsification techniques (FF 14),
quantity of surfactant (FF 17), addition rate of unsaturated carboxylic
acid/acid derivative (FF 4), and molecular weight of the polypropylene type
polymers (FF 10)).) See Spada, 911 F.2d at 708 n.4 (concluding that the
virtual identity of monomers and procedures sufficed to support a prima
facie case of unpatentability).

Appellants contend that because the Examiner has not identified any
disclosure in Kanetou or Kimura regarding the structures of, or methods of
making their propylenic polymers, the burden cannot be shifted to

Appellants to establish that feature (1) and the claimed average dispersion
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particle size are not inherent in the prior art polypropylene type aqueous
dispersions. (App. Br. 5 and 7-8.) We disagree.

“Whether [a] rejection is based on ‘inherency’ under 35 U.S.C. § 102,
on ‘prima facie obviousness’ under 35 U.S.C. § 103, jointly or alternatively,
the burden of proof is the same “and its fairness is evidenced by the PTO’s
inability to manufacture products or to obtain and compare prior art
products.” Best, 562 F.2d at 1255 (footnote and citation omitted).

As explained above, both Kanetou and Kimura disclose dispersions
which appear to exhibit substantially the same desirable properties as
Appellants’ dispersions. One of ordinary skill in the art at the time of the
invention would have understood that the desirable properties of the
Kanetou and Kimura resin compositions are derived in large part from the
modified polypropylenes. Although neither Kanetou nor Kimura indicate
whether the polypropylenes used in their dispersions have an amorphous
structure, a crystalline structure, or a combination thereof, it is reasonable to
presume that these polypropylenes inherently possess a structure defined by
claim feature (1).” (See FF 7 (according to the Specification, polypropylenes
which do not possess feature (1) will either have unsatisfactory adhesiveness
(e.g., where crystallinity is too low) or insufficient solubility in a solvent

(e.g., where crystallinity is too high)).)®

7 Claim feature (1) essentially describes a polypropylene having “a
highly crystalline block and a highly amorphous block in the main chain in a
good balance, and the highly crystalline block has a structure rich in an
isotactic property.” (FF 7.)

8 See Aventis Pharma Deutschland GmbH v. Lupin, Ltd., 499 F.3d
1293, 1301 (Fed. Cir. 2007) (considering the issue of whether a purified
form of a mixture that existed in the prior art was obvious over the mixture:
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Likewise, although Kanetou and Kimura do not specifically disclose
methods for producing the propylenic polymers used in their dispersions, it
was reasonable for the Examiner to conclude that one of ordinary skill in the
art would have been familiar with techniques for forming, or sources of
commercially available propylenic polymers having the desired properties.
As pointed out by the Examiner (Ans. 5 and 6), Appellants’ Specification
states that the “method for controlling stereoselectivity of a propylenic
polymer for imparting the feature (1) concerning C-NMR required for the
propylenic polymer used in the present invention, is not specially limited”
(FF 9 (emphasis added)). Rather, the Specification generally describes
appropriate methods of controlling structure as including control of
polymerization conditions such as temperature or monomer concentration,
and control of catalyst structure. (FF 9.)

Although the Specification discloses that the method for making the
claimed propylenic polymer is not specially limited, we do note that
Appellants claim preferred embodiments in which the polyolefin or modified

polyolefin is made using a single site catalyst (claim 7) and two particular

Such a purified compound is not always prima facie
obvious over the mixture; for example, it may not be known
that the purified compound is present in or an active ingredient
of the mixture, or the state of the art may be such that
discovering how to perform the purification is an invention of
patentable weight in itself. However, if it is known that some
desirable property of a mixture derives in whole or in part from
a particular one of its components, or if the prior art would
provide a person of ordinary skill in the art with reason to
believe that this is so, the purified compound is prima facie
obvious over the mixture even without an explicit teaching that
the ingredient should be concentrated or purified.
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nonionic surfactants having specific HLB value ranges (claim 10).
Appellants’ arguments are not, however, sufficient to persuade us that these
limitations patentably distinguish over the applied prior art. Claim 7 is
directed to a process limitation. Appellants have not established that a
propylenic polymer produced using a single site catalyst is different than the
propylenic polymers used in Kanetou and Kimura. See In re Thorpe, 777
F.2d 695, 697 (Fed. Cir. 1985) (“The patentability of a product does not
depend on its method of production. . . . If the product in a product-by-
process claim is the same as or obvious from a product of the prior art, the
claim is unpatentable even though the prior product was made by a different
process.”). Claim 10 requires specific surfactants for use as component (b)
of the claim 1 composition which are the same surfactants used in the
references. (See above p. 21, comparing FF 18 and FF 19 with FF 17.)
However, Appellants have not demonstrated that such selection would have
involved anything beyond routine optimization. See Merck & Co., Inc. v.
Biocraft Labs., Inc., 874 F.2d 804, 807 (Fed. Cir. 1989) (“That the ‘813
patent discloses a multitude of effective combinations does not render any
particular formulation less obvious. This is especially true because the
claimed composition is used for the identical purpose.”).

Appellants rely on comparative data in the Specification as evidence
of unexpected results. We do not find Appellants’ evidence persuasive in
establishing nonobviousness because, while Appellants results may evidence
superior results, they do not establish “unexpected” results. See Pfizer, Inc.
v. Apotex, Inc., 480 F.3d 1348, 1371 (Fed. Cir. 2007) (“[B]y definition, any
superior property must be unexpected to be considered as evidence of non-

obviousness.”). Based on the disclosures in Kimura and Kanetou, it appears
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to us that the properties of Appellants’ claimed compounds are more
predictable than unexpected. Kimura discloses aqueous resin dispersions
comprising propylene copolymer, surfactant and water in amounts falling
within Appellants’ claimed ranges. (See Kimura, Production Examples 1-2,
Example 1 and Table 1.) The compositions were applied to a polypropylene
resin plate. (Kimura, col. 5, 11. 49-51.) Upon evaluation, the samples were
said to exhibit good stability, an adhesive property of 100/100, and good
gasoline resistance. (Kimura, Table 2.) Sample aqueous resin dispersions
were likewise said to exhibit these properties. (See Kanetou, Tables 2-4.)

In addition, we do not find Appellants’ evidence persuasive because it
1s not commensurate in scope with the claims. See In re Peterson, 315 F.3d
1325, 1330 (Fed. Cir. 2003) (“[TThe applicant's showing of unexpected
results must be commensurate in scope with the claimed range.”). The
dispersions of Example 1 and Comparative Examples 1 and 4 (Spec. 106, 11.
1-8 and 108, 11. 17-23) are said to be identical with the exception of average
particle size, and are relied on to demonstrate that unsatisfactory results are
achieved when average particle size is outside the claimed range. (App. Br.
6.) The average particle size in the Example 1 dispersion is 0.25 um while
the average particle sizes in the dispersions of Comparative Examples 1 and
4 are 1.1 and 1.8 pm, respectively. However, there is no comparison of
dispersions having an average particle size at or near the end point of the
claimed range, i.e., “at most 0.5 um.” Therefore, Appellants have not
demonstrated that the claimed range is critical to achieving unexpected
results.

The dispersions of Comparative Examples 2 and 3 (Spec. 107, 11. 20-

23 and 108, 11. 3-11) are said to have been prepared in the same manner as
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Example 1 with the exception that different polypropylenes were used, and
are relied on to show that unsatisfactory results are achieved when using
polypropylenes which do not meet recited feature (1). This evidence is
likewise unpersuasive because comparison is made to only a single
polypropylene falling within the broadly claimed genus of polypropylenes.
The Example 1 propylene is said to have a ratio (S;/S) of 42.1% and 4+2
(S81/5,)=9.26 (Spec. 92, 11. 15-19) while the Comparative Example 2
propylene is said to have a ratio (S,/S) of 98.4% and 4+2 (S,/S,)=infinite
There is no comparison of dispersions having values of (S,/S) and 4+2
(S1/S,) at or near the end points of the claimed ranges. In addition, the
average particle size of the Comparative Example 2 dispersion is 1.2 uym
(Spec. 107, 1. 27-108, 1. 1) which is outside the claimed range of “at most 0.5
um.” Therefore, it is impossible to determine if the unsatisfactory results
achieved with the Comparative Example 2 dispersion are due to the absence
of feature (1) or an average dispersion particle size outside the claimed
range.

Appellants also rely on a comparison of results achieved with the
dispersions of Comparative Example 5 and Example 1. Comparative
Example 5 differs from Example 1 in that the average particle size is not
within the claimed range and the polypropylene does not meet recited
feature (1). This evidence is not persuasive for the same reasons explained
in connection with Comparative Example 3.

Having weighed the Examiner’s evidence of obviousness against
Appellants’ evidence of nonobviousness, we determine that a preponderance
of the evidence weighs in favor of the Examiner’s conclusion that the

appealed claims are obvious over both Kanetou and Kimura. See In re

26



Appeal 2008-0332

Application 10/972,914

Crish, 393 F.3d 1253, 1259 (Fed. Cir. 2004)(“We have previously explained
that when the prior art evidence reasonably allows the PTO to conclude that
a claimed feature is present in the prior art, the evidence ‘compels such a

conclusion if the applicant produces no evidence or argument to rebut it.””)

(quoting Spada, 911 F.2d at 708 n. 3).

ORDER

The decision of the Examiner rejecting claims 1-12 under 35 U.S.C. §
102(b) as anticipated by Kanetou or Kimura is reversed.

The decision of the Examiner rejecting claims 1-12 under 35 U.S.C. §
102(b) as anticipated by Kimura is reversed.

The decision of the Examiner rejecting claims 1-12 under 35 U.S.C. §
103 as unpatentable over Kanetou is affirmed.

The decision of the Examiner rejecting claims 1-12 under 35 U.S.C. §

103 as unpatentable over Kimura is affirmed.

No time period for taking any subsequent action in connection with

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv).

AFFIRMED
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