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DECISION ON APPEAL 

This is an appeal under 35 U.S.C. § 134(a) from the Examiner’s 

rejection of claims 1-4 and 6-11.  We have jurisdiction under 35 U.S.C.        

§ 6(b). 

We reverse. 

Claim 6 is illustrative. 
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6. A method for dynamically invoking a Web service comprising the 
steps of:  
 

assembling a collection of references to remote implementations of 
the Web service based upon a common port type; 

  
identifying a plurality of ports bound to said remote implementations 

of the Web service; 
  
applying a set of port selection rules to said identified ports to select a 

particular one of said ports; and, 
  
invoking the Web service through said selected port.  
 

The Examiner relies on the following references as evidence of 

unpatentability. 

Kheirolomoom  US 2003/0004746 A1  Jan. 2, 2003 
               (filed Apr. 24, 2002) 
 
Erik Christensen (“Christensen”), Web Services Description Language 
(WSDL) 1.1 W3C, 1-46, (2001), available at http://www.w3. 
org/TR/2001/NOTE-wsdl-20010315 (Mar. 15, 2001).  

 

Claims 1-4 and 6-11 stand rejected under 35 U.S.C. § 102(e) as being 

anticipated by Kheirolomoom. 

Claim 5 has been canceled. 

The § 102 rejection of instant claims 6 and 9 contends that all of the 

subject matter of each claim is described in paragraph [0105] of the 

reference.  (Ans. 4.)  We reproduce below what appears to be the most 

relevant portion of the paragraph. 

After registering and configuring a set of Web Services which 
adhere to the same WSDL [Web Services Definition Language] 
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contract, IT personnel can group these Web Services into a 
Virtual Web Service.  The IT personnel may then define a set of 
binding rules that dictate which specific Web Service will be 
used by the NetScenario at run-time. . . .  Once the IT User 
defines a Service Group (a grouping of web services that 
behave logically the same and usually adhere to a common 
WSDL interface) the IT User may configure the Service Group 
with a set of rules.  These rules dictate the run-time selection of 
a particular web service to process the service request. Multiple 
rules may be associated with a Service Group and these rules 
may be grouped and prioritized. 
 

Kheirolomoom ¶ [0105]. 

The Examiner submits that one skilled in the art would recognize that 

Web Services are collections of ports.  The rejection refers to Christensen1 

for its teachings, at page 3, that “[a] WSDL document defines services as 

collections of network endpoints, or ports” and “a collection of ports define 

[sic] a service.”  (Ans. 5-6.) 

Claims 6 and 9 recite “applying a set of port selection 
rules to said identified ports to select a particular one of said 
ports.”  Kheirolomoom teaches “binding rules” that “dictate 
which specific Web service will be used by the Netscenario.”  
Kheirolomoom at [0105].  Because Web services are defined by 
ports Kheirolomoom teaches applying a set of port selection 
rules (binding rules) to said identified ports (the group of web 
services defined by ports) to select a particular one of said ports 
(to select a particular web service defined by one or more 
ports).  See Christensen at 3; Kheirolomoom at [0105]. 

 
(Ans. 7.) 

                                           
1 When a reference is silent about an asserted inherent characteristic, such 
gap in the reference may be filled with recourse to extrinsic evidence.  
Continental Can Co. v. Monsanto Co., 948 F.2d 1264, 1268 (Fed. Cir. 
1991).
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We agree with Appellants that although Kheirolomoom describes 

rules that dictate which specific Web Service will be used at run-time, and 

that although a Web Service may be defined by a collection of ports, it does 

not follow that Kheirolomoom expressly or inherently describes applying a 

set of port selection rules to identified ports to select “a particular one of said 

ports.”  Kheirolomoom is silent with respect to selecting a particular one of 

the collection of ports that define a Web Service. 

“Anticipation is established only when a single prior art reference 

discloses, expressly or under principles of inherency, each and every 

element of a claimed invention.”  RCA Corp. v. Applied Digital Data Sys., 

Inc., 730 F.2d 1440, 1444 (Fed. Cir. 1984). 

To establish inherency, the extrinsic evidence “must 
make clear that the missing descriptive matter is necessarily 
present in the thing described in the reference, and that it would 
be so recognized by persons of ordinary skill.”  “Inherency, 
however, may not be established by probabilities or 
possibilities.  The mere fact that a certain thing may result from 
a given set of circumstances is not sufficient.” 

 
In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999) (citations omitted).  

“[A]bsence from the reference of any claimed element negates anticipation.”  

Kloster Speedsteel AB v. Crucible, Inc., 793 F.2d 1565, 1571 (Fed. Cir. 

1986). 

Kheirolomoom does not contain each and every element of the 

invention of claim 6 or claim 9.  Because claim 1, the remaining independent 

claim, contains similar limitations to those of claims 6 and 9 for which the 

rejection is deficient, we cannot sustain the rejection of any claim on appeal. 
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CONCLUSION 

Because anticipation by Kheirolomoom has not been demonstrated on 

this record, the rejection of claims 1-4 and 6-11 under 35 U.S.C. § 102(e) is 

reversed. 

 

REVERSED

 

 
 

 
   
 
 
 
 
 
 
 
 
 
 
rwk 
 
 
 
CAREY, RODRIGUEZ, GREENBERG & PAUL, LLP 
STEVEN M. GREENBERG 
950 PENINSULA CORPORATE CIRCLE 
SUITE 3020 
BOCA RATON FL 33487 
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