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HASTINGS, Administrative Patent Judge. 
 
 

DECISION ON APPEAL 

 Appellants appeal under 35 U.S.C. § 134(a) from the Examiner’s final 

rejection of claims 12-14 and 17-21.  We have jurisdiction under 35 U.S.C.  

§ 6(b). 

We AFFIRM. 
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BACKGROUND 

 The invention relates to a method of making a three layer plastic part.  

Claim 12 is illustrative: 

12. A method of forming a three layered plastic part,    
          the method comprising: 

 
 transporting a first mold half through an oven wherein 
the first mold half is heated by the oven; 
 
 introducing  a powdered skin resin into the first mold half 
after the first mold half exits the oven wherein a plastic skin 
layer covering at least a portion of first mold half forms;  
 
 inverting the first mold half  by a sufficient amount to 
pour out any powdered skin resin not adhered to the first mold 
half; 
 
 introducing a foam resin into the first mold half; and 
 
 joining the first mold half with a second mold half to 
form joined mold halves, wherein a portion of the second mold 
half is coated with a plastic skin layer. 
 

 The Examiner relies upon the following references as evidence of 

unpatentability: 

Milton    2,599,573         Jun. 10, 1952 
Anestis    4,623,503         Nov. 18, 1986, 
Bartels    4,900,493         Feb. 13, 1990 
Tsuchihashi    5,059,362         Oct. 22, 1991 
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Claims 12, 14, and 17-21 are rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Bartels in view of Tsuchihashi.  To reject claim 13, 

the Examiner adds Milton and Anestis.  

Although all these claims have also been provisionally rejected under 

the judicially created doctrine of obviousness-type double patenting1, the 

Appellants state this ground of rejection presents no appealable issue (Br. 3).  

The Examiner’s Answer does not contain this ground of rejection and thus it 

is not before us on appeal.  Appellants state they will file a terminal 

disclaimer upon the indication of allowable subject matter (Br. 3).  

Appellants do not separately argue with any reasonable specificity the 

individual claims rejected under 35 U.S.C. § 103(a) (Br. 6).  Therefore, we 

select the broadest independent claim 12 to decide the issue on appeal 

regarding claims 12-14 and 17-212.   

 

DISCUSSION  

with Findings of Facts 

 The issue raised by this appeal is whether Appellants have overcome 

the rejections by showing that the applied reference evidence does not 

support the Examiner’s conclusion of obviousness; specifically, whether it 

would have been obvious to modify and reorder the method steps of  Bartels 
 

1 It is noted that the application (SN 10/405,458) that forms the basis of the 
provisional obviousness-type double patenting rejection is also under appeal.  
Since the Appeal Brief in the ‘458 application was filed prior to the Appeal 
Brief in the instant application, Appellants and Examiner should have 
identified SN 10/405,458 in the “Related Appeals and Interferences” section 
of the Brief and Examiner’s Answer, respectively, in this application. 
2 Claim 17 depends from canceled claim 16.  This needs to be corrected in 
any future prosecution. 
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to introduce a foam resin into the first mold half as required by all of the 

claims before us.  

  

Findings of Fact 

A preponderance of the evidence of record supports the following Findings 

of Facts (FF): 

1.  Bartels describes a method for forming a three-layered plastic part 

(Fig. 4).  The method includes a) transporting a first mold half through an 

oven wherein the first mold half is heated by the oven (col. 3, ll. 9-23); b) 

introducing a powdered skin resin into the first mold half after the first mold 

half exits the oven wherein a plastic skin layer covering at least a portion of 

first mold half forms (col. 3, ll. 23-47); and c) inverting the first mold half 

by a sufficient amount to pour out any powdered skin resin not 

adhered to the first mold half (col. 3, ll. 48-56).  Bartels also describes 

coating a second mold half with a plastic skin layer and that the two mold 

halves are joined (col. 4, ll. 11-20). 

2. Bartels describes every limitation in Appellants’ claim 1 except for 

introducing a foam resin into the first mold half.   Bartels describes 

introducing foam after manufacturing of the skin, that is, after the mold that 

formed the resin skin (namely, mold halves 3, 15 of Bartels) has been 

removed (col. 4, ll. 25-35; col. 5, ll. 28-42).  

3. Tsuchihashi describes a method for making a composite foam and 

shaped article by the sequential steps of: (a) forming a first resin layer (a 

skin layer) by filling a preheated slush molding die with powdered resin, (b) 

turning the mold upside down to remove excess resin powder, and then (c) 
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filling the mold with a mixed powder consisting of a foaming agent and 

thermoplastic powder (that is, a foam resin) (col. 3., ll. 20-38). 

4. Tsuchihashi describes that the advantages of putting the foam resin 

into the heated mold die immediately after the first skin layer was formed 

are: (a) there is no need to reheat the die in the second step, and (b) the time 

required for molding the shaped article can be reduced (col. 4, ll. 20- 24).   

5. One of ordinary level of skill in the art would be an engineer or 

scientist who designs molding parts and methods as exemplified in the 

applied references. 

PRINCIPLES OF LAW 
 

“Section 103 forbids issuance of a patent when ‘the differences 

between the subject matter sought to be patented and the prior art are such 

that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said 

subject matter pertains.’”  KSR Int'l Co. v. Teleflex Inc., 127 S. Ct. 1727, 

1734 (2007).  The legal question of obviousness is resolved on the basis of 

underlying factual determinations including (1) the scope and content of the 

prior art, (2) any differences between the claimed subject matter and the 

prior art, and (3) the level of skill in the art.  Graham v. John Deere Co., 383 

U.S. 1, 17-18 (1966).  See also KSR, 127 S. Ct. at 1734 (“While the 

sequence of these questions might be reordered in any particular case, the 

[Graham] factors continue to define the inquiry that controls.”)  

“The combination of familiar elements according to known methods 

is likely to be obvious when it does no more than yield predictable results.”  

KSR, 127 S. Ct. at 1739.  The question to be asked is “whether the 

improvement is more than the predictable use of prior art elements according 
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to their established functions.”  KSR, 127 S. Ct. at 1740.  The Supreme Court 

also noted in KSR that an obviousness analysis “need not seek out precise 

teachings directed to the specific subject matter of the challenged claim, for 

a court can take account of the inferences and creative steps that a person of 

ordinary skill in the art would employ.”  KSR, 127 S. Ct. at 1741. 

It has long been established that the selection of any order of 

performing process steps is prima facie obvious in the absence of new or 

unexpected results.  See In re Burhans, 154 F.2d 690, 692 (CCPA 1946).  

Further, “[t]he fact that no single reference shows all the steps and that no 

reference shows the steps in the exact order named does not change the 

situation, since, in view of the prior art, what appellant has done would be 

the obvious thing to do in order to produce the claimed results.”  In re Lang, 

97 F. 2d 626, 628 (CCPA 1938).

OPINION 

The Examiner finds, and Appellants do not dispute, that Bartels 

describes every limitation in claim 12 except for introducing the foam resin 

into the first mold half (FF 1-2; App. Br. 3-6, Rep. Br. 2-3).  Appellants also 

do not dispute that Tsuchihashi teaches a mold in which a first resin skin 

layer is formed and is then filled with foam resin material (FF 3).  Thus, the 

issue on appeal is whether the combination of Bartels and Tsuchihashi 

would have taught or suggested to one of ordinary skill in the art the use of 

the method steps as required by claim 12. 

We agree with Appellants’ first contention that Bartels does not teach 

the step of introducing a foam resin into the first mold half (FF 2; Rep. Br. 

2-3).  But Appellants also contend their invention is not a simple reordering 

of steps of a prior art process (App. Br. 6; Rep. Br. 2-3), and that the 
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combination of Bartels with Tsuchihashi as proposed by the Examiner does 

not remedy the deficiencies of Bartels (Br. 5).  We disagree.  Adding a foam 

resin to a molding die after a first resin skin layer was formed within the 

mold was within the skill in the art as exemplified by Tsuchihashi (FF 3).  

As also taught in Bartels, Tsuchihashi describes inverting the mold to 

remove excess skin resin powder (FF 2, 3).  Further, Tsuchihashi teaches the 

advantages of adding the foam resin into the heated mold die right after the 

first skin layer was formed are: (1) there is no need to reheat the die in the 

second step, and (2) the time required for molding the article can be reduced 

(FF 4).  Thus, adding the foam resin to the first mold half of Bartels (which 

was preheated for forming the skin resin) would have been obvious to one of 

ordinary skill in the art in order to gain the same benefits taught in 

Tsuchihashi of a shortened molding time.   

The Supreme Court noted in KSR that an obviousness analysis “need 

not seek out precise teachings directed to the specific subject matter of the 

challenged claim, for a court can take account of the inferences and creative 

steps that a person of ordinary skill in the art would employ.” 127 S. Ct. at 

1741.  As pointed out by the Examiner, the selection of any order of 

performing process steps is prima facie obvious in the absence of new or 

unexpected results.  See In re Burhans, 154 F. 2d at 690.  The fact that no 

single reference shows all the steps and that no reference shows the steps in 

the exact order named does not change the situation, since, in view of the 

prior art, what Appellants have done would have been an obvious thing to do 

as set forth by the Examiner.  See In re Lang, 97 F. 2d at 628.   

Further, the combination of familiar elements is likely to be obvious 

when it does no more than yield predictable results, and the question is 
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whether the improvement is more than the predictable use of prior art 

elements according to their established functions.  KSR, 127 S. Ct. at 1739, 

1740.  We find that the addition of a foam resin into the first mold half of 

Bartels, instead of into the finished skin resin thereof, as suggested by 

Tsuchihashi, achieves the predictable result of a streamlined molding 

process that adds the foam in a more logical order for a myriad of desirable 

reasons, such as eliminating the step of forming an aperture in the finished 

skin of Bartels (Ans. 4-5).  Appellants have not shown that there is more 

than a predictable result flowing from the addition of a foam resin into the 

first mold half of Bartels, instead of into the finished skin resin.  

Therefore, we determine that adding the foam resin to the first mold 

half of Bartels would have been prima facie obvious to one of ordinary skill 

in the art for the foregoing reasons and those well articulated by the 

Examiner (Ans. 3-4).  Appellants have failed to successfully rebut this prima 

facie case with argument or evidence of nonobviousness.  Accordingly, we 

hereby sustain the rejections of claims 12-14 and 17-21 advanced by the 

Examiner on this appeal.  

OTHER ISSUES 

In any further prosecution of this case, the Examiner should consider 

whether the “powder tip molding” method discussed in the Background Art 

is prior art (Specification 2: 13-24).  Specifically, it appears that Appellants 

admit, by virtue of describing it as “Background Art”, that the process as 

claimed herein is known, except that a “preformed foam middle layer” was 

introduced into the mold half, rather than a “foam resin” as set out in claim 
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12.3  Thus, the Examiner (and Appellants) should consider the question of 

whether substituting a “foam resin” would patentably distinguish over the 

prior art method using a “preformed foam layer”, or whether using a “foam 

resin” was simply a known alternative way for one of ordinary skill in the art 

to form a foam layer in manufacturing a plastic part.   

Tsuchihashi exemplifies that forming a first resin layer (a skin layer) 

by filling a preheated mold with powdered resin, then turning the mold 

upside down (that is, tipping the mold) to remove excess resin powder, and 

then introducing a “foam resin” (e.g., a resin which is subsequently activated 

to form a foam layer, as explicitly claimed in Appellant’ claim 17) into a 

mold after the skin layer was formed, was known in the art of molding 

plastic parts.  

The Examiner should consider whether, in light of the guidance 

offered by Tsuchihashi on how to prepare a foam layer in situ after a first 

skin layer was formed, including turning the mold upside down to remove 

excess skin resin powder, one of ordinary skill in the art would have used 

that familiar treatment to modify the tip molding process described as 

“Background Art” to obtain a three layered plastic part as claimed, with the 

results being predictable.  See KSR Int’l Co. v. Teleflex Inc., 127 S. Ct. at 

1739(“The combination of familiar elements according to known methods is 

likely to be obvious when it does no more than yield predictable results.”).  

The Examiner should also consider whether the broadest reasonable 

interpretation of “foam resin” as used in claim 12 includes a “preformed 

 
3 The Appellants should clarify in more detail what is meant by the phrase 
“powder tip molding”; it appears that Appellants mean that the mold halves 
are “tipped” to remove excess powder.   

 9



Appeal 2008-0444 
 Application 10/426,376

 
foam layer”, such that the Background Art discussed above would read on at 

least claim 124.  

CONCLUSION 

For the foregoing reasons and those stated in the Answer, we 

determine that the Examiner has established a prima facie case of 

obviousness in view of the reference evidence.  This prima facie case has not 

been adequately rebutted by Appellants’ arguments.  Therefore we AFFIRM 

each ground of rejection presented in this appeal. 

DECISION 

 The Examiner’s decision is AFFIRMED. 

 No time period for taking any subsequent action in connection with 

this appeal maybe extended under 37 C.F.R. § 1.136(a)(1)(iv). 

 

AFFIRMED 

 
 
 
 
tf/ls 
 
BROOKS KUSHMAN P.C. 
1000 TOWN CENTER 
TWENTY-SECOND FLOOR 
SOUTHFIELD, MI 48075 

                                           
4 Dependent claim 17 is the first claim to call for “activating the foam resin” 
and claims 18-20 further limit claim 17.  Whether the apparently admitted 
prior art “tip molding process” would read on claim 12 would also depend 
on whether that process includes inverting (i.e., tipping) the mold half by a 
sufficient amount to pour out excess powdered resin. 

 10



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


