
 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
____________________ 

 
BEFORE THE BOARD OF PATENT APPEALS 

AND INTERFERENCES 
____________________ 

 
Ex parte ROSARIO UCEDA-SOSA 

 
Appeal 2008-1632 

Application 10/326,3801

Technology Center 2100 
____________________ 

 
  Decided: November 18, 2008 
____________________ 

 
 
Before LANCE LEONARD BARRY, JEAN R. HOMERE, and  
STEPHEN C. SIU, Administrative Patent Judges. 
 
HOMERE, Administrative Patent Judge. 
 
 
 

DECISION ON APPEAL 

I.  STATEMENT OF CASE 

 Appellant appeals under 35 U.S.C. § 134(a) from the Examiner’s final 

rejection of claims 1 through 24.  We have jurisdiction under 35 U.S.C. 

§ 6(b).  We affirm-in-part. 

                                           
1 Filed on December 23, 2002.  The real party in interest is IBM Corp.   
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Appellant’s Invention 

Appellant invented a method and apparatus for manipulating software 

objects to model an information system.  (Spec. 2.) 

 

Illustrative Claims 

  Independent claims 1, 5, and 21 further illustrate the invention.  They 

read as follows: 

 1.  A method of representing information, said method comprising: 
 
generating a first software object comprising a first node; 
 
generating a second software object comprising a second node; 
  
generating a third software object comprising a nexus that connects 

said first node and said second node; and 
  
performing at least one of the following: 
  

generating a fourth software object as a third node, said third 
node comprising said first node, said second node, and said nexus; 
and 
  

generating a fifth software object as a fourth node, said fourth 
node comprising said nexus. 
  

  5.  A middleware module to represent and store information for a user 
application, said middleware module comprising: 
  

a library having a module to generate an information-container, said 
module allowing for: 
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generating a first software object comprising a first node; 
 
generating a second software object comprising a second node;  

  
   generating a third software object comprising a nexus that 
connects said first node and said second node, 
 
   performing at least one of the following: 

  
generating a fourth software object as a third node, said third 

node comprising said first node, said second node, and said nexus; 
and 
  

generating a fifth software object as a fourth node, said fourth 
node comprising said nexus; and 
  

an Application Program Interface (API) to allow a user to fill in 
data for said information-container generated by said module.  

 
 21.  A signal-bearing medium tangibly embodying a program of 
machine-readable instructions executable by a digital processing apparatus 
to perform a method of representing information, said method comprising: 
  

generating a first software object comprising a first node; 
  
generating a second software object comprising a second node; and  
   
generating a third software object comprising a nexus that connects 

said first node and said second node, 
  
wherein said method further allows at least one of the following: 
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a fourth software object to be generated as a third node, said 
third node comprising said first node, said second node, and said 
nexus; and 
  

said nexus to be included in a fifth software object generated to 
be a fourth node.  

 

Rejection on Appeal 

The Examiner rejects the claims on appeal as follows: 

 A. Claims 1 through 24 stand rejected under 35 U.S.C.        

§ 101 as being directed to non-statutory subject matter. 

 

Appellant’s Contentions 

1. Appellant argues that claim 1 is directed to patentable subject 

matter since it passes the statutory subject matter tests described in State 

Street and AT&T, and Gottschalk v. Benson.  (Reply Br. 1-5.)  Particularly, 

Appellant argues that the claim passes the “useful, concrete and tangible 

results” test described in State Street.  (Id.)  Further, Appellant argues that 

the claim passes the “no pre-emption” test described in Benson.  (Id.)   

2. Appellant argues that claim 5 is directed to patentable subject 

matter since middleware is well-understood in the art to imply that the 

recited functions are executed by a machine.  In support of this argument, 

Appellant provides a number of Dictionary definitions of the term 

middleware.  (App. Br. 10-12, Reply Br. 6.)  
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3. Appellant argues that claims 9 and 21 are directed to patentable 

subject matter.  Particularly, Appellant argues that these claims are patent 

eligible since they recite data structure or a program that is tangibly 

embodied on a computer readable medium, and they are not directed to 

energy.  (App. Br.  13-14, Reply Br. 6-8.)   

 

Examiner’s Findings 

1. The Examiner finds that claim 1 is directed to the abstract idea 

of representing information, and that it covers any and all substantial 

application of representing such information.  Therefore, the Examiner 

concludes that the claim pre-empts every such application of representing 

information.  (Ans. 3-4.) 

2.  The Examiner finds that the middleware module is defined in 

Appellant’s Specification as a library of the IRIS middleware, and that all 

references to middleware indicate that it is software in nature. Therefore, the 

Examiner concludes that claim 5 is directed to software per se, which is not 

tangibly embodied.  (Ans. 4-5.) 

3.  The Examiner finds that claims 9 and 21 are not drawn to any 

of the four statutory categories of claims.  Therefore, the Examiner 

concludes that the claims are not directed to statutory subject matter.  (Ans. 

5-6, and 8-10.) 
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II.     Issues 

1.  The first issue before us is whether Appellant has shown that 

the Examiner erred  in rejecting the method of representing information, as 

recited in independent claim 1, under 35 U.S.C. § 101 as being directed to  

non-statutory subject matter.  We answer this inquiry in the negative.  

2. The second issue before us is whether Appellant has shown that 

the Examiner erred  in rejecting the middleware module, as recited in 

independent claim 5, under 35 U.S.C. § 101 as being directed to non-

statutory subject matter.  We answer this inquiry in the negative. 

3. The third issue before us is whether Appellant has shown that 

the Examiner erred in rejecting a signal bearing medium embodying a 

program or data structure, as recited in independent claims 9 and 21, under 

35 U.S.C. § 101 as being directed to non-statutory subject matter.  We 

answer this inquiry in the negative. 

 

III. PRINCIPLES OF LAW 

The “useful arts” in the Constitution are implemented by Congress in 

the statutory categories of eligible subject matter in 35 U.S.C. § 101.  

Section 101 states, “Whoever invents or discovers any new and useful 

process, machine, manufacture, or composition of matter, or any new and 

useful improvement thereof, may obtain a patent therefore, subject to the 

conditions and requirements of this title.”  35 U.S.C. § 101 (2002).  "[N]o 

patent is available for a discovery, however useful, novel, and nonobvious, 
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unless it falls within one of the express categories of patentable subject 

matter of 35 U.S.C. § 101."  Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 

483 (1974).  The Supreme Court cases prove that § 101 is as much a 

statutory requirement of patentability as §§ 102, 103, and 112. 

Although it has been said that through the 1952 Patent Act “Congress 

intended statutory subject matter to include anything under the sun that is 

made by man,” Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980) (quoting 

S. Rep. No. 1979, 82d Cong., 2d Sess., 5 (1952); H.R. Rep. No. 1923, 82d 

Cong., 2d Sess., 6 (1952) (internal quotation marks omitted)), the Supreme 

Court has said that this statement does “not … suggest that § 101 has no 

limits or that it embraces every discovery.”  Id.  “The obligation to 

determine what type of discovery is sought to be patented [so as to 

determine whether it is “the kind of ‘discoveries’ that the statute was enacted 

to protect”] must precede the determination of whether that discovery is, in 

fact, new or obvious.”  Parker v. Flook, 437 U.S. 584, 593 (1978) (emphasis 

added).   

Section 101 does not provide that a process can simply be a plurality 

of steps or any method; the courts have rejected such an interpretation.  In 

fact, the Supreme Court has pointed out that its decisions have foreclosed an 

ordinary, dictionary reading of “process.”  See Flook, 437 U.S. at 589 (“The 

holding that the discovery of [Benson’s] method could not be patented as a 

‘process’ forecloses a purely literal reading of § 101.”).  
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In Diamond v. Diehr, the Supreme Court performed a lengthy 

statutory construction treatment of the term “process” in section 101.  

450 U.S. at 181-84.  The Supreme Court noted that the term “process” was 

not formally a category of statutory subject matter until 1952 when Congress 

inserted that term in section 101 in exchange for the word “art.”  Id. at 182.  

Nevertheless, a number of Supreme Court cases, dating back to the 19th 

century, recognized that processes were patent-eligible because they were 

considered a form of “art” as that term was used in the 1793 Patent Act.  See 

id. at 182.  After quoting passages from those earlier cases1 expounding on 

the long-standing meaning of “process,” the Diehr Court concluded that the 

1952 Patent Act essentially codified the Court’s pre-existing definition of 

that term: “Analysis of the eligibility of a claim of patent protection for a 

‘process’ did not change with the addition of that term to § 101.”  Id. at 184.  

And the Court repeated the definition of “process” it had recently given in 

Gottschalk v. Benson, 409 U.S. 63 (1972): “Transformation and reduction of 

an article ‘to a different state or thing’ is the clue to the patentability of a 

process claim that does not include particular machines.”  Diehr, 450 U.S. at 

184 (quoting Benson, 409 U.S. at 70).2   

 
 1 Corning v. Burden, 56 U.S. 252 (1853), and Cochrane v. Deener, 94 
U.S. 780, 788 (1876). 

 2 See also Flook, 437 U.S. at 588 n.9 (“this Court has only recognized 
a process as within the statutory definition when it either was tied to a 
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The Federal Circuit recently quoted with approval this test from Diehr as the 

standard for a statutory process.  See In re Comiskey, 499 F.3d 1365, 1377 

(Fed. Cir. 2007) (request for rehearing en banc pending) (quoting same test 

from Diehr).  More recently, the Federal Circuit reaffirmed this machine-or-

transformation test as a two branched inquiry requiring Appellant to show 

that his method claim is tied to a particular machine or by showing that the 

claim transforms an article.  See In re Bilski, 88 USPQ2d 1385, 1396 (Fed. 

Cir. 2008) (citing Benson at 70.)  In the same vein, the Court rejected the use 

of the “useful, concrete and tangible test” as a guide to determine whether a 

process claim is directed statutory subject matter.  Particularly, the Court 

states: 

To be sure, a process tied to a particular machine, or transforming or 
reducing a particular article into a different state or thing, will 
generally produce a “concrete” and “tangible” result as those terms 
were used in our prior decisions. But while looking for “a useful, 
concrete and tangible result” may in many instances provide useful 
indications of whether a claim is drawn to a fundamental principle or 
a practical application of such a principle, that inquiry is insufficient 
to determine whether a claim is patent-eligible under §101. And it was 
certainly never intended to supplant the Supreme Court's test. 
Therefore, we also conclude that the “useful, concrete and tangible 
result” inquiry is inadequate and reaffirm that the machine-or-
transformation test outlined by the Supreme Court is the proper test to 
apply. In State Street, as is often forgotten, we addressed a claim 
drawn not to a process but to a machine. 149 F.3d at 1371-72 (holding 

 
particular apparatus or operated to change materials to a ‘different state or 
thing.’”) (citing Cochrane, 94 U.S. at 787-88).   
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that the means-plus-function elements of the claims on appeal all 
corresponded to supporting structures disclosed in the written 
description).As a result, those portions of our opinions in State Street 
and AT&T relying solely on a “useful, concrete and tangible result” 
analysis should no longer be relied on.  Bilski, 88 USPQ2d at 1393. 

 
In addition, in In re Schrader, 22 F.3d 290 (Fed. Cir. 1994), the Federal 

Circuit had previously embraced the Diehr Court’s interpretation of 

“process,” coming to the independent conclusion that Congress incorporated 

the Supreme Court’s already established meaning of “process” into the 1952 

Patent Act.  Id. at 295-96 (citing Astoria Federal Sav. and Loan Ass’n v. 

Solimino, 501 U.S. 104, 106-08 (1991) as standing for the “presumption that 

well-established common law principles are left unchanged by statutory 

enactment.”); see also id. at 296 n.11.   

The Supreme Court has also indicated, however, that its current test 

for a section 101 process is not necessarily forever fixed or permanent: 

It is argued that a process patent must either be tied 
to a particular machine or apparatus or must 
operate to change articles or materials to a 
‘different state or thing.’  We do not hold that no 
process patent could ever qualify if it did not meet 
the requirements of our prior precedents. 

Benson, 409 U.S. at 71.  Rather, the Court made clear that it could be open 

to revisiting the standard if a new, unforeseen technology warranted an 

exception to its test.  Id. (explaining that it did not wish to “freeze process 

patents to old technologies, leaving no room for the revelations of new the, 
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onrushing technology.”).  The long-standing Diehr test for processes, 

however, has provided a reliable, workable set of legal principles, and 

nothing in Appellant’s claimed method suggests that this case is sufficiently 

different from the claims to mathematical algorithms of Benson and Flook 

that would require us to depart from the Diehr test.   

Moreover, the Supreme Court’s construction of “process” 

appropriately keeps the scope of that statutory category in pari materia with 

the other three categories of inventions – manufacture, machine, and 

composition of matter.  Indeed, Comiskey expressly recognized a direct 

relationship between “process” and the other categories, observing that a 

method claim recites statutory subject matter only if “it is embodied in, 

operates on, transforms, or otherwise involves another class of statutory 

subject matter, i.e., a machine, manufacture, or composition of matter.”  

Comiskey, 499 F.3d at 1376 (restating the Supreme Court’s transformation 

or tied to a particular apparatus test for “process”).   

As the Comiskey court observed, such an interpretation advances the 

Congressional and Constitutional intention that the patent system be directed 

to protecting technological innovations.  See id. at 1375, 1378-79.  Although 

the Federal Circuit’s predecessor held that the question whether an invention 

is in the “technological arts” does not by itself constitute the test for patent-

eligibility under section 101 (see In re Toma, 575 F.2d 872 (CCPA 1978)), 

the technological focus of the Patent Act and the Patent Clause informs the 

outer limits of subject matter eligibility under section 101.  See In re Bergy, 
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596 F.2d 952, 959 (CCPA 1979) (“the present day equivalent of the term 

‘useful arts’ employed by the Founding Fathers is ‘technological arts’”), 

citing In re Musgrave, 431 F.2d 882 (CCPA 1970)), vacated, 444 U.S. 1028, 

aff’d sub nom., Diamond v. Chakrabarty,  447 U.S. 303 (1980).  

The Supreme Court recently reaffirmed that patents may issue only 

for those innovations that promote “the progress of useful arts.”  KSR Int'l 

Co. v. Teleflex Inc., 127 S.Ct. 1727, 1746 (2007).  In this regard, usages of 

the term “useful arts” contemporaneous with the framing of the Constitution 

uniformly tie “useful arts” to manufactures and manufacturing processes, 

thereby providing strong support for the notion that “process” must be 

interpreted in parity with the other statutory categories.3   

 
 3 See generally Daniel Defoe, A General History of Discoveries and 
Improvements in Useful Arts (1727) (providing a history of technological 
developments from biblical times); W. Kenrick, An Address to the Artists 
and Manufacturers of Great Britain (1774) (contrasting the “useful arts” 
with the “polite arts”); Tench Coxe, An Address to an Assembly of the 
Friends of American Manufactures, in Calling for More Domestic 
Manufacturing (1787), at 17 (tying “useful arts” to manufactures); id. at 18 
(describing progress in the useful arts as having produced improvements in 
numerous kinds of manufactures, from ships to whips to watches); George 
Logan, M.D., A Letter to the Citizens of Pennsylvania, on the Necessity of 
Promoting Agriculture, Manufactures, and the Useful Arts (1800) 12-13 
(tying “useful arts” to manufacturing processes, and observing the 
connection between a country's prosperity and the progress in the useful 
arts); Karl B. Lutz, Patents and Science, 18 Geo. Wash. L. Rev. 50, 54 
(1949) (“The term ‘useful arts,’ as used in the Constitution ... is best 
represented in modem language by the word ‘technology.’”). 
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Against this background, it is unlikely that Congress intended the 

boundaries of “process” to be so expansive as to accommodate all methods 

that have a use.  Rather, we adhere to the rule that, at least absent the 

development of some hitherto unknown type of technology, 

“[t]ransformation and reduction of an article ‘to a different state or thing’ is 

the clue to the patentability of a process claim that does not include 

particular machines.”  Diehr, 450 U.S. at 184 (quoting Benson, 409 U.S. at 

70).   

Whether a method appropriately includes particular machines to 

qualify as a section 101 process may not always be a straightforward 

inquiry.  As Comiskey recognized, “the mere use of the machine to collect 

data necessary for application of the mental process may not make the claim 

patentable subject matter.”  Comiskey, 499 F.3d at 1380 (citing In re Grams, 

888 F.2d 835, 839-40 (Fed. Cir. 1989)).  In other words, nominal or token 

recitations of structure in a method claim should not convert an otherwise 

ineligible claim into an eligible one.  For the same reason, claims reciting 

incidental physical transformations also may not pass muster under section 

101.  To permit such a practice would exalt form over substance and permit 

claim drafters to file the sort of process claims not contemplated by the case 

law. 

In Benson, the Court reviewed the facts of several of its precedents 

dealing with process patents before drawing the conclusion that 

“transformation” is the clue to patent-eligibility “of a process claim that does 
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not include particular machines.”  Benson, 409 U.S. at 68-71 (emphasis 

added).  Of the cases discussed, Corning (tanning and dyeing), Cochrane 

(manufacturing flour), Tilghman v. Proctor, 102 U.S. 707 (1880) 

(manufacturing fat acids), and Expanded Metal Co. v. Bradford, 214 U.S. 

366 (1909) (expanding metal), can all fairly be read to involve 

transformation of some article or material to a different state or thing.  Id. at 

69-70.  Benson also compared O’Reilly v. Morse, 56 U.S. (15 How.) 62 

(1854), to The Telephone Cases, 126 U.S. 1 (1888), reasoning that Morse’s 

eighth claim was disallowed because it failed to recite any machinery for 

carrying out the printing of characters at a distance, instead simply claiming 

the use of “electromagnetism, however developed” for that purpose.  Id. at 

68.  In contrast, Bell’s claim in The Telephone Cases recited certain 

specified conditions for using a particular circuit for the transmission of 

sounds.  Benson, 409 U.S. at 68-69. 

These cases illustrate process claims where the recited machines 

played a central role in generating a useful result.  In direct contrast, human-

driven methods that merely recite a device that is insignificant to 

accomplishing the method (like the claim in Grams) and do not transform 

any article should not be recognized as a “process” claim similar to the 

above-cited cases.  See Diehr, 450 U.S. at 191-92 (“insignificant post-

solution activity will not transform an unpatentable principle into a 

patentable process.  To hold otherwise would allow a competent draftsman 
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to evade the recognized limitations on the type of subject matter eligible for 

patent protection.”)  

We acknowledge that it will not always be simple to draw the line 

between a statutory process appropriately “tied to a particular apparatus” and 

a nonstatutory method with nominal recitations of structure, but such a 

standard is necessary to prevent clever claim drafting from circumventing 

the principles underlying the Supreme Court’s interpretation for “process.”  

In Benson, the patent claims were directed to a method for converting 

binary-coded-decimal (BCD) numerals into pure binary numerals for use 

with a general-purpose digital computer of any type.  409 U.S. at 64.  The 

question before the Court was “whether the method described and claimed is 

a ‘process’ within the meaning of the Patent Act.”  Id.  The Court 

characterized the claimed invention as “a generalized formulation for 

programs to solve mathematical problems of converting one form of 

numerical representation to another.”  Id. at 65.  The Court found that the 

“process” claim was “so abstract and sweeping as to cover both known and 

unknown uses of the BCD to pure binary conversion.”  Id. at 68.  The Court 

found that “[t]he end use may (1) vary from the operation of a train to 

verification of drivers’ licenses to researching the law books for precedents 

and (2) be performed through any existing machinery or future-devised 

machinery or without any apparatus.”  Id.  The Court thus held that the 

claimed method was directed to non-statutory subject matter, because “[t]he 

mathematical formula involved here has no substantial practical application 
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except in connection with a digital computer, which means that if the 

judgment below is affirmed, the patent would wholly pre-empt the 

mathematical formula and in practical effect would be a patent on the 

algorithm itself.”  Id. at 71-72.   

In Flook, the patent claims were directed to a method of updating 

alarm limits.  437 U.S. at 585.  The Court found that “[t]he only difference 

between the conventional methods of changing alarm limits and that 

described in respondent’s application rests in the second step – the 

mathematical algorithm or formula.”  Id. at 585-86.  The Court noted that 

the claims did not “cover every conceivable application of the formula.”  Id. 

at 586.  As such, the Court agreed that the claims did not seek to wholly 

preempt the mathematical formula.  Id. at 589-90.  Nonetheless, the Court 

held that the claimed method was directed to non-statutory subject matter, 

because “a claim for an improved method of calculation, even when tied to a 

specific end use, is unpatentable subject matter under § 101.”  Id. at 595 

n.18.  In doing so, the Court rejected the respondent’s assumption that “if a 

process application implements a principle in some specific fashion, it 

automatically falls within the patentable subject matter of § 101.”  Id. at 593.  

The Court stated that this assumption “would make the determination of 

patentable subject matter depend simply on the draftsman’s art and would ill 

serve the principles underlying the prohibition against patents for ‘ideas’ or 

phenomena of nature.”  Id.  The Court summarized the basis for its holding 

as follows: 
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Even though a phenomenon of nature or 
mathematical formula may be well known, an 
inventive application of the principle may be 
patented. Conversely, the discovery of such a 
phenomenon cannot support a patent unless there 
is some other inventive concept in its application. 

Id. at 594. 

   

In Diehr, the claimed invention was directed to a process for curing 

synthetic rubber.  The question before the Court was “whether a process for 

curing synthetic rubber which includes in several of its steps the use of a 

mathematical formula and a programmed digital computer is patentable 

subject matter under 35 U.S.C. § 101.”  Id. at 177.  In the claimed process, 

the actual temperature in the mold is constantly measured, and these 

measurements are fed back to the computer to use repeatedly recalculate the 

cure time using the Arrhenius equation, so that when the recalculated time 

equals the actual time that has elapsed since the press was closed, the 

computer signals a device to open the press.  Id. at 178-79.  The continuous 

measuring of the temperature inside the mold cavity, the feeding of this 

information to a digital computer which constantly recalculates the cure 

time, and the signaling by the computer to open the press, were all new in 

the art.  Id. at 179.  The patent examiner rejected the claims, finding that the 

steps carried out by the computer were non-statutory subject matter under 

Benson and the remaining steps of installing the rubber in the press and 

closing the press were merely conventional.  Id. at 180-81.  The Patent and 
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Trademark Office Board of Appeals agreed with the examiner, but the Court 

of Customs and Patent Appeals reversed.  Id. at 181.  On review, the 

Supreme Court held that a physical and chemical process for molding 

precision synthetic rubber products falls within the § 101 categories of 

possibly patentable subject matter, because the claims involve a 

transformation of an article into a different state or thing and “[i]ndustrial 

processes such as this are the types which have historically been eligible to 

receive the protection of our patent laws.”  Id. at 184.  The Court cited with 

approval its previous statement in Benson that “[t]ransformation and 

reduction of an article to a different state or thing is the clue to the 

patentability of a process claim that does not include particular machines.”  

Id. (quoting Benson, 409 U.S. at 70 (internal quotation marks omitted)).  In 

contrast to the facts in Flook, the Court noted: 

[T]he respondents here do not seek to patent a 
mathematical formula.  Instead, they seek patent 
protection for a process of curing synthetic rubber.   
Their process admittedly employs a well-known 
mathematical equation, but they do not seek to pre-
empt the use of that equation.   Rather, they seek 
only to foreclose from others the use of that 
equation in conjunction with all of the other steps 
in their claimed process. 

Id. at 187.  The Court concluded that “a claim drawn to subject matter 

otherwise statutory does not become nonstatutory simply because it uses a 
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mathematical formula, computer program, or digital computer.”  Id.  The 

Court also stated the corollary, as follows: 

A mathematical formula does not suddenly 
become patentable subject matter simply by having 
the applicant acquiesce to limiting the reach of the 
patent for the formula to a particular technological 
use.  A mathematical formula in the abstract is 
nonstatutory subject matter regardless of whether 
the patent is intended to cover all uses of the 
formula or only limited uses.  Similarly, a 
mathematical formula does not become patentable 
subject matter merely by including in the claim for 
the formula token postsolution activity such as the 
type claimed in Flook. 

Id. at 192 n.14.   

 

For a process to be deemed patent-eligible under section 101, 

Diamond v. Diehr, 450 U.S. 175 (1981) requires that two separate inquiries 

must take place.  First, the claim must qualify as a “process,” as that term 

has been interpreted by the courts.  Id. at 181-84.  Second, even if the claim 

satisfies the Supreme Court’s definition for “process,” the claim must then 

be evaluated for whether it is for an abstract idea, natural phenomenon, or 

law of nature.  Id. at 185-93.  When conducting the section 101 analysis, the 

claims must be examined “as a whole.”  Id. at 188. 

In Comiskey, the Federal Circuit stated that “Supreme Court decisions 

after the 1952 Patent Act have rejected a ‘purely literal reading’ of the 
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process provision and emphasized that not every ‘process’ is patentable.”  

Id. at 1375 (quoting Flook, 427 U.S. at 589).  Rather “[t]he question is 

whether the method described and claimed is a ‘process’ within the meaning 

of the Patent Act.”  Id. (quoting Gottschalk v. Benson, 409 U.S. 63, 64 

(1972)).  The court held that claims directed to a method for mandatory 

arbitration resolution were unpatentable under § 101 because “the patent 

statute does not allow patents on particular systems that depend for their 

operation on human intelligence alone, a field of endeavor that both the 

framers and Congress intended to be beyond the reach of patentable subject 

matter.”  Id. at 1378-79.  The court stated: 

 The prohibition against the patenting of 
abstract ideas has two distinct (though related) 
aspects.  First, when an abstract concept has no 
claimed practical application, it is not patentable. 

… 

Second, the abstract concept may have a 
practical application.  The Supreme Court has 
reviewed process patents reciting algorithms or 
abstract concepts in claims directed to industrial 
processes.  In that context, the Supreme Court has 
held that a claim reciting an algorithm or abstract 
idea can state statutory subject matter only if, as 
employed in the process, it is embodied in, 
operates on, transforms, or otherwise involves 
another class of statutory subject matter, i.e., a 
machine, manufacture, or composition of matter.  
35 U.S.C. § 101.   

Id. at 1376. 
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IV. ANALYSIS 

Claims 1 through 4 

Independent claim 1 recites inter alia a method for representing 

information by generating a plurality of software objects.  Appellant’s claim 

does not conform to the machine-or-transformation test set forth in Benson, 

more recently reaffirmed in Bilski.2  The claimed method is neither tied to a 

particular machine nor does it transform an article or material to a different 

state or thing.  The claimed method merely calls for generating a plurality of 

software objects or nodes to thereby represent information.  However, we 

find nowhere in the recited method a particular machine that generates the 

cited nodes.  Further, we find nowhere in the cited method any 

transformation of the nodes or objects into another thing and vice versa.  

Appellant argues that the claim is directed to the practical application of 

storing data in an electronic database, thereby permitting the database to be 

domain independent.  (Reply Br. 3.)  Such argument is not commensurate in 

scope with the claim, which recites no such storage of data in a database.  

Because the method is not tied to a particular machine, and does not perform 

a transformation, we conclude that the recited method is directed to an 

algorithm that pre-empts all application of such abstract idea.  Therefore, it 

 
2 Recently, the Federal Circuit recommended using the machine-or-

transformation test as opposed to the useful, concrete, tangible result 
test, in determining whether a claimed process is directed to statutory 
subject matter. Bilski, 88 USPQ2d at 1393. 
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follows that Appellant has not shown that the Examiner erred in rejecting 

claim 1 as being directed to non-statutory subject matter. 

Appellant has not separately argued claims 1 through 4.  Therefore, 

we select independent claim 1 as being representative of the cited claims.  

Consequently, claims 2 through 4 fall together with representative claim 1.  

37 C.F.R. § 41.37(c)(1)(vii).   

 

Claims 5 through 8 

Independent claim 5 recites a middleware module to represent and 

store information for a user application, wherein the middleware module 

includes another module that uses an Application Programming Interface 

(API) to generate an information container, and the module further generates 

a plurality of software objects.  We note that all the dictionary definitions 

provided by Appellant in the Briefs confirm that a middleware is well-

known in the art as a computer software or computer program.  While the 

claimed software program can be carried out by a computer, the instructions 

in such a program are not carried out by said computer until they are actually 

run on said computer.  Therefore, Appellant’s argument that middleware 

implies a computer program that is actually executed by a machine is not 

supported by the record before us.  Consistently with Appellant’s 

Specification, the Examiner’s interpretation of middleware as being directed 

to a computer software or a computer program is proper.  Consequently, the 

claimed middleware module is simply a computer software module that is 
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used to represent and store information for a user application.  However, the 

claimed software module is not tangibly embodied on a computer-readable 

medium.  It is therefore functional descriptive material3 that is neither 

structurally nor functionally interrelated with a computer-readable medium.  

It has been held that when functional descriptive material is recorded on 

some computer-readable medium, it becomes structurally and functionally 

interrelated to the medium and will be statutory in most cases since use of 

technology permits the function of the descriptive material to be realized. 

Compare In re Lowry, 32 F.3d 1579, 1583-84, (Fed. Cir. 1994)(discussing 

patentable weight of data structure limitations in the context of a statutory 

claim to a data structure stored on a computer readable medium that 

increases computer efficiency) and In re Warmerdam, 33 F.3d 1354, 1360-

61, (Fed. Cir. 1994) (claim to computer having a specific data structure 

stored in memory held statutory product-by-process claim) with 

Warmerdam, 33 F.3d at 1361, (claim to a data structure per se held 

nonstatutory).4  Because the middleware module is a functional descriptive 

material that is not tangibly embodied on a computer readable medium, it is 

not directed to statutory subject matter.  Therefore, it follows that Appellant 
 

3 Functional “descriptive material” consists of data structures and computer 
programs which impart functionality when employed as a computer 
component.  (The definition of “data structure” is “a physical or 
logical relationship among data elements, designed to support specific data 
manipulation functions.”  The New IEEE Standard Dictionary of Electrical 
and Electronics Terms 308 (5th ed. 1993).)  See MPEP 2106.01. 
4 Id. 
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has not shown that the Examiner erred in rejecting claim 5 as being directed 

to non-statutory subject matter. 

Appellant has not separately argued claims 5 through 8.  Therefore, 

we select independent claim 5 as being representative of the cited claims.  

Consequently, claims 6 through 8 fall together with representative claim 5.  

37 C.F.R. § 41.37(c)(1)(vii).   

 

  Claims 9 through 12 and 21 through 24 

Independent claim 9 recites a data structure embodied in a computer 

readable medium and representing information by generating a plurality of 

software objects.  Appellant’s Specification defines the computer readable 

medium to include paper “punch” cards, signal bearing media such as 

wireless transmission media.  (Spec. 25.)  Similarly, claim 21 recites a signal 

bearing medium tangibly embodying a program that, when executed, 

performs the method of representing information by generating a plurality of 

nodes or software objects. 

Our reviewing court has found that transitory, propagating signals 

such as carrier waves are not within any of the four statutory categories 

(process, machine, manufacture or composition of matter.)  Therefore, a 

claim directed to computer instructions embodied in a signal is not statutory 

under 35 U.S.C. § 101.   In re Nuijten, 84 USPQ2d 1495, 1503. (Fed. Cir. 

2007.)   
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We find that Appellant’s description of a ‘computer readable media’ 

or ‘signal bearing media’ implicates carrier waves and signals.  Therefore, 

the cited claims merely entail the use of carrier waves to embody a machine 

executable program or data structure.  Because carrier waves and signals are 

transitory, the embodiment of data structure or machine executable program 

as a carrier wave is also transitory, and is similarly not statutory.  Therefore, 

it follows that Appellant has not shown that the Examiner erred in rejecting 

claims 9 and 21 as being directed to non-statutory subject matter. 

Appellant has not separately argued claims 9 through 12 and claims 

21 through 24.  Therefore, we select independent claims 9 and 21 as being 

representative of the cited claims.  Consequently, claims 10 through 12 and 

22 through 24 fall together with representative claims 9 and 21.  37 C.F.R. 

§ 41.37(c)(1)(vii).   

 

Claims 13 through 20 

While the Examiner included these claims in the statement of the 

rejection, we fail to find any discussion of these claims in the Examiner’s 

Answer.  In our view, the Examiner has failed to establish a prima facie case 

to support the contention that these claims are directed to non-statutory 

subject matter.  Nevertheless, we note that the apparatus of independent 

claim 13 and the network of independent claim 19 are tied to a particular 

computer to represent and store information for a user application.  On the 
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record before us, the Examiner has not shown that the cited claims are 

directed to non-statutory subject matter.  

 

V. CONCLUSIONS OF LAW 

1. Appellant has not shown that the Examiner erred in concluding 

that claims 1 through 12 and 21 through 24 are directed to non-statutory 

subject matter under 35 U.S.C. § 101.   

2. The Examiner has not shown that claims 13 through 20 are 

directed to non-statutory subject matter under 35 U.S.C. § 101. 

   

VI. DECISION 

We affirm the Examiner’s decision rejecting claims 1 through 12 and 

21 through 24 as being directed to non-statutory subject matter under          

35 U.S.C. § 101.  However, we reverse the Examiner’s decision rejecting 

claims 13 through 20 as being directed to non-statutory subject matter under 

35 U.S.C. § 101.   
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 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv). 

 

AFFIRMED-IN-PART 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
rwk 
 
 
MCGINN INTELLECTUAL PROPERTY LAW GROUP, PLLC 
8321 OLD COURTHOUSE ROAD 
SUITE 200 
VIENNA VA 22182-3817 
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