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GREEN, Administrative Patent Judge. 

 
 
 

DECISION ON APPEAL 

This is a decision on appeal under 35 U.S.C. § 134 from the 

Examiner’s final rejection of claims 1, 3-5, 8, 9, 11-16, 19, and 20.  We have 

jurisdiction under 35 U.S.C. § 6(b).  
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STATEMENT OF THE CASE 

The claims are directed to a free-standing, animal-shaped structure for 

providing a child a place to take a nap, as well as a method of using the 

structure for a child’s nap.  Claims 1 and 13 are representative of the claims 

on appeal, and read as follows: 

 

1. A hollow, three-dimensional, free-standing animal-shaped structure 
for providing a place for a child to take a nap, said structure being of such a 
size to allow a child to fit at least partially inside, said structure having 
features of a real animal, said structure being made of inflatable air-tight 
material, and said structure having an entrance for the child, said entrance 
having a swinging door, and said entrance being of such a size as to allow 
the child to crawl into the structure without changing the size of the 
entrance. 
 
13. A hollow, three-dimensional, free-standing animal-shaped structure 
for providing a place for a child to take a nap, said structure being of such a 
size to allow a child to fit at least partially inside, said structure having 
features of a real animal, said structure being made of padded fabric, and 
said structure having an entrance for the child, said entrance having a 
swinging door, and said entrance being of such a size as to allow the child to 
crawl into the structure without changing the size of the entrance. 
 

 The Examiner relies on the following references: 

Berman   US 6,722,084 B2   Apr. 20, 2004 

Yercha   US 5,345,961   Sep 13, 1994 

 The Examiner contends that claims 1, 3-5, 8, 9, 11-16, 19, and 20, all 

of the claims on Appeal, are obvious over the combination of Berman and 

Yercha. 

 Appellant contends that the Examiner has failed to set forth a prima 

facie case of obviousness. 
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 Thus, the issue of Appeal is: Has the Examiner set forth a prima facie 

case of obviousness that all of the claims on Appeal are obvious over the 

combination of Berman and Yercha? 

 

FINDINGS OF FACT 

The Scope and the Content of the Prior Art 

Berman 

FF1. Berman teaches an inflatable play tent that can assume a fanciful 

shape, such as a house (Berman, Fig. 2).  The inflatable structure of Berman 

is not limited to a house or a tent, but may be in the form of “any structural 

design for use as an inflatable structure” (Berman, col. 2, ll. 36-40).  (See 

Ans. 3.) 

FF2. The tent may include an inflatable base or floor (20), a plurality of 

inflatable walls (30), a foot operated pump (300) to inflate the device, and a 

pivoted doorway (70) may be provided in one of the walls of the tent (See, 

e.g., Berman, col. 2, ll. 47-60; col. 3, ll. 8-15; col. 4, ll. 4-15).  (See Ans. 3.) 

FF3. A sound generating means (200) may be attached to the tent (Berman, 

col. 4, ll. 16-42).  (See Ans. 3) 

FF4.  Other means for sensory stimulation may be attached to the tent, 

including means for generating effects that access the normal human senses 

of touch, taste, feel, sight, and smell (Berman, col. 4, ll. 39-42).  (See Ans. 

3.) 

FF5. The stimulation enhancing factors are appropriate for the decorative 

motif of the tent (see, e.g., Berman, col. 4, ll. 27-39), and can be varied from 

that of a camping-style tent and/or a house (Berman, col. 2, ll. 40-45; col. 3, 

l. 65).  (See Ans. 3-4.) 
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Yercha 

FF6. Yercha teaches that it is well known in the art to produce a play 

enclosure that takes the form of an animal, such as a dinosaur.  (See Ans. 4.) 

FF7. Figure 1 of Yercha is representative, and is reproduced below: 

 
 

Figure 1 of Yercha shows a tent structure having the features of a dinosaur 

(col. 2, ll. 19-52.) 

FF8. Yercha teaches that the tent may depict a large animal such as a 

dinosaur or a small animal such as a rabbit, with the frontal profile of the 

animal, or similar indicia, being coincident with contoured frontal edges 

(Yercha, col. 1, ll. 19-31). 

FF9. Yercha further teaches that a child playing with the tent enjoys the 

feeling within the confines of a simulated animal, and also enjoys viewing 

the animal from the outside (Yercha, col. 2, ll. 46-52). 
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The Level of Ordinary Skill in the Art 

FF10. The level of ordinary skill in the art, as evidenced by the Berman and 

Yercha references, would be someone who designs children’s products. 

 

The Differences between the Claimed Invention and the Prior Art 

FF11. Berman fails to specifically teach an animal-shaped inflatable 

structure, the structure having features of a real animal.  (See, e.g. Ans. 4.) 

FF12. Berman fails to specifically teach an interior light.  (See Ans. 4) 

FF13. Berman fails to teach the use of decorative lights, such as an animal 

that has eyes that light up (Ans. 4). 

 

ANALYSIS 

 The question of obviousness is resolved on the basis of underlying 

factual determinations including: (1) the scope and content of the prior art; 

(2) the level of ordinary skill in the art; (3) the differences between the 

claimed invention and the prior art; and (4) secondary considerations of 

nonobviousness, if any.  Graham v. John Deere Co., 383 U.S. 1, 17 (1966).  

The Supreme Court has recently emphasized that “the [obviousness] analysis 

need not seek out precise teachings directed to the specific subject matter of 

the challenged claim, for a court can take account of the inferences and 

creative steps that a person of ordinary skill in the art would employ.” KSR 

Int’l v. Teleflex Inc., 127 S. Ct. 1727, 1741 (2007).  “The combination of 

familiar elements according to known methods is likely to be obvious when 

it does no more than yield predictable results.”  Id. at 1739.  Moreover, an 

“[e]xpress suggestion to substitute one equivalent for another need not be 
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present to render such substitution obvious.”  In re Fout, 675 F.2d 297, 301 

(CCPA 1982). 

 The Examiner concludes that “it would have been obvious to one of 

ordinary skill in the art to have used an animal type of decorative image or 

motif upon the Berman tent as taught by Yercha . . . to create a play 

enclosure that has a decorative effect which is pleasing and/or attractive to a 

child.”  (Ans. 4)  In addition, the Examiner concludes that providing an 

interior light would have been well known and within the level of skill of the 

ordinary artisan, as would the use of decorative lights, such as providing a 

structure that has the features of an animal, wherein the eyes light up (Id.)  

We now turn to Appellant’s arguments in rebuttal. 

 Appellant groups claims 1, 5, and 9 together (App. Br. 10).  We focus 

our analysis on independent claim 1, and claims 5 and 9 stand or fall with 

that claim. 

 Appellant argues that the Examiner has failed to resolve the factual 

inquiries required by Graham.  (App. Br. 10-14).  Moreover, as to the level 

of ordinary skill in the art, Appellant asserts “that one skilled in the art 

would be the parent of a child using the device of this invention . . . [who] 

would have a college degree and no training in the field of sleeping area 

designs for children.”  (App. Br. 12-13.) 

 Appellant’s arguments are not convincing.  First, we conclude that the 

Examiner did resolve the factual inquiries required by Graham, even if not 

explicitly.  The rejection of the Examiner did set forth the teaching of both 

Berman and Yercha (Ans. 3-4), and in stating that it “would have been 

obvious . . . to have used an animal type of decorative image or motif upon 

the Berman tent as taught by Yercha,” the Examiner is implicitly setting 
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forth the differences between the claimed invention and the prior art.  With 

respect to level of skill in the art, the best evidence of that are the Berman 

and Yercha references.  Although not explicitly stated by the Examiner, we 

find the level of skill in the art to be that of someone who designs children’s 

products.  We find no evidence in the record to support Appellant’s assertion 

that a person skilled in the relevant art would be the parent of a child using 

the device of this invention who would have a college degree and no training 

in the field of sleeping area designs for children. 

Appellant argues that the tent of Yercha “has a first end which is 

straight, a bottom which is straight, a top which is straight, and a second end 

which contains the outline of the front of an animal . . . that . . . cannot be 

accurately be said to be an enclosure that takes the form of an animal.”  

(App. Br. 10.)  Thus, Appellant asserts, the Examiner “has not made an 

accurate determination of the scope and content of the prior art.”  (Id. at 10-

11.) 

Again, Appellant’s argument is not convincing.  During prosecution 

before the Office, claims are to be given their broadest reasonable 

interpretation consistent with the Specification as it would be interpreted by 

one of ordinary skill in the art.  In re American Academy of Science Tech 

Center, 367 F.3d 1359, 1364 (Fed. Cir. 2004).  Note that “[a]n essential 

purpose of patent examination is to fashion claims that are precise, clear, 

correct, and unambiguous. Only in this way can uncertainties of claim scope 

be removed, as much as possible, during the administrative process.”  In re 

Zletz, 893 F.2d 319, 322 (Fed. Cir. 1989).  Moreover, it is during 

prosecution that applicants have “the opportunity to amend the claims to 

obtain more precise claim coverage.”  American Academy, 367 F.3d at 1364. 
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Claim 1 does not require that the enclosure take the entire form of an 

animal.  All that is required by claim 1 is a “structure having features of a 

real animal.”  The tent structures of Yercha have such features.  For 

Example, the tent of Figure 1 has the likeness of a dinosaur drawn on the 

outside, and has been cut in front to the outline of the leg, the forelegs, the 

chest, and the mouth of a dinosaur.  As can be seen in Figure 5, further 

features may be added, such as a mane or bony frill of an animal (Yercha, 

col. 3, ll. 30-45). 

 Appellant argues further that the Examiner asserts that the motivation 

to combine the references is “to create a play enclosure that has a decorative 

effect that is pleasing and/or attractive to a child,” but that motivation is not 

found in the references (App. Br. 13.)  Appellant argues further that there 

would be no expectation of success “if one were to substitute the tent of 

Yercha [ ] for one of the forms taught by Berman as there would be too 

much open space and balance would be a problem.”  (Id. at 14.) 

 The issue of motivation to combine references has recently 

been addressed by the United States Court in KSR International Co., 

v. Teleflex Inc., 127 S.Ct. 1727 (2007).  The Court rejected a rigid 

application of the teaching-suggestion-motivation test, id. at 1739, but 

noted:  

If a person of ordinary skill can implement a predictable 
variation, § 103 likely bars its patentability.  For the same 
reason, if a technique has been used to improve one device, and 
a person of ordinary skill would recognize that it would 
improve similar devices in the same way, using the technique is 
obvious unless its actual application is beyond his or her skill. 
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Id. at 1740.  In this case, Berman teaches an inflatable tent, and although 

explicitly providing embodiments of a camping tent and a house, notes that 

the structure may be in the form of “any structural design for use as an 

inflatable structure” (Berman, col. 2, ll. 36-40).  Yercha teaches a tent-like 

structure that may depict a large animal such as a dinosaur or a small animal 

such as a rabbit, with the frontal profile of the animal, or similar indicia, 

being coincident with contoured frontal edges (Yercha, col. 1, ll. 19-31), and 

that a child playing with the tent enjoys the feeling within the confines of a 

simulated animal, and also enjoys viewing the animal from the outside 

(Yercha, col. 2, ll. 46-52).  Thus, we conclude that it would have been well 

within the level of skill of the ordinary artisan to provide a structure having 

features of a real animal as taught by Yercha to the inflatable structure of 

Berman. 

 As to a reasonable expectation of success, all that is required is a 

reasonable expectation of success, not absolute predictability of success.  In 

re O’Farrell, 853 F.2d 894, 903 (Fed. Cir. 1988).  Moreover, “[a] person of 

ordinary skill is also a person of ordinary creativity, not an automaton.”  

KSR, 127 S.Ct. at 1742.  Thus, we find that the ordinary artisan would 

understand how to address the issues of open space and balance. 

 Thus, we conclude that the Examiner has set forth a prima facie case 

of obviousness as to claim 1 that has not been rebutted by Appellant, and as 

claims 5 and 9 stand or fall with that claim, the rejection is affirmed as to 

claims 1, 5, and 9. 

 

 As to claim 3, Appellant argues that the Examiner “has not urged that 

the animal of Yercha [ ] has a mouth and that the entrance for the child is 
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located at the mouth of the animal.”  (App. Br. 15.)  As to claim 4, Appellant 

argues that the Examiner “is correct in omitting any reference to a chest 

having an entrance for a child as the prior art does not contain this teaching.”  

(App. Br. 16.) 

 Appellant’s arguments as to claims 3 and 4 are not convincing.  In the 

structure of Yercha, the frontal profile of the animal or similar indicia, is 

coincident with contoured frontal edges (Yercha, col. 1, ll. 19-31), thus it 

would have been obvious to the ordinary artisan to use any frontal portion of 

the animal, such as the chest or the mouth, as the entrance, depending on the 

animal being portrayed.  Thus, we also affirm the rejection as to claims 3 

and 4. 

 As to claim 8, Appellant argues that the Examiner “has not urged that 

the animal of Yercha [ ] has eyes that light up,” and is correct in doing so “as 

the prior art does not contain this teaching.”  (App. Br. 18.) 

 We agree with the Examiner that it would have been within the level 

of skill of the ordinary artisan to use decorative lights, such as providing a 

structure that has the features of an animal, wherein the eyes light up, in 

view of Berman’s teaching that stimulation enhancing factors are 

appropriate for the decorative motif of the tent (see, e.g., Berman, col. 4, ll. 

27-39), and can be varied from that of a camping-style tent and/or a house 

(Berman, col. 2, ll. 40-45; col. 3, l. 65).  Therefore, the rejection is also 

affirmed as to claim 8. 

 As to claims 11 and 12, Appellant reiterates the arguments made with 

respect to claim 1 (App. Br. 19-22).  Thus, the rejection is affirmed for the 

reasons set forth with respect to the discussion of claim 1. 
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 As to claims 13-16, 19, and 20 (of which claim 13 is the independent 

claim), Appellant argues that “the [E]xaminer has chosen not to comment on 

claim 13.” (App. Br.  

 Claim 13 requires that the structure be made of padded fabric.  As the 

Examiner has made no factual finding in this record with regard to the use of 

a padded fabric to make the structure, we are compelled to reverse the 

rejection as to claims 13-16, 19, and 20. 

 

CONCLUSIONS OF LAW 

 We conclude that the Examiner has set forth a prima facie case of 

obviousness as to claims 1, 3-5, 8, 9, 11, 12, but has failed to set forth a 

prima facie case as to claims 13-16, 19, and 10. 

 

TIME LIMITS 

No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 CFR § 1.136(a). 

 

 

AFFIRMED-IN-PART 

 

 
 

 
   
dm 
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Richard L Huff 
19304 Olney Mill Road 
Olney, MD 20832 
 

 12



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


