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DECISION ON APPEAL 

Statement of the Case 

 This is an appeal under 35 U.S.C. § 134 from a final rejection of 

claims 1-3 and 7-9.  We have jurisdiction under 35 U.S.C. § 6. 
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 Appellants’ invention relates to a 14-karat rose-colored gold alloy 

composition.  An understanding of Appellants’ invention can be gleaned 

from independent claim 1 which appears below: 

1.  A 14-karat rose-colored gold alloy composition, comprising: 
about 58.5% gold; 
about 9.0-12.0% silver; 
about 0.0-0.2% zinc; 
about 0.3-0.4% cobalt; 
about 0.0-0.02% iridium; 
about 29.0-33.0% copper; 
wherein the hardness of said composition is capable of being 
selectively changed between its annealed-hardness value, obtained 
by heating the composition to about 1150 oF for about thirty minutes 
followed by a water quench, and its age-hardness value, obtained by 
heating said composition to about 600 oF for about one and one-half 
hours and thereafter being allowed to cool in a nonoxidizing 
atmosphere; and 
wherein the color of said composition is between about 5-7 CieLab 
a* color units and between about 17-21 CieLab b* color units.  
The Examiner relies on the following reference in rejecting the 

appealed subject matter:1  

Tokuriki Honten K.K. (JP ‘344)        JP 63169344   Jul. 13, 1988 
Ijima Kingin Kogyo KK. (JP ‘042)   JP 63259042   Oct. 28, 1988 
Diamond         5,384,089   Jan. 24, 1995 
Agarwal         6,676,776 B1   Jan. 13, 2004 
 
Frances H. Brown, Is 24K gold pure?, http://www.sciam.com/print 
version, cfr?articleID=00009644A-59D-1C72-9EB7809EC588F2D7 (Nov. 
16, 2001). 
                                           
1  The Examiner has cited the JP references utilizing the named applicant, 
not the inventors.  Full English language translations of the underlying 
documents have been provided. 
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 Claims 1-3 and 7-9 stand rejected under 35 U.S.C. § 103(a) over 

Diamond, JP ‘344, or JP ‘042, in view of  Agarwal.  Claims 7-9 also stand 

rejected under 35 U.S.C. § 103(a) over Diamond, JP ‘344, or JP ‘042, in 

view of Agarwal and Brown.  We REVERSE. 

The Examiner bears the initial burden of presenting a prima facie 

case of obviousness.  In re Oetiker, 977 F.2d 1443, 1445 (Fed. Cir. 1992).  

In order to establish a prima facie case of obviousness, the Examiner must 

show that each and every limitation of the claim is described or suggested 

by the prior art or would have been obvious based on the knowledge of 

those of ordinary skill in the art.  In re Fine, 837 F.2d 1071, 1074 (Fed. 

Cir. 1988)).  “[R]ejections on obviousness grounds cannot be sustained by 

mere conclusory statements; instead, there must be some articulated 

reasoning with some rational underpinning to support the legal conclusion 

of obviousness.”  In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006) (quoted 

with approval in KSR Int'l Co. v. Teleflex Inc., 127 S. Ct. 1727, 1741 

(2007)).  

Appellants’ invention, relates to particular rose-colored gold alloy 

compositions that are a combination of (1) composition, (2) reversible 

hardness, and (3) color.  These three features are demonstrated in 

independent claims 1 and 7. 

The Examiner contends that Diamond (claim 5), JP 63169344 

(Abstract), and JP 63259042 (Abstract) each disclose the features of the 

claimed invention including the claimed gold alloy composition.  The 

Examiner recognizes that the references do not disclose the claimed Cie-

Lab color units and reversible hardness.  However, the Examiner contends 

that picking a color from a known Cie-Lab color-measurement is merely a 
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design choice and it is within the ambit of an ordinary skilled artisan.  

Regarding the hardness, the Examiner contends that the Agarwal reference 

discloses the hardness of gold alloy can be adjusted by annealing and 

aging.  (Agarwal, col. 6, ll. 43-47).  The Examiner concludes that it would 

have been obvious to one having ordinary skill in the art at the time the 

invention was made to obtain annealed or aged hardness according to the 

teaching of Agarwal.  The Examiner contends the benefits and function 

entail the motivation to one skilled in the art to make a claimed compound, 

with the expectation that compounds having similar structures will have 

similar properties.  (Ans. 5).  

We agree with Appellants (Reply Br. 2-3) that the Examiner has not 

cited any support or authority for his position regarding the color and 

hardness.  The Examiner has simply found references disclosing the three 

claimed features (composition, reversible hardness, and color) on a 

piecemeal basis in isolation, and has argued that it would have been 

obvious to combine these features. 

The Examiner has not adequately explained why an alloy 

composition within the ranges described in Diamond, JP ‘344, and JP ‘042 

each necessarily would comprise the required color identified by the Cie-

Lab characteristics and reversible hardness of the claimed invention.  The 

Examiner has not directed us to evidence which provides a description of 

the alloy composition relative to the Cie-Lab values and the color that 

necessarily corresponds thereto.  As such, the Examiner's conclusion of 

obviousness is not supported by a reasonable basis in the references 

themselves as to the desirability of making a rose-colored gold alloy 

having the combined features of composition, reversible hardness, and 
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color.  Rather, we are left with the Examiner’s after-the-fact unsupported 

conclusionary statements.  Rejections based on conclusionary statements 

and not demonstrable evidence are insufficient to support a prima facie 

case of unpatentability.  See KSR supra.  

 

ORDER 

 The Examiner's decision rejecting claims 1-3 and 7-9 is reversed. 

REVERSED 
 

 
 
 
 
tf/ls 
 
PHILLIPS LYTLE LLP 
INTELLECTUAL PROPERTY GROUP 
3400 HSBC CENTER 
BUFFALO, NY 14203-3509 
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