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FREDMAN, Administrative Patent Judge. 
 
 
 

DECISION ON APPEAL 

This is an appeal under 35 U.S.C. § 134 involving claims to an 

acetabular liner for use in hip surgery.  We have jurisdiction under 35 U.S.C. 

§ 6(b).  We affirm. 

 

 

                                           
1 Oral Hearing held June 17, 2008. 
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Background 

“Revision hip surgery for a loosened, cemented cup is technically 

straightforward, including revision surgery. However, because cemented 

cups fail at an unacceptably high rate, reconstructive hip surgeons in this 

country, and the companies that develop related products, have shifted their 

efforts to uncemented cups and modular liners” (Spec. 1).  The Specification 

comments that a “dilemma arises when faced with a well-fixed porous 

ingrowth acetabular shell and a failed modular polyethylene liner” (Spec. 1).  

According to the Specification, “it has become popular to leave the shell in 

place and cement in a new liner to the well-fixed ingrowth acetabular shell” 

(Spec. 1).  The Specification notes that “some surgeons have elected to 

cement the polyethylene liner into an existing shell. To do this, the surgeon 

has to use a high-speed burr and roughen up the surface of the polyethylene 

liner so that it may be cemented into the metal shell” (Spec. 2). 

Statement of the Case 

The Claims 

Claims 1-3 and 5-18 are on appeal.  We will focus on claim 1, which 

is representative and reads as follows: 

     
1.  An acetabular liner adapted for use with an existing 
shell in conjunction with revision hip surgery, comprising:  

a cup-shaped body having an uninterrupted inner 
surface and an outer surface; and 

a plurality of raised projections, each extending a 
predetermined distance from the outer surface to ensure a 
desired cement mantle thickness when the body is installed 
in the existing shell. 
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The prior art 

The Examiner relies on the following prior art references to show 

unpatentability:  

 Mikhail  U.S. 5,549,701  Aug. 27, 1996 

 Wang   U.S. 6,638,311 B2  Oct. 28, 2003 

 Scales   U.S. 3,698,017  Oct. 17, 1972  

The issues 

The rejections as presented by the Examiner are as follows: 

A. Claims 1-3 and 5-18 stand rejected under 35 U.S.C. § 102(b) as being 

anticipated by Mikhail (Ans. 3). 

B. Claims 1-3 and 5-18 stand rejected under 35 U.S.C. § 102(b) as being 

anticipated by Scales (Ans. 4). 

C. Claims 1, 3, 6-8, 10, and 12 stand rejected under 35 U.S.C. § 102(b) 

as being anticipated by Wang (Ans. 5). 

A.  35 U.S.C. § 102(b) rejection over Mikhail 

Appellant argues that  

Mikhail does not disclose, teach or suggest a cup-shaped 
body having ... a plurality of raised projections, each 
extending a predetermined distance from [its] outer surface 
to ensure a desired cement mantle thickness when the body 
is installed in [an] existing shell. When the cup-shaped body 
of Mikhail is installed into the existing shell of Mikhail, no 
cement is used. 
 
(App. Br. 5).   

 The Examiner responds that “the liner of Mikhail is fully capable of 

fulfilling all claimed functional language; the liner is fully capable of being 

cemented into an existing shell wherein the raised projections 3 ensure a 

desired cement mantle thickness” (Ans. 6).  
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The Examiner also cites MPEP 2114 regarding functional language 

and argues that “device of Mikhail is ‘adapted for use with an existing shelf’ 

and fully capable of ‘ensur[ing] a desired cement mantle thickness when 

installed in the existing shelf’” (Ans. 7). 

In view of these conflicting positions, we frame the anticipation issue 

before us as follows: 

Does the acetabular liner of Mikhail satisfy all of the limitations of 

claim 1? 

Findings of Fact 

 1. Mikhail teaches an “acetabular cub member which is suitable 

for use in direct cemented implantation in a prepared cavity of an 

acetabulum or as an insert for a metal shell affixed in a prepared cavity of an 

acetabulum” (Mikhail, col. 2, ll. 18-21). 

 2. Mikhail teaches a cup shaped body with an uninterrupted inner 

surface and an outer surface (Mikhail, fig. 5).    

 3. Mikhail notes that the “metal shell 14 is cup-shaped an has an 

interior face 36 with a configuration designed to snugly receive the 

outermost portion of the exterior face 18 of the acetabular cup member 12.  

The shell 14 has an exterior face 38” (Mikhail, col. 4, ll. 9-12). 

 4. Mikhail teaches a plurality of raised projections which extend a 

predetermined distance from the outer surface, noting that in Fig. 5, there are 

“provided three rows of annular grooves 46 which are substantially 

perpendicular to the axis X and are separated by ribs 47.” (Mikhail, Fig. 5; 

col. 4, ll. 26-28). 
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5. Mikhail teaches that “bone cement 17 fills in the grooves 46, 48 

and 49 and serves to retain the acetabular cup member 12 in the cavity 

formed in the acetabulum” (Mikhail, col. 4, ll. 34-37).   

Discussion of 35 U.S.C. § 102(b) over Mikhail 

We agree with the Examiner that Mikhail teaches an article that meets 

all of the structural requirements of claim 1.  Specifically, Mikhail teaches 

an acetabular liner which has a cup shaped body and a plurality of raised 

projections (FF 1-4).  Mikhail further teaches that cement may be used to 

attach the liner to the acetabulum (FF 5).  The only elements remaining are 

the statements that the liner is “adapted for use with an existing shell in 

conjunction with revision hip surgery” and that the projections are at a 

distance sufficient to “ensure a desired cement mantle thickness when the 

body is installed in the existing shell”. 

In analyzing these statements, we first interpret whether they impart 

structure or simply represent functional limitations that impart no specific 

structure.  We give these phrases their broadest reasonable interpretation.  See, 

e.g., In re Hyatt, 211 F.3d 1367, 1372 (Fed. Cir. 2000) (“During examination 

proceedings, claims are given their broadest reasonable interpretation 

consistent with the specification.”). 

In our opinion, the “adapted for use” and “to ensure a desired . . . 

thickness when the body is installed” language represents a functional 

recitation and functional language.  It is “well settled that the recitation of a 

new intended use for an old product does not make a claim to that old 

product patentable.” In re Schreiber, 128 F.3d 1473, 1477 (Fed. Cir. 1997). 

Thus, functional limitations directed to the intended use of a product claim 

do not serve to distinguish the claimed product from prior art products 
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inherently capable of performing the claimed function.  See id. at 1478-79 

(holding that a prior art apparatus meeting all claimed structural limitations 

was anticipatory because it was inherently capable of performing the 

claimed function). 

We are not persuaded by Appellant’s argument that Mikhail does not 

anticipate because “when the cup-shaped body of Mikhail is installed into 

the existing shell of Mikhail, no cement is used. When the cup-shaped body 

of Mikhail is installed directly into an acetabulum, the cement is 

intentionally irregular with an inconsistent thickness” (App. Br. 5).  This 

argument relies upon the method by which the device is inserted and does 

not depend upon any structural feature of the device of claim 1. 

We affirm the rejection of claim 1 under 35 U.S.C. § 102(b) over 

Mikhail.  Pursuant to 37 C.F.R. § 41.37(c)(1)(vii)(2006), we also affirm the 

rejections of claims 2-3 and 5-18 as these claims were not argued separately.   

B.  35 U.S.C. § 102(b) rejection over Scales 

Appellant argues that in Scales, the “cement, shown at 11, clearly has 

no desired thickness whatsoever” (App. Br. 5).  Appellant further argues that 

“[w]hen the cup-shaped body of Scales is installed into the existing shell of 

Scales, no cement is used. When the cup-shaped body of Scales is installed 

directly into an acetabulum, the cement is intentionally irregular with an 

inconsistent thickness. Accordingly, prima face anticipation has not been 

established” (App. Br. 6). 

The Examiner responds that “[a]ll structurally [sic] limitations have 

been meet; appellant has failed to distinguish the apparatus in terms of 

structure as required in MPEP 2114. Additionally, the body 1 of Scales is 
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fully adapted of being installed into an existing shell wherein the projections 3 

ensure a desired cement mantle thickness” (Ans. 8). 

In view of these conflicting positions, we frame the anticipation issue 

before us as follows: 

Does the acetabular liner of Scales satisfy all of the limitations of 

claim 1? 

Findings of Fact 

6. Scales teaches “a prosthetic acetabular device comprising a 

generally hemispherical cup having a plurality of annular ribs formed around 

its outer surface” (Scales, col. 1, ll. 24-26). 

7. Scales teaches that the inner surface is uninterrupted (Scales, fig. 

3). 

8. Scales teaches a plurality of raised projections extending a 

predetermined distance from the outer surface (Scales, fig. 3). 

Discussion of 35 U.S.C. § 102(b) over Scales 

We agree with the Examiner that Scales teaches an article that meets 

all of the requirements of claim 1.  Specifically, Scales teaches an acetabular 

liner which has a cup shaped body and a plurality of raised projections (FF 

6-8).  The only elements remaining are the statements that the liner is 

“adapted for use with an existing shell in conjunction with revision hip 

surgery” (Claim 1) and that the projections are at a distance sufficient to 

“ensure a desired cement mantle thickness when the body is installed in the 

existing shell” (Claim 1). 

As we already discussed supra, functional limitations directed to the 

intended use of a product claim does not serve to distinguish the claimed 

product from prior art products inherently capable of performing the claimed 
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function. See Schreiber at 1478-79 (holding that a prior art apparatus 

meeting all claimed structural limitations was anticipatory because it was 

inherently capable of performing the claimed function). 

We are not persuaded by Appellants argument that “[w]hen the cup-

shaped body of Scales is installed into the existing shell of Scales, no cement 

is used. When the cup-shaped body of Scales is installed directly into an 

acetabulum, the cement is intentionally irregular with an inconsistent 

thickness. Accordingly, prima face anticipation has not been established” 

(App. Br. 6).  This argument relies upon the method by which the device is 

inserted and does not depend upon any structural feature of the device of 

claim 1. 

We affirm the rejection of claim 1 under 35 U.S.C. § 102(b) over 

Scales.  Pursuant to 37 C.F.R. § 41.37(c)(1)(vii)(2006), we also affirm the 

rejections of claims 2-3 and 5-18 as these claims were not argued separately.   

C.  35 U.S.C. § 102(b) rejection over Wang 

Appellant argues that “elements 5 and 6 of Wang actually define an 

interruption, and not the lack of one” (App. Br. 7) while “Claim 1 was 

amended to include the limitation of a ‘cup-shaped body having an 

uninterrupted inner surface and an outer surface’” (App. Br. 6).  Appellant 

quotes Wang, “‘[t]he element therefore comprises a substantially part- 

spherical wall having a rim 13 which is interrupted by a shaped opening to 

provide the two spaced arms 5 and 6' ('311 Patent, 2:66-67)” (App. Br. 7). 

The Examiner responds that “Appellant has not given any special 

definition to the language ‘cup-shaped body’. It is the Examiner's duty to give 

the language its broadest reasonable interpretation. It is the Examiner's 
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position that the cup-shaped body 1 is uninterrupted between elements 5 and 

6” (Ans. 8). 

In view of these conflicting positions, we frame the anticipation issue 

before us as follows: 

Does the acetabular liner of Wang satisfy all of the limitations of 

claim 1? 

Findings of Fact 

9. Wang teaches a “a cementless prosthetic bearing element 

according to the invention comprises an acetabular cup 1” (Wang, col. 2, ll. 

23-25). 

10. Wang teaches that the “bearing component can be in the form 

of a cementless bearing element having an outer surface which includes a 

number of raised engagement features” (Wang, col. 1, ll. 60-62). 

11. Wang teaches that “the element could be substantially 

hemispherical and merely carry a thin splitting line or slit to provide the two 

separate arms 5 and 6” (Wang, col. 2, ll. 57-59). 

12. The Specification does not use the word “uninterrupted” and 

provides no definition for this term. 

Discussion of 35 U.S.C. § 102(b) over Wang 

We agree with the Examiner that Wang teaches an article that meets 

all of the requirements of claim 1.  Specifically, Wang teaches an acetabular 

liner which has a cup shaped body and a plurality of raised projections (FF 

9-11).  The argued difference for Wang is whether Wang teaches an 

“uninterrupted” inner surface. 

In analyzing the claim language, we give these phrases their broadest 

reasonable interpretation.  See, e.g., In re Hyatt, 211 F.3d 1367, 1372 (Fed. 
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Cir. 2000) (“During examination proceedings, claims are given their broadest 

reasonable interpretation consistent with the specification.”).  While Appellant 

appears to understand that the word “uninterrupted” as not permitting “a 

shaped opening” in the inner surface (see App. Br. 7), the more reasonable 

interpretation of an “interruption” in the context of the claim is the presence or 

absence of raised projections.  The Specification does not provide any insight 

into the word “uninterrupted” (FF 12).  The claim indicates that the inner 

surface is “uninterrupted” and that there is also an “outer surface” (Claim 1).  

The outer surface has “a plurality of raised projections” (Claim 1).  Thus, 

when determining what constitutes an interruption of a surface in the context 

of claim 1, a raised projection is reasonably interpreted as being the required 

element for an interruption, since that is the difference between the inner 

surface, which is uninterrupted, and the outer surface, which lacks that 

limitation.  In our opinion, the plain language of the claim, as interpreted in 

the context of the claim, supports the position of the Examiner. 

We affirm the rejection of claim 1 under 35 U.S.C. § 102(b) over 

Wang.  Pursuant to 37 C.F.R. § 41.37(c)(1)(vii)(2006), we also affirm the 

rejections of claims 3, 6-8, 10, and 12 as these claims were not argued 

separately.   

CONCLUSION 

In summary, we affirm the rejection of claim 1 under 35 U.S.C.  

§ 102(b) over Mikhail.  We also affirm the rejection of claim 1 under 35 

U.S.C. § 102(b) over Scales.  We also affirm the rejection of claim 1 under 35 

U.S.C. § 102(b) over Wang.  Pursuant to 37 C.F.R. § 41.37(c)(1)(vii)(2006), 

we also affirm the rejections of claims 2-3 and 5-18 as these claims were not 

argued separately.   
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No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv)(2006). 

AFFIRMED 

lp 
 

GIFFORD, KRASS, SPRINKLE, ANDERSON & CITKOWSKI, P.C 
PO BOX 7021 
TROY MI 48007-7021 
 
 

11  


	UNITED STATES PATENT AND TRADEMARK OFFICE 
	DECISION ON APPEAL 
	CONCLUSION 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


