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Before BRADLEY R. GARRIS, CATHERINE Q. TIMM, and
KAREN M. HASTINGS, Administrative Patent Judges.

HASTINGS, Administrative Patent Judge.

DECISION ON APPEAL

Appellants appeal under 35 U.S.C. § 134 from the Examiner’s final
rejection of claims 1-20. We have jurisdiction under 35 U.S.C. § 6(b).
We AFFIRM.
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BACKGROUND
The invention relates to a wound covering article.
Claim 1 on appeal is illustrative:

1. A wound covering article comprising an antimicrobial
composite which comprises a first, liquid-permeable layer and a
second layer over the first layer, wherein an antimicrobial metal
in elemental form is present as such between the first and
second layers, the article further comprising a backing material
arranged on the second layer and being substantially free of
antimicrobial metal in elemental form on external surfaces
thereof.

The following prior art is relied upon by the Examiner in the § 103
rejection of the claims on appeal:

Burrell US 2003/0054046 Al Mar. 20, 2003
Burton 6,903,243 B1 Jun. 7, 2005

Claims 1-20 stand rejected under 35 U.S.C. § 103(a) as being
unpatentable over Burrell in view of Burton.

All the claims have also been rejected under the judicially created
doctrine of obviousness-type double patenting over copending Application
Nos. 10/654,949" and 11/255,957°. Although the Appellants state these
grounds of rejection are not part of this appeal (App. Br. 5), the Examiner
states that these rejections have not been withdrawn (Ans. 2). Thus, we

summarily affirm the obviousness-type double patenting rejections.

' This application was published as US 2004/0259445 A1 on Dec. 23, 2004,
and is currently also on appeal; Appeal No. 2008-3401.
? This application was published as US 2006/0057914 A1 on Mar. 16, 2006,
and is currently also on appeal; Appeal No. 2008-3636.

2



Appeal 2008-3013
Application 11/255,956

ISSUE ON APPEAL
The issue on appeal arising from the contentions of Appellants and the
Examiner is whether Appellants have shown reversible error in the
Examiner’s determination that the combination of Burrell and Burton
teaches or suggests that a wound covering article may be “substantially free
of antimicrobial metal in elemental form on external surfaces” as recited in
claim 1.
FINDINGS OF FACT
The following findings of facts (FF) are supported by a preponderance
of the evidence. Additional findings of fact as necessary appear in the
Analysis portion of the opinion.

Burrell

1. Burrell describes that crystalline forms of antimicrobial metals can
be prepared as coatings or powders which may be incorporated into wound
dressings (e.g., p. 7, [0098], [0102]; p. 11, [0148]). The wound dressing
(i.e., wound covering article) may comprise multiple layers of various
materials (p. 8, [0105]-[0110]). Burrell does not explicitly state that the
wound dressing is substantially free of antimicrobial metal in elemental form
on external surfaces thereof.

2. Burrell teaches that “coatings of the antimicrobial metals are most
preferably deposited onto substrates such as dressings, for example one or
more layers of medical dressing materials which can be laminated with
uncoated layers of medical dressing materials™ (Burrell, p. 5,  [0055];

emphasis provided).
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3. Burrell teaches that a coating of one or more antimicrobial metals
“is applied to one or more of the [multiple] dressing layers, but is most
preferably applied at least to the skin facing layer.” (p. 8, § [0114];
emphasis provided). Burrell further teaches “the antimicrobial metal is
deposited as a thin metallic film on one or more surfaces of the [multi-
layered] dressing by vapour deposition techniques.” (p. 9, 9§ [0120]).

4. Still further, Burrell teaches that antimicrobial metal “powders may
be incorporated into or onto medical dressings” (p. 11, 9 [0148]; emphasis
provided).

5. In context, Burrell’s teaching that “[f]or direct application to the
skin, [antimicrobial metal] powders are preferably sized...” is also an
implicit teaching of embodiments wherein there is no direct application to
the skin of the antimicrobial metal (Burton, p. 11, § [0149]).

6. Burrell claims “the one or more antimicrobial metals are provided

as a coating on, or filler in, a dressing” (claim 11; emphasis provided).

PRINCIPLES OF LAW

“Section 103 forbids issuance of a patent when ‘the differences
between the subject matter sought to be patented and the prior art are such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which the
subject matter pertains.”” KSR Int’l Co. v. Teleflex, Inc., 127 S. Ct. 1727,
1734 (2007).

Facts relevant to a determination of obviousness include (1) the scope
and content of the prior art, (2) any differences between the claimed

invention and the prior art, (3) the level of skill in the art, and (4) any
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relevant objective evidence of obviousness or non-obviousness. KSR,

127 S. Ct. at 1734; Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).

The question under 35 U.S.C. § 103 is not merely what the references
teach but what they would have suggested to one of ordinary skill in the art
at the time the invention was made. All disclosures of the prior art must be
considered. In re Lamberti, 545 F.2d 747, 750 (CCPA 1976).

KSR also states “The combination of familiar elements according to
known methods is likely to be obvious when it does no more than yield
predictable results.” KSR, 127 S. Ct. at 1739. The question to be asked is
“whether the improvement is more than the predictable use of prior art

elements according to their established functions.” Id. at 1740.

ANALYSIS

We have thoroughly reviewed each of Appellants’ arguments for
patentability. We are in full agreement with the Examiner that the claimed
subject matter would have been obvious to one of ordinary skill in the art
within the meaning of § 103 in view of the applied prior art. Accordingly,
we will sustain the Examiner's rejections under 35 U.S.C. § 103(a) for
reasons expressed in the Answer and those set out herein.

Appellants do not argue these claims separately with any reasonable
specificity (App. Br. 6-12; Reply Br. 1-4).> We therefore select independent

claim 1 to represent this claim grouping.

> Appellants state that the rejection “almost exclusively” does not indicate
the relationship between the disclosure of Burrell and any of the rejected
claims, and since no specific reasons were given for the rejections of all of
the claims, Appellants are “not in a position to specifically address such
reasons” (App. Br. 8). However, we understand the Examiner’s position. It
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The Examiner finds, and Appellants do not dispute, that the
combination of Burrell and Burton suggests every limitation in claim 1
except that there is no explicit teaching that the dressing (i.e., the wound
covering article) is substantially free of antimicrobial metal in elemental
form on the external surfaces thereof (FF 1; Ans. 3-6).

The Examiner added Burton to exemplify the obviousness of a
“backing material arranged on the second layer” (as recited in claim 1) with
adhesive (as required in, e.g., claim 2) (Ans. 6). Although we agree with the
Examiner’s findings of fact and conclusion of obviousness based on Burton
(Ans. 6), we determine that Burton was unnecessary in the rejection of claim
1, since Burrell also teaches an adhesive backing layer may be used as part
of the dressing (see, e.g., p. 8, § [0103]).

Appellants' main argument is that Burrell does not disclose or render
obvious a dressing with substantially no antimicrobial metal present on the
exterior surfaces thereof, and “even teaches away therefrom” (App. Br.
8-11). Specifically, Appellants contend that Burrell’s teaching that the
antimicrobial coating is “most preferably applied at least to the skin facing
layer” means the metal is “necessarily present” on the exterior surfaces of
the composite (App. Br. 8; Burrell, p. 8, §[0114]). We disagree.

As the Examiner pointed out, Burrell as a whole does not require
antimicrobial metal on external surfaces of the dressing (see, e.g., Ans. 7).

We determine that Burrell describes that the antimicrobial metal may be

is apparent from the totality of the record that Appellants also understood the
Examiner’s position.
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present within the dressing layers, versus on external surfaces of the
dressing (FF 1-6).

It is axiomatic that claims are given their broadest reasonable
interpretation in light of the specification as they would be interpreted by
one of ordinary skill in the art. In re Am. Acad. of Sci. Tech. Ctr., 367 F.3d
1359, 1364 (Fed. Cir. 2004). In this regard, we note that Appellants’
Specification defines the expression “present between the first and second
layers” used in claim 1, explaining that this expression “does not exclude,
but rather includes, composites in which the antimicrobial metal is present
within the first layer and/or within the second layer instead of its presence
between the layers” (Spec. 12: § [0066]). Thus, the claim language
encompasses the use of antimicrobial metals within, as well as between, the

layers of Burrell.

It is well settled that, “in a section 103 inquiry, ‘the fact that a specific
[embodiment] is taught to be preferred is not controlling, since all
disclosures of the prior art, including unpreferred embodiments, must be
considered.”” Merck & Co. v. Biocraft Labs., Inc., 874 F.2d 804, 807 (Fed.
Cir. 1989) (quoting In re Lamberti, 545 F.2d at 750). Thus, “[a]ll the
disclosures in a reference must be evaluated, including nonpreferred
embodiments, and a reference is not limited to the disclosure of specific
working examples.” In re Mills, 470 F.2d 649, 651 (CCPA 1972) (citations
omitted).

Thus, even assuming arguendo that Appellants are correct that the
disclosure of Burrell makes it clear that not having antimicrobial metal on
the skin contacting layer “would not be an advantageous embodiment” (App.

Br. 9), and that the top layer of Example 1 of Burrell contains elemental
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silver therein (App. Br. 11; Reply Br. 1-3), this does not convince us of
reversible error in the Examiner’s conclusion of obviousness. We find that
even though Example 1 may contain elemental silver (i.e., antimicrobial
metal) in the top layer therein as argued by Appellants, Burrell as a whole
also would have suggested to one of ordinary skill in the art that the
antimicrobial metal may be present within the dressing layers, versus on

exterior surfaces of the composite (FF 1-6).

Certainly, skill in the art is presumed and we find that one of ordinary
skill in the art would have found it obvious to weigh the advantages and
disadvantages of including the antimicrobial metal between the layers of the
dressing (1.e., within the dressing) or on the skin facing layer, in view of the

above noted teachings of Burrell (FF 1-6).

Recently, in KSR Int'l Co. v. Teleflex, Inc., the Supreme Court advised
that the analysis in support of a conclusion of obviousness need not seek out
express teachings that are directed to the subject matter of Appellants’ claim
since the inferences and creative steps that a person of ordinary skill in the
art would have employed can be considered. KSR, 127 S. Ct. at 1740. One
of ordinary skill in the art is also a person of ordinary creativity, not an
automaton. KSR, 127 S. Ct. at 1742. We determine that including a known
familiar element of an antimicrobial metal within the dressing (that is,
between the layers of a dressing), versus on the external skin facing layer of
the dressing, would still have been reasonably expected to achieve the
predictable result of that known agent. Id. at 1739, 1740. See also Pfizer,
Inc. v. Apotex, Inc., 480 F.3d 1348, 1364 (Fed. Cir. 2007) (the expectation of

success need only be reasonable, not absolute).
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Appellants have not shown that there is more than a predictable result
flowing from use of an antimicrobial metal within a multi-layered dressing
as taught in Burrell.

Appellants contend that it was surprising to find that the antimicrobial
metal not in direct contact with the skin functions to provide a sufficient
antimicrobial effect. (App. Br. 12). However, Appellants’ Specification
describes that the metal is “released” to give rise to an antimicrobial effect
(e.g., Spec. 16, §[0076]). We fail to see how Appellants’ “release”
distinguishes over Burrell’s “release” of the antimicrobial agent (see, e.g.,
Burrell p. 14, §[0183]), especially when the antimicrobial metal is located
within the dressing of Burrell (see also, e.g., FF 5). Further, we note that the
language of claim 1 does not preclude the antimicrobial metal from coming
into contact with the skin when the wound covering article is in use.

In light of all these circumstances, we agree with the Examiner that it
would have been prima facie obvious to provide the antimicrobial metal of
Burrell within the dressing (i.e., between the first and second layers) and not
on external surfaces of the dressing. Thus, the wound covering article
defined by claim 1 (as well as claims 2-20 which were not separately
argued) would have been obvious to one with ordinary skill in view of
Burrell.

In sum, considering the record as a whole, we conclude that the
invention of claim 1-20 would have been obvious to one of ordinary skill in

the art in view of the combined teachings of Burrell and Burton.
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DECISION

The Examiner’s § 103 rejection of claims 1-20 as unpatentable over
the combined teachings of Burrell and Burton is affirmed.

The Examiner’s obviousness-type double patenting rejections are
affirmed.

No time period for taking any subsequent action in connection with

this appeal may be extended under 37 C.F.R. § 1.136(a)(1)(iv).

AFFIRMED

cam

GREENBLUM & BERNSTEIN, PLC
1950 ROLAND CLARKE PLACE
RESTON, VA 20191

10



	ISSUE ON APPEAL 
	FINDINGS OF FACT  
	Burrell 


<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


