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COMBINED ORDER REMANDING TO THE EXAMINER AND 

ORDER UNDER 37 C.F.R. § 41.50(d)(1)   

 Appellants appeal the Examiner’s final rejection of claims 1, 2, 5, 6, 

10-16, 18-20, 47, 48, 51, 52, 54-60 and 62-64.  Because the issues are not 

ripe for appeal, we remand this application to the Examiner.   
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We order both the Examiner and the Appellants to take appropriate 

action consistent with the views expressed below.  We return this application 

to the Examiner’s jurisdiction for purposes of properly interpreting the 

claims on appeal and reevaluating the Examiner’s § 103 rejections based on 

the properly interpreted claims. 

The subject matter on appeal relates to an apparatus for introducing a 

molecular oxygen-containing gas into a reactor containing a solid catalyst 

for a heterogeneous gas phase reaction and to processes in which a 

molecular oxygen-containing gas is introduced into a reactor containing a 

solid catalyst for a heterogeneous gas-phase reaction.  (Spec. 1).  Further 

details of the appealed subject matter are provided in independent claims 1 

and 47 which are reproduced below, as presented in the Brief: 

1.  A reactor for containing a solid catalyst for a heterogeneous 
gas-phase reaction said reactor being a fluid bed reactor 
comprising: 

a grid; 
more than one inlet pipes for a molecular oxygen-containing gas 

extending into said reactor; 
surround means for surrounding a substantial portion of said inlet 

pipes in said reactor with an inert gas; and 
means for detecting a change in pressure of said inert gas 

surrounding said inlet pipes; 
wherein the surround means are provided with a supply of an 

inert gas, and further wherein the inert gas surrounding the 
inlet pipes is sealed. 

47.  A reactor for containing a solid catalyst for a heterogeneous 
gas-phase reaction said reactor being a fluid bed reactor 
comprising: 

a grid; 
more than one inlet pipes for a molecular oxygen-containing gas 

extending into said reactor; 
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surround means for surrounding a substantial portion of said inlet 
pipes in said reactor with an inert gas; and 

means for detecting a change in pressure of said inert gas 
surrounding said inlet pipes; 

wherein the surround means is provided with a limited supply of 
inert gas sufficient to replace minor leaks. 

Any initial inquiry into the propriety of the Examiner’s prior art 

rejection requires the determination the precise scope of the claimed subject 

matter.  In re Paulsen, 30 F.3d 1475, 1479 (Fed. Cir. 1994).  Generally, we 

give the broadest reasonable interpretation to the terms in the claims 

consistent with the Appellants’ Specification.  In re Morris, 127 F.3d 1048, 

1054-55 (Fed. Cir. 1997).  When the claim terms are written in a “means-

plus-function” format, however, we interpret them as limited to the 

corresponding structures described in the Specification or equivalents 

thereof consistent with § 112, sixth paragraph.  In re Donaldson Co., Inc.,  

16 F.3d 1189, 1193 (Fed. Cir. 1994) (en banc).  This interpretation is 

appropriate only if the claimed means-plus-function elements do not include 

sufficient structural limitations for performing the claimed functions, thus 

invoking § 112, paragraph 6.  Al-Site Corp. v. VSI Int’l, Inc., 174 F.3d 1308, 

1319 (Fed. Cir. 1999).  

As stated by our reviewing court in B. Braun Med., Inc., v. Abbott 

Labs., 124 F.3d 1419, 1424 (Fed. Cir. 1997): 

[S]tructure disclosed in the specification is ‘corresponding’ 
structure only if the specification or prosecution history clearly 
links or associates that structure to the function recited in the 
claim.  This duty to link or associate structure to function is the 
quid pro quo for the convenience of employing § 112, 6. 
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In Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d 1374, 1382 (Fed. Cir. 

1999), our reviewing court further stated that the particularity requirement of 

35 U.S.C. § 112, second paragraph, requires that 

the corresponding structure(s) of a means-plus-function 
limitation . . . [is] disclosed in the written description in such 
a manner that one skilled in the art will know and 
understand what structure corresponds to the means 
limitation.  Otherwise, one does not know what the claim 
means.  (Emphasis added.)  

The structures equivalent to the corresponding structures described in the 

Specification include those which  

1) perform substantially the same function in substantially the same 

way to produce substantially the same result, Odetics, Inc. v. Storage Tech. 

Corp., 185 F.3d 1259, 1267  (Fed. Cir. 1990); 

2) have insubstantial differences, Valmount Indus., Inc. v. Reinke Mfg. 

Co., Inc. 983 F.2d 1039, 1042-44 (Fed. Cir. 1993); 

3) are structurally equivalent, In re Bond, 910 F.2d 831 (Fed. Cir. 

1990); and 

4) a person having ordinary skill in the art would have recognized as 

interchangeable, Al-Site Corp. v. VSI Int’l, Inc., 174 F.3d at 1316. 

 Here, the appealed claims recite various means plus function 

limitations including “surround means” for surrounding a substantial portion 

of said inlet pipes in said reactor with an inert gas; and “means for detecting 

a change in pressure.”   

On the present record, Appellants, when addressing claims 1 and 47, 

have argued the specific means-plus-function limitation (Br. 9).  The record 

is not clear whether the means-plus-function limitations invoke § 112, 

paragraph 6.  While the Appellants have identified the “means” clauses in 
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the claim and pointed to disclosure with respect thereto in the specification 

in the Summary of Claimed Subject Matter in the Brief (Br. 7), the 

disclosure pointed to does not identify the corresponding structures.  See    

37 C.F.R. § 41.37(c)(1)(v) (2005).  Thus, the Examiner is left to interpret the 

claims with respect to the corresponding structures described in the 

Specification or equivalents thereof.  If these means-plus-function 

limitations must be interpreted as the corresponding structures described in 

the Specification or equivalents thereof, the Examiner and the Appellants 

must indicate what structures in the Specification, if any, correspond to the 

above means-plus-function limitations, and the Examiner must further 

indicate what prior art structures, if any, are equivalent to the above means-

plus-function limitations.   

Implicit in these requirements is that both the Examiner and the 

Appellants must indicate whether the “corresponding” structures in the 

specification are described in a manner that would satisfy the definiteness 

requirement of 35 U.S.C. § 112, second paragraph. 

Therefore, pursuant to 37 C.F.R. § 41.50(d)(1) (2004), we order the 

Appellants to file a supplemental paper to explain whether or not the 

claimed means-plus-function limitations invoke §112, paragraph 6, and if 

invoked, specify what the structures in the Specification are encompassed by 

the means-plus-function limitations.  The Appellants shall specify a portion 

of the Specification relied upon to show the structures corresponding to the 

claimed means-plus-function limitations and shall explain why the structures 

relied upon are considered “corresponding” within the meaning of B. Braun 

Med., Inc., supra and Atmel Corp., supra.    
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Upon receiving the Appellants’ supplemental paper (if submitted), the 

Examiner is to determine whether the claimed means-plus-function 

limitations invoke §112, paragraph 6, and if invoked, what structures, if any, 

in the Specification correspond to the claimed means-plus-function 

limitations.  This evaluation necessarily requires the Examiner to determine 

whether the claim language and the corresponding structures described in 

the Specification are in compliance with the definiteness requirement of  

35 U.S.C. 112, second paragraph.  In other words, the Examiner must 

ascertain the correctness of the Appellants’ response to our Order pursuant 

to 37 C.F.R. § 41.50(d) (2004).   

Once the claim scope is properly defined, the Examiner must 

reevaluate the content of the applied prior art and determine whether it still 

renders the claimed subject matter unpatentable within the meaning of       

35 U.S.C. §§ 102 and/or 103.  The Examiner must determine whether the 

prior art structures are identical or “equivalent” to the corresponding 

structures described in the Specification.  The Examiner is authorized to 

submit a supplemental examiner’s answer containing the above analyses if 

such analyses do not constitute a new ground of rejection. 

If the Examiner determines that such analyses change the thrust of the 

Examiner’s § 102 and § 103 rejections or determine that the claims are 

indefinite and/or obvious under different statutory grounds, the Examiner 

must reopen the prosecution of this application to include such new grounds 

of rejection so that Appellants are given an opportunity to respond pursuant 

to the procedural due process requirement 
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CONCLUSION 

 In summary, the Appellants are given a non-extendable time 

period of two (2) months from the mailing date of this order to file a 

Supplemental Paper.  FAILURE TO RESPOND WITHIN THE GIVEN 

TIME PERIOD WILL RESULT IN THE DISMISSAL OF THE 

APPEAL.  

The instant application is remanded to the Examiner to consider the 

aforementioned issues and act accordingly.   

 This Remand to the Examiner pursuant to 37 C.F.R.  

§ 41.50(a)(1) (2004) is made for further consideration of a rejection.  

Accordingly, 37 C.F.R. § 41.50(a)(2) applies if a supplemental examiner's 

answer is written in response to this remand by the Board. 

 No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a). 

 

REMANDED AND 

ORDER UNDER 37 C.F.R. § 41.50(d)(1) 

 

 

 

 

tc/cam 

 

 

NIXON & VANDERHYE, PC 
901 NORTH GLEBE ROAD, 11TH FLOOR 
ARLINGTON, VA 22203 

 7



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


