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Before BRADLEY R. GARRIS, CHUNG K, PAK, and
TERRY J. OWENS, Administrative Patent Judges.

OWENS, Administrative Patent Judge.

DECISION ON APPEAL
The Appellant appeals from a rejection of claims 1-10 and 13-15,
which are all of the pending claims.
THE INVENTION
The Appellant claims a multilayer optical recording medium and a
storage device for recording and/or reproducing to/from the optical

recording medium. Claim 10 is illustrative:
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10. A storage device for recording and/or reproducing
information to/from a multilayer optical recording medium including
a plurality of set structures each consisting of a recording layer, a
photochromic layer, and an optical waveguide layer stacked in this
order from the irradiation side of a light beam for
recording/reproducing information, said storage device comprising:

a rotating mechanism for rotating said multilayer optical
recording medium;

a first optical head for directing a first light beam having a
center wavelength A1 to said multilayer optical recording medium to
record/reproduce information to/from an arbitrary one of said
recording layers; and

a second optical head for directing a second light beam having a
center wavelength A2 different from said center wavelength A1 to a
selected one of said optical waveguide layers;

said first optical head being located in a region where said
second light beam directed from said second optical head propagates
in said selected optical waveguide layer,

wherein said first optical head has a first objective lens for
focusing said first light beam on said arbitrary recording layer, and
said second optical head has a second objective lens for focusing said
second light beam on said selected optical waveguide layer,

said storage device further comprising;

a first photodetector for detecting reflected light of said first
light beam reflected on said photochromatic layer whose reflectance
has been increased by said second light beam propagating in said
selected optical waveguide layer;

a first focus error signal generating circuit for generating a
focus error signal for said first objective lens according to an output
from said first photodetector;
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a first objective lens driving circuit for driving said first
objective lens according to an output from said first focus error signal
generating circuit;

a second photodetector for detecting reflected light of said
second light beam;

a second focus error signal generating circuit for generating a
focus error signal for said second objective lens according to an
output from said second photodetector; and

a second objective lens driving circuit for driving said second
objective lens according to an output from said second focus error
signal generating circuit.

THE REFERENCES
Mizuno US 6,069,860 May 30, 2000
Yajima (Hideo)' JP 13-184641 Jul. 6,2001
(as translated)

Ueda US 6,418,108 Bl Jul. 9,2002
Yonezawa US 2002/1054582 A1 Oct. 24, 2002
Yamashita US 6,628,593 B1 Sep. 30, 2003
Akiyama US 2005/1035218 A1 Jun. 23, 2005

(effective filing date Oct. 5, 1999)

THE REJECTIONS
The claims stand rejected as follows: claims 1, 3-5 and 7 under
35 U.S.C. § 112, first paragraph, enablement requirement; claims 1-9 under
35 U.S.C. § 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claim the subject matter the applicant

regards as the invention; claim 10 under 35 U.S.C. § 102(b) over Mizuno;

'The Examiner (Ans. 4) and the Appellant (Br. 7) refer to Yajima as
“Hideo”. For consistency, we likewise do so.
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claims 10 under 35 U.S.C. § 102(b) over Yamashita; claims 10 and 14 under
35 U.S.C. § 102(b) over Yonezawa; claims 10 and 13 under 35 U.S.C. § 103
over Yamashita or Yonezawa, in view of Ueda; claims 10 and 14 under
35 U.S.C. § 103 over Akiyama; claims 10, 14 and 15 under 35 U.S.C. § 103
over Akiyama in view of Hideo; and claims 10, 13 and 14 under
35 U.S.C. § 103 over Akiyama in view of Ueda.’
OPINION
We reverse the Examiner’s rejections.
Rejection under 35 U.S.C. § 112, first paragraph

A specification complies with the 35 U.S.C. § 112, first paragraph,
enablement requirement if it allows those of ordinary skill in the art to make
and use the claimed invention without undue experimentation. See In re
Wright, 999 F.2d 1557, 1561 (Fed. Cir. 1993); Atlas Powder Co. v. E.I. du
Pont De Nemours & Co., 750 F.2d 1569, 1576 (Fed. Cir. 1984).

The Appellant’s original Specification discloses a multilayer optical
recording medium having first and second optical waveguide layers as
required by the Appellant’s claims 1, 3-5 and 7 (Spec. 17; fig. 1). The inner
edge of each waveguide layer has an inclined surface that enables a light
beam to be introduced into the waveguide layer such that the layer functions
as a waveguide (Spec. 18, 26; figs. 1, 4).

The Examiner argues that the Appellant’s original disclosure does not
provide enablement except for placing the waveguide layer access along the

inner radius of the optical recording medium (Ans. 4, 9). For other

?Rejections of claim 10 under 35 U.S.C. § 102(b) over Katayama
(US 5,093,821), and claims 10 and 13 under 35 U.S.C. § 103 over Katayama
in view of Ueda are withdrawn in the Examiner’s Answer (Ans. 3).
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embodiments, the Examiner argues, ‘“undue experimentation would be
needed to bring the light into the waveguiding layer so that it is waveguided
(Snell’s Law)” (Ans. 10).

The Examiner has not provided evidence that more than routine
experimentation would be required for one of ordinary skill in the art to
introduce light beams so as to provide propagation of the light beams
through the Appellant’s waveguide layers. The Examiner’s mere assertion is
insufficient for providing a prima facie case of lack of enablement as to the
Appellant’s claims 1, 3-5 and 7.

Rejection under 35 U.S.C. § 112, second paragraph

The relevant inquiry under 35 U.S.C. § 112, second paragraph, is
whether the claim language, as it would have been interpreted by one of
ordinary skill in the art in light of the Appellant’s Specification, sets out and
circumscribes a particular area with a reasonable degree of precision and
particularity. See In re Moore, 439 F.2d 1232, 1235 (CCPA 1971).

The Examiner argues that “[c]laims 1 and 7 should indicate that the
order of the layers are recited from the side of the laser incidence” (Ans. 5),
and that “[t]he waveguide layers should indicate that they direct the second
light beam into the photochromic layer, which causes the photochromic
layer to become more reflective.” See id.

The Examiner does not point to any language in the Appellant’s
claims that the Examiner considers to be unclear. Hence, the Examiner has
not established a prima facie case of indefiniteness of the Appellant’s

claims 1-9.
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Rejection of claim 10 under
35 U.S.C. § 102(b) over Mizuno

“Anticipation requires that every limitation of the claim in issue be
disclosed, either expressly or under principles of inherency, in a single prior
art reference.” Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868
F.2d 1251, 1255-56 (Fed. Cir. 1989).

The portion of Mizuno relied upon by the Examiner is Mizuno’s
discussion of a prior art device (Ans. 6). That device includes two optical
heads (70, 83), each of which records/reproduces information to/from a
different disk (10, 11) (col. 1, 1. 64 —col. 2, 1. 5; fig. 12).

The Examiner argues (Ans. 11):

In the applicant’s invention, both optical heads are on the same side of
the recording medium (see figure 2), which is the same orientation
found in figure 12 of Mizuno et al.. Therefore the dual head system
taught by Mizuno et al. meets the claim, it is just that there is no
waveguiding layer present, and none is required as the optical
recording medium is not part of the device.

Although the storage device claimed in the Appellant’s claim 10 does
not include an optical recording medium, the claim requires that the first
optical head is capable of focusing a first light beam on an arbitrary
recording layer, and that the second optical head is capable of focusing a
second light beam on a selected optical waveguide layer. The Examiner has
not established that the prior art device disclosed by Mizuno, wherein each
optical head focuses light on a different disk, has that capability. Hence, the

Examiner has not established a prima facie case of anticipation of the

invention claimed in the Appellant’s claim 10 over Mizuno.
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Rejection of claim 10 under
35 U.S.C. § 102(b) over Yamashita

Yamashita discloses a disk drive having an optical head (3) for CDs
and an optical head (4) for DVDs (col. 3, 1. 24-26). The two optical heads
operate simultaneously to determine what type of disk has been loaded, and
then the appropriate head starts the read or write operation and the other
head is halted (col. 5, 1l. 36-52).

The Examiner points out that Yamashita’s two optical heads operate
simultaneously to identify the disk (Ans. 6). The Examiner, however, does
not establish that one optical head is capable of focusing a first light beam
on an arbitrary recording layer, and that the second optical head is capable of
focusing a second light beam on a selected optical waveguide layer. The
Examiner, therefore, has not established a prima facie case of anticipation of
the invention claimed in the Appellant’s claim 10 over Yamashita.

Rejection of claims 10 and 14 under
35 U.S.C. § 102(b) over Yonezawa

Yonezawa discloses an optical disk apparatus having a first optical
system that “allows information recording/reproduction using a laser beam
having a wavelength ranging from 650 nm to 780 nm, and is used for
reproduction of a CD or DVD or recording/reproduction of a DVD-RAM or
DVD-R or DVD-RW” (4 0041), and a second optical system that “allows
information recording/reproduction using a laser beam having a wavelength
of around 400 nm, and has a surface recording density higher than a DVD or
the like”. See id. After disk discrimination to determine the type of disk
(90043), “[t]he first and second optical systems are selectively used to
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reproduce/record information from/on these two or more different optical
disks using a plurality of laser beams having different wavelengths”
(91 0041).

The Examiner argues that Yonezawa’s optical heads have different
focus control circuitry (23, 28) and operate independently (Ans. 13).

The Examiner has not established that one of Yonezawa’s optical
heads is capable of focusing a first light beam on an arbitrary recording
layer, and that the other optical head is capable of focusing a second light
beam on a selected optical waveguide layer. Thus, the Examiner has not
established a prima facie case of anticipation of the invention claimed in the
Appellant’s claim 10 and its dependent claim 14 over Yonezawa.

Rejection of claims 10 and 13 under 35 U.S.C. § 103
over Yamashita or Yonezawa, in view of Ueda

The Examiner does not rely upon Ueda for any disclosure that
remedies the above-discussed deficiencies in Yamashita and Yonezawa as to
claim 10, and does not explain how the claim requirements missing from
Yamashita and Yonezawa would have been prima facie obvious to one of
ordinary skill in the art over Yamashita or Yonezawa, alone or in
combination with Ueda (Ans. 7, 14). Hence, the Examiner has not
established a prima facie case of obviousness of the inventions claimed in
the Appellant’s claim 10 and its dependent claim 13 over Yamashita or

Yonezawa, in view of Ueda.
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Rejection of claims 10 and 14 under
35 U.S.C. § 103 over Akiyama

Akiyama discloses a recording/reproducing apparatus having, in one
embodiment (fig. 1), optical heads (8a, 8b) arranged at almost the same
radial position with respect to a rotation center such that information is
recorded/reproduced from two layers (3, 5) simultaneously, thereby
doubling the speed of information transfer (4 0018). In another embodiment
(fig. 3) a guide groove in a first recording layer (3) is formed spirally from
the recording medium’s inner radius toward the outer radius, and a guide
groove in a second recording layer (5) is formed spirally from the recording
medium’s outer radius toward the inner radius (4 0024). One optical head
records/reproduces information to/from the first recording layer at the same
time as another optical head records/reproduces information to/from the
second recording layer, such that the total of the linear velocities of the two
optical heads is almost constant to provide an almost constant recording
density. See id.

The Examiner argues that Akiyama’s optical heads are independent of
each other and allow accessing different layers (Ans. 15).

As pointed out above, Akiyama’s optical heads either
record/reproduce at the same radial position, or one of them
records/reproduces by spiraling inwardly while the other spirals outwardly.
The Examiner has not established that one of Akiyama’s optical heads is
capable of focusing a first light beam on an arbitrary recording layer, and
that the other optical head is capable of focusing a second light beam on a

selected optical waveguide layer, or that Akiyama would have rendered that
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capability prima facie obvious to one of ordinary skill in the art. The
Examiner, therefore, has not established a prima facie case of obviousness of
the invention claimed in the Appellant’s claim 10 or its dependent claim 14
over Akiyama.

Rejections under 35 U.S.C. § 103 of claims 10, 14 and 15
over Akiyama in view of Hideo, and claims 10, 13 and 14
over Akiyama in view of Ueda

The Examiner does not rely upon Hideo or Ueda for any disclosure
that remedies the above-discussed deficiency in Akiyama as to claim 10
(Ans. 8,9, 15-17). Thus, the Examiner has not established a prima facie
case of obviousness of the inventions claimed in the Appellant’s claim 10
and its dependent claims 14 and 15 over Akiyama in view of Hideo, or
claim 10 and its dependent claims 13 and 14 over Akiyama in view of Ueda.

DECISION

The rejections of claims 1, 3-5 and 7 under 35 U.S.C. § 112, first
paragraph, enablement requirement, claims 1-9 under 35 U.S.C. § 112,
second paragraph, claim 10 under 35 U.S.C. § 102(b) over Mizuno, claim10
under 35 U.S.C. § 102(b) over Yamashita, claims 10 and 14 under
35 U.S.C. § 102(b) over Yonezawa, claims 10 and 13 under 35 U.S.C. § 103
over Yamashita or Yonezawa, in view of Ueda, claims 10 and 14 under

35 U.S.C. § 103 over Akiyama, claims 10, 14 and 15 under 35 U.S.C. § 103
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over Akiyama in view of Hideo, and claims 10, 13 and 14 under
35 U.S.C. § 103 over Akiyama in view of Ueda are reversed.
REVERSED

tf/ls

PATRICK G. BURNS, ESQ.
GREER, BURNS & CRAIN, LTD.
SUITE 2500

300 SOUTH WACKER DR.
CHICAGO, IL 60606

11




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /All
  /Binding /Left
  /CalGrayProfile (Dot Gain 20%)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.4
  /CompressObjects /Tags
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJDFFile false
  /CreateJobTicket false
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.0000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo false
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 300
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 300
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages true
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile ()
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000500044004600206587686353ef901a8fc7684c976262535370673a548c002000700072006f006f00660065007200208fdb884c9ad88d2891cf62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef653ef5728684c9762537088686a5f548c002000700072006f006f00660065007200204e0a73725f979ad854c18cea7684521753706548679c300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /DAN <>
    /DEU <>
    /ESP <>
    /FRA <>
    /ITA <>
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020b370c2a4d06cd0d10020d504b9b0d1300020bc0f0020ad50c815ae30c5d0c11c0020ace0d488c9c8b85c0020c778c1c4d560002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken voor kwaliteitsafdrukken op desktopprinters en proofers. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)
    /NOR <>
    /PTB <>
    /SUO <>
    /SVE <>
    /ENU (Use these settings to create Adobe PDF documents for quality printing on desktop printers and proofers.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /ConvertColors /NoConversion
      /DestinationProfileName ()
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /PresetSelector /MediumResolution
      >>
      /FormElements false
      /GenerateStructure true
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /NA
      /PreserveEditing true
      /UntaggedCMYKHandling /LeaveUntagged
      /UntaggedRGBHandling /LeaveUntagged
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [2400 2400]
  /PageSize [612.000 792.000]
>> setpagedevice


