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DECISION ON APPEAL
I. STATEMENT OF THE CASE
Appellants appeal under 35 U.S.C. § 134(a) from the Examiner’s
decision rejecting claims 1-3, 5-21, and 24-29. We have jurisdiction under
35 U.S.C. § 6(b).
We AFFIRM-IN-PART.
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The invention relates to a photo-detector array. The array includes
conventional photo-detectors which convert incoming photons into an
electrical charge. The charge is accumulated in charge wells (Spec. 3:13-
17). According to the Specification, those of ordinary skill in the art
recognize that there is a known relationship between the number of photons
impinging on a surface of a particular photo-detector and the amount of
charge accumulated in the associated charge well (Spec. 3:17-22). In
Appellants’ system, the charge well is coupled to a charge-in counter and a
charge-out counter (e.g., coulomb counters or electron charge counters)
(Spec. 3:23 to 4:7). A source of electrons is coupled to the charge-in counter
while a charge sink is coupled to the charge-out counter (Spec. 3:23 to 4:7).
The source and sink pump electrons into and out of the well to keep charge
well at or near a pre-defined charge level at which the photo-detector will
display near-optimal responsiveness to incoming photons (Spec. 5:6-12).
The optimization of the charge level within the well i1s accomplished through
a well-charge-level controller that adjusts the control signal inputs of the
charge source and/or charge sink (Spec. 5:8-12). Claim 1 is illustrative of
the subject matter on appeal:

1. A system comprising:

a photo-detector array having a first charge well;

a first charge pump [charge source or charge sink] operably coupled
with the first charge well;

a first well-charge-level controller operably coupled with said first
charge pump; and

a first charge counter operably coupled with said first charge pump.
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Appellants request review of all of the rejections maintained by the
Examiner, namely:

1. the rejection of claims 27-29 under 35 U.S.C. § 112, 4 1 as lacking
written descriptive support in the originally-filed Specification;

2. the rejection of claims 1-3, 5, 7-11, 13-21, and 24-29 under
35 U.S.C. § 102(b) as anticipated by Kalnitsky (US 6,380,571 B1 issued
Apr. 30, 2002 to Kalnitsky et al.); and

3. the rejection of claims 6 and 12 under 35 U.S.C. § 103(a) as
obvious over Kalnitsky.

We address the issues arising for each of these rejections below.

II. DISCUSSION
Written Descriptive Support

With regard to the rejection under 35 U.S.C. § 112, 4 1, the Examiner
finds that “[t]he specification does not describe controlling the charge pump
or active charge sink to dynamically maintain the charge-level at a target
charge level” as recited in claims 27-29 (Ans. 3).

Appellants contend that the Specification provides written descriptive
support. Specifically, Appellants cite to portions of the Specification
describing using at least one of a proportional, integral, and derivative
control scheme, and the portions of the Specification describing controlling
the signal inputs “more or less continuously” so that the charge level in the
charge well stays at or around the predefined charge level (Br. 43; Reply Br.
7-10).

The Examiner responds that the “term ‘dynamically maintain’ is not

found anywhere in the specification and that Appellant’s cited portions of
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the specification are not necessarily correlative of dynamically maintaining a
well-charge-level.” (Ans. 17).

The issue is: has the Examiner established that the Specification does
not reasonably convey to one of ordinary skill in the art that Appellants had
possession of a controller that dynamically maintains the charge-level of a
charge well at a target charge level?

We answer this question in the negative.

The test for determining compliance with the written description
requirement of 35 U.S.C. § 112, 9] 1, is whether the disclosure of the
application as originally filed would have reasonably conveyed to one of
ordinary skill in the art that the inventor had possession at that time of the
later claimed subject matter. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1563 (Fed. Cir. 1991). The subject matter of the claims need not be
described identically or literally to satisfy the written description
requirement of 35 U.S.C. § 112,49 1. In re Kaslow, 707 F.2d 1366, 1375
(Fed. Cir. 1983). However, the description of the invention must be
sufficiently clear that one of ordinary skill in the art would have recognized
from the disclosure that the applicants invented the later claimed subject
matter. In re Wertheim, 541 F.2d 257, 262 (CCPA 1976). Whether a
specification complies with the written description requirement of 35 U.S.C.
§ 112,91, is a question of fact. Gentry Gallery Inc. v. Berkline Corp., 134
F.3d 1473, 1479 (Fed. Cir. 1998); In re Alton, 76 F.3d 1168, 1175 (Fed. Cir.
1996).

The following facts are uncontested and relevant:

1. The Specification describes “more or less continuously” adjusting

control signal inputs to maintain the charge level (Spec. 5:6-12).
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2. The control mechanism can be by “at least one of a proportional,
integral, and derivative control scheme.” (Spec. 5:12-16.)

3. Claim 27 requires a first well-charge-level controller “configured to
control said first charge pump to dynamically maintain a well-charge-
level at or near a photo-detector target charge level.”

The type of control described in the Specification is the type that is
ongoing and responsive to changes in charge during the use of the photo-
detector (FF 1-2). The Examiner has not provided any evidence that those
of ordinary skill in the art would understand such continuous-type control as
not “dynamic” or that “dynamic maintenance” of the charge levels means
something different to one of ordinary skill in the art than what is described
in the Specification.

On this record, we do not sustain the Examiner’s rejection of claims
27-29 under 35 U.S.C. § 112, 9 1.

Anticipation

With regard to the Examiner’s rejection of claims 1-3, 5, 7-11, 13-21,
and 24-29 as anticipated by Kalnitsky, Appellants present various arguments
under separate headings. To the extent that these arguments present separate
issues to be decided on appeal, we select one claim as representative for
each separate issue.

Claim 1

Appellants contend that Kalnitsky does not describe the claimed “first
well-charge-level controller,” but instead teaches a reset controller (Br. 24-
29). Appellants further contend that Kalnitsky does not describe the claimed

“first charge counter,” but instead teaches a pulse counter (Br. 29-30).
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The Examiner finds that the controller 340 of Kalnitsky is a “first
well-charge-level controller” and the counter 330 is a “first charge counter”
within the meaning of claim 1 (Ans. 3-4).

The issues in regard to both the controller and the counter are issues
of claim interpretation. There is no dispute that Kalnitsky describes a
system including a reset controller and a pulse counter, the question is
whether the claim language encompasses those structures.

With respect to the controller, the Examiner determines that
Appellants have not provided any special definition for “well-charge-level
controller” in their Specification and, therefore, the Examiner construes
“well-charge-level controller” in accordance with the ordinary meaning of
the terms as “a component which controls the charge of a well” (Ans. 11).
Appellants, however, contend that the Examiner has erred in not interpreting
the claim in light of the Specification (Br. 24-25), and also erred as a matter
of law in applying a mode of claim interpretation used in connection with
determination of validity and infringement (Reply Br. 10-17).

The issue on appeal arising from the contentions of Appellants and the
Examiner is: was it reasonable for the Examiner to interpret “well-charge-
level controller” to encompass the reset controller of Kalnitsky and the
“charge counter” to encompass the pulse counter of Kalnitsky?

“[A]s an initial matter, the PTO applies to the verbiage of the
proposed claims the broadest reasonable meaning of the words in their
ordinary usage as they would be understood by one of ordinary skill in the
art, taking into account whatever enlightenment by way of definitions or
otherwise that may be afforded by the written description contained in the

applicant's specification.” In re Morris, 127 F.3d 1048, 1054 (Fed. Cir.
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1997). While we consult the Specification to determine the meaning of the
claim terms, we take care to not limit the claim to the specific embodiments
disclosed in the Specification when the claim terms appear to have a broader
meaning. See In re Van Geuns, 988 F.2d 1181, 1184 (Fed. Cir. 1993)
(“[L]imitations are not to be read into the claims from the specification.”)
and Phillips v. AWH Corp., 415 F.3d 1303, 1323 (Fed. Cir. 2005)(en banc)
(“[T]he line between construing terms and importing limitations can be
discerned with reasonable certainty and predictability if the court's focus
remains on understanding how a person of ordinary skill in the art would
understand the claim terms. For instance, although the specification often
describes very specific embodiments of the invention, we have repeatedly
warned against confining the claims to those embodiments.”).

“Although an inventor is indeed free to define the specific terms used
to describe his or her invention, this must be done with reasonable clarity,
deliberateness, and precision. ‘Where an inventor chooses to be his own
lexicographer and to give terms uncommon meanings, he must set out his
uncommon definition in some manner within the patent disclosure’ so as to
give one of ordinary skill in the art notice of the change.” In re Paulsen, 30
F.3d 1475, 1480 (Fed. Cir. 1994) (quoting Intellicall, Inc. v. Phonometrics,
Inc, 952 F.2d 1384, 1378-88 (Fed. Cir. 1992)).

In order to anticipate, a reference must identify something falling
within the claimed subject matter with sufficient specificity to constitute a
description thereof within the purview of § 102. In re Schaumann, 572 F.2d
312,317 (CCPA 1978). “The law of anticipation does not require that the
reference ‘teach’ what the subject patent teaches. Assuming that a reference

is properly ‘prior art,’ it is only necessary that the claims under attack, as
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construed by the court, [or the Board] ‘read on’ something disclosed in the
reference, i.e., all limitations of the claim are found in the reference, or ‘fully
met’ by it.” Kalman v. Kimberly-Clark Corp., 713 F.2d 760, 772 (Fed. Cir.
1983).

The following enumerated findings of fact (“FF”) are of particular
relevance:

4. In describing the “well-charge-level controller,” the Specification
describes example processes and implementations and how the
controller “typically” works (see, e.g., Spec. 5:6-19).

5. The Specification does not precisely or deliberately define or limit the
identity of a “well-charge-level controller.” (Spec. in its entirety.)

6. The controller of Kalnitsky controls the level of charge within a well
during a two step process including an image integration step (where
light energy is collected and converted to an electrical charge) and a
read out/reset step (where the electrical charge is read from the cell
and the cell is simultaneously reset for the next integration cycle
(Kalnitsky, col. 4, 11. 40-45).

7. During the read out/reset step, the controller 340 directs oscillator 320
to output a series of positive electrical pulses to lower the potential on
the p-well 214 (charge well), monitors the potential level, and stops
the pulses when the potential reaches the level required for the
integration step (Kalnitsky, col. 5, 11. 22-39; col. 6, 11. 38-40; col. 6, 11.
64-66).

8. By directing the output of charge pulses, monitoring potential level,

and stopping the pulses at a predetermined point, Kalnitsky’s
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controller 340 controls the charge level within a charge well (p-well

214) (Kalnitsky, col. 5, 1. 22-39; col. 6, 11. 38-40; col. 6, 11. 64-66).

The Examiner has correctly determined that the Specification provides
no definition for “well-charge-level controller” (FF 5). Instead, the
Specification describes how the controller “typically” operates and provides
“exemplary processes” and “exemplary implementations” (FF 4). The
language of the Specification is not particularly limiting and it was,
therefore, appropriate for the Examiner to interpret the claim words in a
manner consistent with the Specification and in light of the meaning one of
ordinary skill in the art would attach to those words.

Giving the terms their ordinary meaning as they would be understood
in the art and which is consistent with the usage of the terms in the
Specification, but which does not improperly add extraneous limitations
from the Specification, a “well-charge-level controller” is any component
that controls the charge level of a well. See In re Morris, 127 F.3d at 1056
(“Absent an express definition in their specification, the fact that appellants
can point to definitions or usages that conform to their interpretation does
not make the PTO’s definition unreasonable when the PTO can point to
other sources that support its interpretation.”). “It is the applicants’ burden
to precisely define the invention, not the PTO’s. See 35 U.S.C. § 11292
[statute omitted].” Id. Appellants have had the opportunity to amend the
claims to achieve more precise claim coverage, i.e., to limit the claim to the
“exemplary process” disclosed in the Specification, but did not do so. See In
re Icon Health and Fitness, Inc., 496 F.3d 1374, 1379 (Fed. Cir. 2007) (“as
applicants may amend claims to narrow their scope, a broad construction

during prosecution creates no unfairness to the applicant or patentee.”).
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Kalnitsky controls the level of charge within charge well 214 during

the reset step (FF 6-7) and is, therefore, a “well-charge-level controller”

within the meaning of claim 1 (FF 8).

With regard to the issue of whether the pulse counter of Kalnitsky is a

“charge counter” within the meaning of claim 1, the following additional

Findings of Fact (FF) are relevant:

9.

10.

11.

12.

13.

14.

The Specification discloses coulomb counters and electron counters
as examples of useful charge-in counters and charge-out counters
(Spec. 3:23-24; 4:3-4).

The Specification discloses that the charge counter counts charge
“over some interval of time under control of charge calculation unit
116.” (Spec. 6:2-6.)

The Specification does not define “charge counter” (Spec. in its
entirety).

Kalnitsky’s system includes a counter 330 that counts the number of
pulses output by oscillator 320 (Kalnitsky, col. 4, 11. 36-39; col. 5, 11.
37-39).

During each pulse, a fixed amount of negative charge Qi is injected
into the charge well (p-well 214) (Kalnitsky, col. 7, 1I. 9-11).
Kalnitsky’s counter 330 counts charge over the interval of time of a
pulse. The interval of time is set by the oscillator 320. (Kalnitsky,
col. 4, 11. 36-39; col. 5, 11. 37-39; col. 7, 11. 9-11.)

Appellants’ Specification neither contains a specific definition for

“charge counter,” nor limits the counter to a type of counter different from

that of Kalnitsky (FF 8 and 10). In fact, Appellants’ Specification discloses

that the counter counts charge over a specified time interval (FF 9). A pulse

10
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is a fixed amount of charge Qi within a time interval over which the fixed
amount of charge is injected into the charge well (FF 12-14). Therefore,
Kalnitsky’s counter 330, which counts charge pulses, is a “charge counter”
within the meaning of claim 1.

In light of the law on claim interpretation, it was reasonable for the
Examiner to interpret “well-charge-level controller” to encompass the reset
controller of Kalnitsky and the “charge counter” to encompass the pulse
counter of Kalnitsky.

We sustain the rejection of claim 1 as anticipated by Kalnitsky.
Claims 3, 11, and 13 were not separately argued and stand or fall with claim
1. Therefore, we sustain the rejection of claims 3, 11, and 13 as anticipated
by Kalnitsky on the basis explained above.

Claim 2

With regard to claim 2, Appellants contend that Kalnitsky does not
teach the use of an active charge sink as a charge pump (Br. 30-32).

The Examiner responds that while in Kalnitsky’s main embodiment a
p-well is fabricated within an n-well, Kalnitsky also suggests reversing the
n-type and p-type components so the direction of charge/current is switched
and, thus a current sink is incorporated instead of a current source (Ans. 14).

The issue is: have Appellants identified a reversible error in the
Examiner’s finding that Kalnitsky teaches an embodiment using a charge
sink as required by claim 2?

The following Findings of Fact (FF) are relevant:

15. As shown in Figure 2 of Kalnitsky, the main embodiment includes a
p-well 214 (charge well) formed in n-well 212 on a substrate of p-
type material 210 (Kalnitsky, col. 4, 11. 3-6).

11
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16.

17.

18.

19.

In the embodiment of Figure 2, during the integration period, light
(photons) strikes the lattice in p-well 214 and n-well 212 forming a
number of electron-hole pairs. Diffusion of electrons and holes
between the wells results in an increase in holes in the p-well 214
thereby increasing the potential on p-well 214 (col. 5, 11. 5-7; 11. 10-
20).

P-well 214 and n-well 212 are designed to limit recombination
between the newly formed photogenerated electron-hole pairs (col.
5,11. 7-9).

During the read out/reset step, the embodiment of Figure 2 uses a
charge pump to apply a series of positive charge pulses to lower the
potential on the p-well (col. 5, 11. 29-34).

Kalinsky discloses that “in addition to using a p-well which is
fabricated in an isolating n-well which, in turn, in [sic, is] formed in
a p-substrate, the p-well can also be formed in a n-substrate.”
(Kalnitsky, col. 9, 1. 29-32.) “In addition, a n-well can be formed in
a p-substrate, or in an isolating p-well which, in turn is formed in a

p-substrate.” (Kalintsky, col. 9, 11. 33-34.)

Appellants have not convinced us of reversible error in the Factual

Findings of the Examiner. The Examiner has correctly interpreted the

reference as disclosing alternative embodiments including one in which the

positions of the p-well and n-well are reversed (Ans. 4 and 13-14). In the

main embodiment, the p-well is within the isolating n-well whereas in the

alternative, the n-well is within an isolating p-well (FF 14, 18). In both

cases, there is a combination of wells and the combination of wells limits

recombination of the photogenerated electron-hole pairs (FF 15). Appellants

12
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do not dispute that, as found by the Examiner, “by reversing N-type and P-
type components, the direction of charge/current is switched and thus, a
current sink is incorporated instead of a current source.” (Ans. 14.)
Therefore Appellants have not identified a reversible error in the Examiner’s
finding that Kalnitsky teaches an embodiment using a charge sink as
required by claim 2.

Claim 5

Claim 5 further limits the first well-charge-level controller of claim 1
to comprising “a processor configured to control said first charge pump
utilizing at least one of a proportional, integral, or derivative control.”

The Examiner finds that Kalnitsky’s processor 340 uses proportional
control because “charge pump control is proportional to the read out
current.” (Ans. 4 citing Kalnitsky, col. 6, 1. 56-66.)

Appellants contend that column 6, lines 56-66 does not show or
suggest “charge pump control is proportional to the read out current” as
suggested by the Examiner (Br. 33).

The issue is: has the Examiner established that column 6, lines 56-66
teaches proportional control?

Column 6, lines 56-66 disclose that controller 340 commands counter
330 to stop counting pulses and oscillator to stop outputting pulses when the
read out current substantially stops (Kalnitsky, col. 6, 11. 56-66). The
Examiner has not sufficiently explained how this amounts to proportional
control, as that term 1s used in the control art.

The Examiner has not established that column 6, lines 56-66 teaches

proportional control. Therefore, we do not sustain the rejection of claim 5.

13
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Claims 7-10

With regard to claims 7-10, Appellants again contend that Kalnitsky
does not describe a charge counter, but instead counts pulses (Br. 37-40).
For the reasons discussed above with regard to claim 1, we find this
argument unpersuasive. Kalnitsky’s counter 330, which counts charge
pulses, is a “charge counter” within the meaning of the claims.

Claim 14

In essence, Appellants’ argument with regard to claim 14 is that the
Examiner has not pointed to any objective evidence that controller 340 of
Kalnitsky teaches a well-charge-level detector and that Kalnitsky teaches
away from a well-charge-level detector (Br. 41).

The Examiner finds that Kalnitsky teaches a first well-charge-level
detector within controller 340 citing column 6, lines 38-40. Column 6, lines
38-40 disclose that controller 340 determines when the potential on p-well
214 has reached the initial level by sensing current that flows through read
out transistor 228. The current sensor is a detector and the sensor of
Kalnitsky detects the level of charge within the p-well. Appellants have not
identified a reversible error in the finding of the Examiner.

Claim 27

Claim 27 is dependent on claim 1 and further requires that the first
well-charge-level controller be configured to control the first charge pump to
dynamically maintain a well-charge-level at or near a photo-detector target
charge level.

Appellants contend that the controller of Kalnitsky is different from

the controller recited in dependent Claim 27. This is because, according to

14
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Appellants, “Kalnitsky teaches setting the ‘potential on p-well 214’ to an
‘initial level,” allowing ‘absorbed photons’ to ‘increase[] the potential on p-
well 214° during an ‘integration period’ and then engaging in a ‘reset’ of “p-
well 214 to the initial level’.” (Br. 45).

The Examiner finds that the above control of Kalnitsky does in fact
“dynamically maintain” the well-charge level because it controls the number
of pulses according to a sensed current (Ans. 9).

There is no dispute here over what Kalnitsky teaches in terms of
control, the issue is: have Appellants identified a reversible error in the
Examiner’s finding that Kalnitsky’s controller is “configured to control said
first charge pump to dynamically maintain a well-charge-level at or near a
photo-detector target charge level” as required by claim 27?

Appellants fail to support their conclusory statement that the control
of Kalnitsky is different than that claimed, they merely point out what
Kalnitsky teaches and state that their control is different. But in order to
properly consider the issue, the meaning of “dynamically” must be
ascertained. Appellants do not define “dynamic maintaining” in their
Specification, nor point to any evidence as to what “dynamic maintaining”
would mean to one of ordinary skill in the art.

The term “dynamically” is used as an adjective modifying “maintain.”
Giving the term its broadest reasonable meaning consistent with its usage in
the Specification and with the meaning the ordinary artisan would attribute
to the term, the term means (a) “characterized by continuous movement,
advance, or expansion;” “characterized by continuous change;” “tending to
produce change;” or “having or relating to a nonphysical force or energy” or

(b) “having reference to change or behavior,” specifically, “relating to a

15



Appeal 2008-3711

Application 10/770,072

system or culture marked by continuous alteration and a resulting lack of
equilibrium of its elements.” Webster’s Third Int’l Dictionary, Unabridged,
Merriam-Webster (1993) accessible at lionreference.chadwyck.com.

In Kalnitsky, the target charge level is the initial charge level
Kalnitsky seeks to maintain at the end of the reset period and beginning of
the integration period. Kalnitsky is “dynamically maintaining” the charge
level because Kalnitsky’s system changes in a dynamic way (continuously),
but always returns to the “target charge level” (initial charge level).

Appellants have not identified a reversible error in the Examiner’s
finding that Kalnitsky’s controller is “configured to control said first charge
pump to dynamically maintain a well-charge-level at or near a photo-
detector target charge level.”

Claim 15

Claim 15 is directed to a method comprising: (a) counting charges
moved between a first charge pump and a first charge well of a photo-
detector array; and (b) calculating an overall charge-level of the first charge
well in response to said counting and a time interval.

Appellants contend that Kalnitsky counts pulses, not charges and
Kalnitsky further does not calculate the total charge level in response to a
time interval (Br. 48).

The Examiner agrees that Kalnitsky describes counting pulses, but
finds that such counting of pulses is a counting of charges within the
meaning of claim 15, and that Kalnitsky calculates the total charge (Tc) in
response to a time interval of (n) pulses in accordance with Tc=n*Qi, Q1

being the fixed amount of charge in each pulse (Ans. 6, 19). There is no

16
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dispute that Kalnitsky teaches using the above formula to calculate total
charge (Br. 48).

The issue is: is counting pulses as taught by Kalnitsky a form of
“counting charges” as required by claim 15; and is calculating the total
overall charge using Tc=n*Qi, as taught by Kalnitsky, a calculation “in
response to said counting and a time interval” as required by claim 15?

As we already determined, a pulse is fixed amount of charge during a
fixed time interval, and in counting pulses, Kalnitsky counts a fixed amount
of charge in a fixed amount of time (FF 12-14). Just as Appellants’ charge
counter counts charge “over some interval of time” so does Kalnitsky (FF 10
and 14). Kalnitsky teaches both counting charges (the aggregate charges in
a pulse) and calculates the overall charge-level based on the time interval of
aggregate pulses.

We find that counting pulses as taught by Kalnitsky is a form of
“counting charges” as required by claim 15; and that calculating the total
overall charge using Tc=n*Q4i, as taught by Kalnitsky, is a calculation “in
response to said counting and a time interval” as required by claim 15.

Claims 20, 21, and 25 were not separately argued, and those claims
stand or fall with claim 15. We sustain the rejection of claims 15, 20, 21,
and 25 as anticipated by Kalnitsky.

Claims 16-19, and 24

With respect to claims 16-19, and 24, Appellants rely upon the same
arguments made against claims 1, 2, and 15. As we discuss above, those
arguments do not convince us of reversible error on the part of the
Examiner. We sustain the rejection of claims 16-19, and 24 for the reasons

presented above for claims 1, 2, and 15.

17
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Claim 28

With respect to claim 28, Appellants reproduce their arguments
against claim 27 substantially verbatim but substituting the language of
claim 28 for the language of claim 27. Essentially, the argument is that
Kalnitsky’s control is different from that of claim 28. For the reasons
presented above in the discussion of claim 27, we determine that Appellants
have not identified a reversible error in the Examiner’s factual findings or in
the Examiner’s ultimate finding of anticipation.

Claim 26

With respect to claim 26, Appellants point out that this is a “means
for” version of independent claim 15 (Br. 63). Appellants contend that the
Examiner has not established a prima facie case that the functions of
independent claim 26 are taught in the art (Br. 63).

The issue is: have Appellants identified a reversible error in the
findings of the Examiner with regard to claim 26?

We answer this question in the negative.

This claim is in means-plus-function form such that its interpretation
is governed by 35 U.S.C. § 112, 9 6. Under § 112, sixth paragraph, means-
plus-function claim language must be construed by “look[ing] to the
specification and interpret[ing] that language in light of the corresponding
structure, material, or acts described therein, and equivalents thereof, to the
extent that the specification provides such disclosure.” In re Donaldson Co.,
Inc., 16 F.3d 1189, 1193 (Fed. Cir. 1994) (en banc). “[A] section 112,
paragraph 6 ‘equivalent[] ... [must] (1) perform the identical function and

(2) be otherwise insubstantially different with respect to structure.” Kemco

18
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Sales, Inc. v. Control Papers Co., 208 F.3d 1352, 1364 (Fed. Cir. 2000).
(citations omitted). “[T]wo structures may be ‘equivalent’ for purposes of
section 112, paragraph 6, if they perform the identical function, in
substantially the same way, with substantially the same result.” Kemco
Sales, 208 F.3d at 1364 (citations omitted).

As we determined above with respect to claim 15, Kalnitsky describes
the method steps of claim 15. As the method steps of claim 15 set forth the
functions within the means plus function clauses of claim 26, we cannot
agree with Appellants that Kalnitsky fails to teach the required functions.
Appellants advance no other arguments with respect to claim 26. Appellants
have not identified a reversible error in the Examiner’s rejection.

Claim 29

As stated by Appellants:

Dependent Claim 29 recites the "system of Claim 26,
wherein said means for counting charges moved between a first
charge pump and a first charge well of a photo-detector array
further comprises:

[a] means for monitoring a charge-level of the first
charge well; and

[b] means for controlling an operation of an active charge
sink responsive to said means for monitoring, wherein said
means for controlling further includes but is not limited to

[1] means for comparing the monitored charge-
level of the first charge well against a photo-detector target

charge level, and

[2] means for controlling an operation of the active
charge sink to dynamically maintain the charge-level of the first

19
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charge well at or near a photo-detector target charge level,
responsive to said means for comparing.[']

(Br. 64.)

Appellants contend that clauses [a] and [b] are “means for” versions
of dependent claim 17, and clauses [b][1] and [b][2] are “means for”
versions of analogous clauses of dependent claim 18 (Br. 66-67). Appellants
contend that claim 29 is patentable for at least the reasons claims 17 and 18
are patentable (Br. 66-67). With regard to claims 17 and 18, Appellants
relied upon the arguments advanced against the rejection of claims 1, 2, and
15 (Br. 51-54). Appellants have not identified a reversible error on the part
of the Examiner with regard to claims 1, 2, and 5, nor claims 17 and 18. In
view of that fact, we cannot say that Appellants have identified a reversible
error with regard to the rejection of claim 29.

Obviousness

The Examiner rejects claims 6 and 12 under 35 U.S.C. § 103(a) as
unpatentable over Kalnitsky.

Claim 6 is dependent on claim 5 and the rejection of claim 6 fails for
the same reason as the rejection of claim 5. The Examiner has not
sufficiently explained how Kalnitsky’s control amounts to proportional

control.

' As the Specification only identifies electron counters and coulomb
counters as corresponding to a charge counter (means for counting charges),
the claimed means for monitoring and means for controlling recited in the
body of claim 29 are not part of the “means for counting charges” recited in
the preamble. We, therefore, do not place any weight on the preamble of
claim 29 in considering the claim limitations of the body of claim 29.
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Appellants advance no separate argument for claim 12 and, therefore,
they have identified no error in the Examiner’s rejection. We, therefore,

sustain the rejection of claim 12 as obvious over Kalnitsky.

III. CONCLUSION

We do not sustain the rejection of claims 27-29 under 35 U.S.C.
§112,91.

We sustain the rejection of claims 1-3, 7-11, 13-21, and 24-29 under
35 U.S.C. § 102(b).

We do not sustain the rejection of claim 5 under 35 U.S.C. § 102(b).

We do not sustain the rejection of claim 6 under 35 U.S.C. § 103(a).

We sustain the rejection of claim 12 under 35 U.S.C. § 103(a).

IV. DECISION

The decision of the Examiner is affirmed-in-part.

V. TIME PERIOD FOR RESPONSE
No time period for taking any subsequent action in connection with

this appeal maybe extended under 37 C.F.R. § 1.136(a)(1)(iv).

AFFIRMED-IN-PART

cam
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	  The invention relates to a photo-detector array.  The array includes conventional photo-detectors which convert incoming photons into an electrical charge.  The charge is accumulated in charge wells (Spec. 3:13-17).  According to the Specification, those of ordinary skill in the art recognize that there is a known relationship between the number of photons impinging on a surface of a particular photo-detector and the amount of charge accumulated in the associated charge well (Spec. 3:17-22).  In Appellants’ system, the charge well is coupled to a charge-in counter and a charge-out counter (e.g., coulomb counters or electron charge counters) (Spec. 3:23 to 4:7).  A source of electrons is coupled to the charge-in counter while a charge sink is coupled to the charge-out counter (Spec. 3:23 to 4:7).  The source and sink pump electrons into and out of the well to keep charge well at or near a pre-defined charge level at which the photo-detector will display near-optimal responsiveness to incoming photons (Spec. 5:6-12).  The optimization of the charge level within the well is accomplished through a well-charge-level controller that adjusts the control signal inputs of the charge source and/or charge sink (Spec. 5:8-12).  Claim 1 is illustrative of the subject matter on appeal: 
	 
	III.  CONCLUSION 
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