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DECISION ON APPEAL 

This is an appeal under 35 U.S.C. § 134 involving claims to a 

cosmetic composition for treating pruritis (itching), which the Examiner has 

rejected as obvious.  We have jurisdiction under 35 U.S.C. § 6(b).  We 

affirm. 
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STATEMENT OF THE CASE 

Claims 32-59 are pending and on appeal.  The claims have not been 

argued separately and therefore stand or fall together.  37 C.F.R. 

§ 41.37(c)(1)(vii).  Claims 32 and 55 are representative and read as follows: 

32.  A topical cosmetic or dermatological preparation for treating a pruritic 
condition, wherein the preparation comprises (i) water, (ii) one or more oil 
phases, (iii) one or more O/W emulsifiers selected from PEG 12 
cetearylether and PEG 40 monostearate, (iv) polidocanol and (v) from 0.01 
to 1 w/w % of an essential oil which comprises menthol. 

 

55.  A topical cosmetic or dermatological preparation, wherein the topical 
preparation is suitable for treating a puritic [sic] condition and comprises (i) 
water, (ii) one or more oil phases, (iii) one or more O/W emulsifiers selected 
from PEG 12 cetearylether and PEG 40 monostearate, (iv) polidocanol and 
(v) an essential oil which comprises menthol, and wherein the preparation is 
present as a cream, a lotion, a gel, a spray, a foam or an impregnated wipe. 

 

The claims stand rejected under 35 U.S.C. § 103(a) as follows:   

•  Claim 55 as obvious in view of Lu;1  

•  Claims 32, 37-40, 42-44, 46-50, 55, 57, and 58 as obvious in view 

of Röder,2 either of Lapidus3 or Cohen,4 and Klein;5

•  Claims 32, 33, 37-40, 42, 43, 47, 48, 55, 56, and 59 as obvious in 

view of Cohen, Alnor,6 and Hill;7  

 
1 Lu et al., U.S. Patent 5,853,740, issued Dec. 29, 1998. 
2 Röder et al., U.S. Patent 6,217,885 B1, issued Apr. 17, 2001. 
3 Lapidus, U.S. Patent 5,543,148, issued Aug. 6, 1996. 
4 Cohen et al., U.S. Patent 5,558,914, issued Sept. 24, 1996. 
5 Klein, U.S. Patent 4,305,936, issued Dec. 15, 1981. 
6 Alnor, U.S. Patent 3,949,071, issued Apr. 6, 1976. 
7 Hill, U.S. Patent 6,202,845 B1, issued March 20, 2001. 
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•  Claims 49 and 58 as obvious in view of Cohen, Alnor, Hill, and 

Mantelle;8

•  Claims 45, 46, 50, 51, and 54 as obvious in view of Cohen, Alnor, 

Hill, and Herstein;9

•  Claims 41 and 44 as obvious in view of Cohen, Alnor, Hill, and 

Hose;10 and  

•  Claims 34-36, 52, 53, and 57 as obvious in view of Cohen, Alnor, 

Hill, and Bazin.11

OBVIOUSNESS BASED ON LU 

Issue 

Claim 55 stands rejected as obvious in light of Lu.  The Examiner’s 

position is that a person of ordinary skill in the art would have considered it 

obvious to substitute PEG 40 monostearate for the egg lecithin in Lu’s 

Example 1E composition, and that doing so would result in a composition 

encompassed by claim 55 (Answer 3-4). 

Appellants contend that Lu’s composition contains a peptide active 

agent and is intended for oral administration, and that it would not have been 

obvious to provide the peptide-containing composition of Example 1E in the 

form of a topical composition, such as a lotion, as required by claim 55 

(Appeal Br. 10-11).   

 
8 Mantelle, U.S. Patent 5,446,070, issued Aug. 29, 1995. 
9 Herstein, U.S. Patent 5,902,591, issued May 11, 1999. 
10 Hose, EP 0 702 956 A1, published March 27, 1996. 
11 Bazin et al., U.S. Patent 6,001,367, issued Dec. 14, 1999. 
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The issue is whether the Examiner has established that the 

composition of claim 55 would have been prima facie obvious to a person of 

ordinary skill in the art based on Lu.   

 

Findings of Fact 

FF1.  Lu discloses a composition containing water, an oil phase 

comprising at least soybean oil and olive oil, egg lecithin, laureth-9, and 

peppermint oil (Lu, col. 14, ll. 48-55 (composition E)).  

FF2.  Lu’s composition E is a water-in-oil-in-water microemulsion 

(id. at col. 13, l. 34 to col. 14, l. 5). 

FF3.  Laureth-9 is a synonym for polidocanol (Röder, col. 2, ll. 54-55:  

“Laureth-9 is a polyethylene glycol(9)-monododecyl ether (polydocanol).”). 

FF4. “Menthol is a component of the well-known Japanese 

peppermint oil” (Spec. 5: 8-9). 

FF5. Lu discloses that the aqueous phase of the microemulsion “may 

contain a hydrophilic non-ionic surfactant. . . . Examples of suitable 

surfactants include the lecithins . . . and polyoxyethylene-40-stearate.”  (Lu, 

col. 10, ll. 43-55.) 

FF6. Appellants do not dispute that polyoxyethylene-40-stearate is a 

synonym for PEG 40 monostearate (cf. Spec. 6: 33 to 7: 10 (synonyms of 

PEG-40 stearate include “monostearate polyoxyethylene 40” and 

“monostearate polyoxyl 40”). 

Discussion 

We conclude that Lu supports a prima facie case of obviousness. 

4  
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Lu discloses a composition that includes all of the components recited 

in claim 55 except for the specified emulsifier (FF1, 3, 4).  Lu’s composition 

contains the surfactant egg lecithin (FF1).  Lu teaches that other suitable 

surfactants include polyoxyethylene-40-stearate (FF5), which Appellants do 

not dispute is the same as the “PEG 40 monostearate” recited in claim 55 

(FF6).   

It would have been obvious to a person of ordinary skill in the art to 

substitute PEG 40 monostearate for the egg lecithin in the composition of 

Example 1E because Lu teaches that both egg lecithin and PEG 40 

monostearate are suitable surfactants to include in the aqueous phase of its 

microemulsions.  The substitution of PEG 40 monostearate for egg lecithin 

therefore represents no more than using known equivalents for their known 

function.  Cf. KSR Int’l Co. v. Teleflex Inc., 127 S. Ct. 1727, 1739 (2007) 

(“The combination of familiar elements according to known methods is 

likely to be obvious when it does no more than yield predictable results.”).   

Appellants argue that Lu’s composition is intended for oral delivery 

and contains a peptide active agent (Appeal Br. 11), and that they “are 

unable to see why one of ordinary skill in the art would want to include this 

(probably quite expensive) peptide in a topical cosmetic or dermatological 

preparation” (id.).  Appellants also argue that the Examiner has not provided 

any evidence that Lu’s microemulsion is a “lotion” and conclude that one of 

ordinary skill in the art would have had no reason to provide Lu’s 

composition “in the form of a topical cosmetic or dermatological preparation 

and in particular, a lotion” (id.). 

5  
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These arguments are not persuasive.  First, with regard to the peptide 

active agent, claim 55 is directed to a composition that “comprises” 

specified ingredients.  The open claim language does not exclude the 

addition of other, unrecited components.  See CIAS, Inc. v. Alliance Gaming 

Corp., 504 F.3d 1356, 1360 (Fed. Cir. 2007)(“In the patent claim context the 

term ‘comprising’ is well understood to mean ‘including but not limited 

to.’”).  It is true that the preamble of the claim requires the composition to be 

suitable for topical application, but Appellants have pointed to no evidence 

that the peptide included in Lu’s composition would have made it unsuitable 

for such use.  Therefore, the presence of a peptide in Lu’s composition is not 

germane to the obviousness issue. 

Second, Appellants have pointed to no definition of “lotion” in the 

Specification that would require properties not possessed by Lu’s 

composition.  Nor have Appellants provided evidence that the normal use of 

the term by those skilled in the art would exclude Lu’s composition.  

Therefore, Appellants have not provided any evidentiary basis for 

concluding that the composition of Lu’s Example 1E, modified by 

substitution of PEG 40 monostearate for egg lecithin, would not be a 

“lotion” and therefore encompassed by claim 55. 

The rejection of claim 55 under 35 U.S.C. § 103(a) based on Lu is 

affirmed. 

OBVIOUSNESS BASED ON RÖDER, LAPIDUS/COHEN, AND KLEIN 

Issue 

Claims 32, 37-40, 42-44, 46-50, 55, 57, and 58 stand rejected as 

obvious in view of Röder, either of Lapidus or Cohen, and Klein.  The 

6  
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Examiner’s position is that it would have been obvious to modify Röder’s 

composition to include a menthol-containing essential oil, based on either 

Lapidus or Cohen, and to contain one of the specified emulsifiers, based on 

Klein, and the resulting composition would meet the limitations of claim 32 

(Answer 4-8). 

Appellants contend that the references do not provide sufficient basis 

to lead a person of ordinary skill in the art to combine their teachings, and 

therefore do not support a prima facie case of obviousness (Appeal Br. 13-

21).   

The issue, therefore, is whether the Examiner has established that the 

composition of claim 32 would have been prima facie obvious to a person of 

ordinary skill in the art based on Röder, either of Lapidus or Cohen, and 

Klein. 

Findings of Fact 

FF7.  Röder discloses antipruritic compositions for topical use (Röder, 

col. 1, ll. 7-9). 

FF8.  Röder discloses that the compositions also “display a potent 

action against development of erythema after excessive UV irradiation” (id. 

at col. 2, ll. 14-15). 

FF9.  Erythema refers to sunburn (Cohen, col. 1, l. 12). 

FF10.  Röder’s compositions comprise three active agents:  a local 

anesthetic, an astringent, and an antiinflammatory substance (Röder, col. 2, 

ll. 16-30). 

FF11.  Röder discloses that the combination of laureth-9 as a local 

anesthetic, tannin as an astringent, and potassium glycyrrhizinate and/or 

7  
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bisabolol as an antiinflammatory is particularly preferred (id. at col. 2, ll. 49-

51). 

FF12.  Röder discloses that the compositions “are preferably in the 

form of a solution or emulsion (cream or milk), which can be an oil-in-water 

or water-in-oil emulsion” (id. at col. 7, ll. 3-5). 

FF13.  Röder’s compositions “comprise base substances and 

auxiliaries” (id. at col. 6, ll. 12-13).   

FF14.  Röder discloses that the “base substances and auxiliaries 

include . . . water up to the extent of 70% . . . and furthermore fatty 

substances, such as mineral, animal, or vegetable oils, . . . in amounts of 0.5 

to 50%” (id. at col. 6, ll. 14-24). 

FF15.  Röder discloses that, “[i]f appropriate, the compositions 

according to the invention comprise emulsifiers, . . . the emulsifiers being 

those such as are usually used in cosmetics. . . . Examples of these are 

glycerol sorbitan fatty acid esters [and] polyoxyethylene fatty acid esters” 

(id. at col. 6, ll. 26-35). 

FF16.  Cohen discloses that compositions for treating sunburn should 

“relieve pain, eliminate the source of heat, stop the burn progression and, if 

necessary, help prevent infection.  Thus, a useful sunburn formulation 

preferably provides immediate relief from pain while also helping to 

promote healing.”  (Cohen, col. 1, ll. 19-24.) 

FF17.  Cohen discloses a composition “that simultaneously provides 

immediate relief from the pain caused by sunburn while also producing a 

healing effect” (Cohen, col. 1, ll. 62-64). 

8  
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FF18.  Cohen teaches that these effects are produced by a composition 

“that contains a topical anesthetic and tea tree oil or a tea tree oil blend” (id. 

at col. 1, ll. 65-67).   

FF19.  Cohen teaches that the “tea tree oil, or the tea tree oil blend, is 

preferably combined with a fragrance-producing component. . . . The 

preferred fragrance-producing component is spearmint oil.”  (Id. at col. 5, l. 

59 to col. 6, l. 2.) 

FF20.  Cohen teaches that “it is believed that the preferred mixture of 

oils, including the tea tree oil, or a tea tree oil blend, and the spearmint oil, 

provides an enhanced cooling effect” (id. at col. 6, ll. 5-8). 

FF21.  Cohen teaches that the fragrance-producing component is 

preferably included in an amount of about 0.1 to about 5 weight percent (id. 

at col. 6, ll. 44-47). 

FF22.  Klein teaches compositions for topical administration of 

corticosteroids (Klein, col. 1, ll. 5-7). 

FF23.  Klein’s compositions comprise a combination of surfactants, 

an alkanol-glycol cosolvent, and a corticosteroid (id. at col. 2, ll. 13-25). 

FF24.  Klein teaches that “[s]uitable surfactants include 

pharmaceutically acceptable, non-toxic, non-ionic, anionic and cationic 

surfactants.  Examples of suitable non-ionic surfactants include . . . 

polyoxyethylene fatty acid esters such as polyoxyethylene (40) stearate” (id. 

at col. 3, ll. 10-18). 

FF25.  Appellants do not dispute that polyoxyethylene (40) stearate is 

a synonym for PEG 40 monostearate (cf. Spec. 6: 33 to 7: 10 (synonyms of 

9  
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PEG-40 stearate include “monostearate polyoxyethylene 40” and 

“monostearate polyoxyl 40”). 

Discussion 

The rejected claims have not been argued separately and therefore 

stand or fall together.  37 C.F.R. § 41.37(c)(1)(vii).   

We conclude that Röder, Cohen, and Klein support a prima facie case 

of obviousness.  Since Cohen and Lapidus were relied on in the alternative 

(Answer 4), we will not discuss Lapidus further. 

Röder discloses compositions that alleviate itching and also prevent 

reddening of skin after excessive sun (UV) exposure (FF8, 9); i.e., they 

prevent the reddening associated with sunburn.  The compositions comprise 

a local anesthetic, preferably laureth-9 (FF11); i.e., polidocanol (FF3).  The 

compositions comprise water and oils (FF14) and are preferably in the form 

of an emulsion (FF12).  The compositions can contain emulsifiers usually 

used in cosmetics, including polyoxyethylene fatty acid esters (FF15).   

Röder does not specifically disclose using PEG 40 monostearate as an 

emulsifier in the disclosed compositions.  However, Klein discloses that 

“polyoxyethylene fatty acid esters such as polyoxyethylene (40) stearate” are 

pharmaceutically acceptable non-toxic surfactants (FF24).  We agree with 

the Examiner that a person of ordinary skill in the art would have considered 

it obvious to use polyoxyethylene (40) stearate as the emulsifier in Röder’s 

composition based on Röder’s express suggestion of the class of 

polyoxyethylene fatty acid esters and Klein’s teaching that polyoxyethylene 

(40) stearate is one example of such compounds.  Appellants do not dispute 

10  
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that Klein’s polyoxyethylene (40) stearate is the same as the “PEG 40 

monostearate” recited in claim 32. 

Röder also does not disclose including an essential oil comprising 

menthol in its compositions.  However, Cohen discloses compositions for 

treating sunburn; i.e., relieving pain, eliminating the source of heat, and 

stopping the burn progression (FF16).  Cohen’s composition comprises a 

local anesthetic and tea tree oil, and, preferably, spearmint oil (FF17-19).  

Cohen teaches that adding spearmint oil to the tea tree oil-containing 

composition “provides an enhanced cooling effect” (FF20) and that the 

spearmint oil should be included in an amount of 0.1 to 5 weight percent 

(FF21). 

We agree with the Examiner that a person of ordinary skill in the art 

would have considered it obvious to modify Röder’s composition by adding 

to it the tea tree oil/spearmint oil blend taught by Cohen.  Röder teaches that 

its composition is useful in treating skin exposed to excessive UV 

irradiation; i.e., sunburned skin.  Cohen teaches a composition comprising 

tea tree oil that, among other things, eliminates the source of heat and stops 

the burn progression of sunburned skin, and Cohen teaches that the addition 

of spearmint oil provides an enhanced cooling effect.  We therefore 

conclude that one of ordinary skill in the art would have considered it 

obvious to modify Röder’s composition by adding to it a blend of tea tree oil 

and spearmint oil, because Cohen teaches that those components provide a 

composition with enhanced cooling effect, which Cohen teaches is desirable 

in compositions for treating sunburned skin. 

11  
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Appellants argue that, although Röder states that its compositions can 

prevent or inhibit development of erythema after excessive UV exposure, the 

compositions are first and foremost for alleviation of itching, and therefore 

one skilled in the art would not have been motivated to combine the 

teachings of Röder with those of Cohen, which is exclusively concerned 

with treating sunburn (Appeal Br. 19). 

This argument is not persuasive.  Although Röder’s main focus is on 

the anti-itching property of its compositions, the reference also states that 

they “display a potent action against development of erythema [sunburn] 

after excessive UV irradiation” (FF8).  It is common knowledge, and 

therefore part of the knowledge of one of ordinary skill in the art, that 

sunburns develop and worsen over a period of time:  If you’re out in the sun 

and notice your skin is getting pink, you know it’s likely to be red and 

painful the next day.   

The teachings of the prior art must be viewed with this background 

knowledge in mind.  Röder teaches that its compositions have potent action 

against development of sunburn after UV exposure; Cohen teaches a 

composition that, among other things, “stop[s] the burn progression” 

(FF16-18) and provides an enhanced cooling effect (FF20). 

The teachings of Röder and Cohen, viewed from the perspective of a 

person of ordinary skill in the art, would have made it obvious to modify 

Röder’s composition to enhance its usefulness in treating or preventing 

sunburn, by adding to it the tea tree oil and spearmint oil that Cohen 

describes as producing a healing effect (FF17) – including stopping burn 

progression – and an enhanced cooling effect (FF20) on sunburned skin.  A 

12  
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person of ordinary skill in the art would have recognized that the combined 

activities of the resulting composition would be effective in alleviating the 

symptoms of an existing sunburn and preventing it from getting worse over 

time. 

Appellants also argue that, although Cohen’s composition includes a 

topical anesthetic, Cohen describes the suitable anesthetics in terms that 

indicate that “not too many topical anesthetics are suitable, i.e., lidocaine 

HCl and, possible, benzocaine and related compounds” (Appeal Br. 20).  

Appellants conclude that Cohen does not indicate that “laureth-9 or any of 

the other local anesthetics that are mentioned by RODER in col. 4, lines 19-

22 can replace the lidocaine HCl of COHEN” (id.). 

This argument is also unpersuasive.  As we understand it, Appellants’ 

argument is that it would not have been obvious to modify Cohen’s 

composition by substituting the polidocanol local anesthetic of Röder for the 

lidocaine local anesthetic preferred by Cohen.  That, however, is not the 

rationale on which the rejection is based.  See above, and Answer 7. (“[I]t 

would have been obvious to . . . combine the teachings of Roder et al and 

Cohen and additionally utilize mentholated compound such as spearmint oil 

in the composition of Roder.”).   

Appellants also argue that Röder is directed to antipruritic 

compositions, while Klein “is not only not directed to antipruritic 

compositions but also relates to compositions which comprise[ ] an active 

ingredient which is structurally and functionally completely unrelated to the 

ingredients of the compositions of RODER, i.e., a corticosteroid.  In other 

words, RODER and KLEIN have virtually nothing in common.”  (Appeal 

13  
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Br. 20-21.)  Appellants conclude that Röder and Klein can only be combined 

with the benefit of hindsight (id. at 21). 

This argument is also unpersuasive.  Röder teaches that the 

emulsifiers (or surfactants) “usually used in cosmetics” include 

polyoxyethylene fatty acid esters (FF15).  Klein teaches compositions for 

topical use (FF22) and teaches that polyoxyethylene (40) stearate is a 

member of the polyoxyethylene fatty acid esters, which are pharmaceutically 

acceptable, non-toxic surfactants (FF24).  Appellants do not dispute that 

polyoxyethylene (40) stearate is the same as PEG 40 monostearate (FF25).   

In our view, even though the compositions taught by Röder and Klein 

include different active agents, their teachings would have reasonably 

suggested to a person of ordinary skill in the art the use of polyoxyethylene 

(40) stearate as a surfactant/emulsifier in Röder’s composition.  We affirm 

the rejection of claim 32 under 35 U.S.C. § 103(a) based on Röder, Cohen, 

and Klein.  Claims 37-40, 42-44, 46-50, 55, 57, and 58 fall with claim 32.   

OBVIOUSNESS BASED ON COHEN, ALNOR, AND HILL 

Issue 

Claims 32, 33, 37-40, 42, 43, 47, 48, 55, 56, and 59 stand rejected 

under 35 U.S.C. § 103(a) as obvious in view of Cohen, Alnor, and Hill.  The 

Examiner’s position is that Alnor would have made it obvious to modify 

Cohen’s composition by substituting polidocanol for Cohen’s lidocaine 

topical anesthetic, and that Hill would have made it obvious to substitute 

PEG 12 cetearylether for Cohen’s Pemulen TR1 emulsifier, and therefore 

the combined references would have made obvious a composition within the 

scope of claim 32 (Answer 10-11). 

14  
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Appellants contend that a person of ordinary skill in the art would not 

have been motivated to combine either Alnor or Hill with Cohen (Appeal Br. 

23-27).   

The issue, therefore, is whether the Examiner has established that 

Cohen, Alnor, and Klein would have suggested the composition of claim 32 

to a person of ordinary skill in the art. 

Findings of Fact 

FF27.  Cohen discloses compositions for treating sunburned skin that 

contain (in addition to tea tree oil and, preferably, spearmint oil) “a 

component that is present in an amount effective to function as a local 

anesthetic” (Cohen, col. 2, ll. 27-28). 

FF28.  Cohen discloses that “[w]hile it is contemplated that other 

known topical anesthetics may be used, such as benzocaine, it has been 

found that lidocaine HCl can be combined with the other components . . . to 

provide a water-based formulation having the desired range of properties” 

(Cohen, col. 4, ll. 23-28). 

FF29.  Cohen’s composition “also includes an emulsifier that helps to 

improve the consistency. . . . Most preferably, the emulsifier is Pemulen 

TR1®.”  (Id. at col. 3, ll. 4-17.) 

FF30.  Cohen’s composition contains water (id. at col. 7, ll. 27-31). 

FF31.  Alnor discloses a composition for treating burns, including 

sunburn (Alnor, col. 1, ll. 16-18; col. 2, ll. 16-19). 

FF32.  Alnor’s composition is applied topically (id. at col. 1, l. 65 to 

col. 2, l. 14). 

15  
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FF33.  Alnor discloses that “a suitable local anaestetic [sic] such as 

thesit (dodecyl alcohol polyoxyethylene ether) or lidocaine may be included 

(id. at col. 5, ll. 19-21). 

FF34.  Thesit is a synonym for polidocanol (“Eucerin Skincare 

Products Thailand Website, by Beiersdorf,” entered into the record by the 

Examiner Nov. 15, 2007, page 1).   

FF35.  Hill discloses wet wipes for topical use (Hill, col. 4, ll. 3-5). 

FF36.  Hill discloses that “the wet wipes are provided with an 

emulsion composition” (id. at col. 10, ll. 48-49). 

FF37.  Hill discloses that the “oil-in-water emulsions typically require 

emulsifying agents” (id. at col. 11, ll. 6-7). 

FF38.  Hill discloses that “[i]n a preferred embodiment the 

emulsifying agent is a polymeric type of emulsifying agent. . . . The 

emulsifying agents which are thus useful in the present invention include 

Ceteareth-12, Ceteareth-20 or Pemulen TR1 and TR2.”  (Id. at col. 11, ll. 12-

19.) 

FF39.  Ceteareth-12 is a synonym for PEG 12 cetearylether (Spec. 6: 

25-29).  

16  
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Discussion 

The rejected claims have not been argued separately and therefore 

stand or fall together.12  37 C.F.R. § 41.37(c)(1)(vii).   

We conclude that the cited references support a prima facie case of 

obviousness.  Cohen discloses a composition for treating sunburned skin that 

comprises a topical anesthetic and tea tree oil, and preferably spearmint oil 

as well (FF18, 19).  Cohen’s composition also contains water (FF30) and an 

emulsifier (FF29).  Cohen’s composition therefore meets the limitations of 

claim 32 except that it does not contain polidocanol or one of the emulsifiers 

specified in claim 32.   

Alnor teaches that thesit (polidocanol) is a local anesthetic useful in 

topical compositions for treating burns, including sunburn (FF31-33).  We 

agree with the Examiner that a person of ordinary skill in the art would have 

considered it obvious to combine Alnor’s thesit (polidocanol) with Cohen’s 

composition.  Reason to make the combination is provided by Cohen, which 

teaches that, while lidocaine HCl may be preferred, “it is contemplated that 

other known topical anesthetics may be used, such as benzocaine” (FF28).  

Alnor teaches that thesit (polidocanol) was another known topical anesthetic, 

and therefore, combining the teachings of Cohen and Alnor would have been 

obvious to one of ordinary skill in the art. 

 
12 Although Appellants set out claims 33, 56, and 59, and claim 51 under 
separate headings in the Appeal Brief, the argument that follows those 
headings is the same as one of the arguments presented for claims 32 et al.; 
specifically, that the Examiner has not provided a reasonable basis for 
combining Hill’s PEG 12 cetearylether with Cohen’s composition (Appeal 
Br. 30-31).  That argument is addressed below with respect to claim 32.  

17  
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Hill teaches that emulsifying agents useful for making oil-in-water 

emulsions for topical use “include Ceteareth-12, Ceteareth-20 or Pemulen 

TR1 and TR2” (FF38).  Cohen teaches that its compositions include an 

emulsifier, most preferably Pemulen TR1 (FF29).  We agree with the 

Examiner that it would have been obvious to one of ordinary skill in the art 

to use Ceteareth-12 (PEG 12 cetearylether) as an emulsifier in Cohen’s 

composition, in place of Cohen’s Pemulen TR1, in view of Hill’s teaching 

that both emulsifiers are useful in making oil-in-water emulsions for topical 

application.   

Appellants argue that the Examiner has not provided evidence to show 

that thesit and polidocanol are the same (Appeal Br. 22-23).  In response to 

this argument, however, the Examiner made of record evidence to show that 

thesit and polidocanol are both synonyms for laureth-9 (FF34).  Appellants 

have provided no evidence to the contrary. 

Appellants also argue that Cohen’s discussion of topical anesthetics 

“conveys at least the strong impression that anesthetics which are 

significantly different from lidocaine and benzocaine (such as, e.g., thesit, 

which has nothing in common with lidocaine and benzocaine) are not 

suitable (or at least not recommended) for the purposes of COHEN” (Appeal 

Br. 23).  Appellants also argue that “the compositions of COHEN and 

ALNOR have virtually nothing in common” and therefore “it is not seen 

what would have motivated one of ordinary skill in the art to consult 

ALNOR . . . in order to find a suitable substitute for lidocaine (HCl)” (id. at 

24-25). 
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These arguments are not persuasive.  As discussed above, Cohen 

indicates that lidocaine HCl is a preferred topical anesthetic, but also states 

that “other known topical anesthetics may be used, such as benzocaine” 

(FF28).  This disclosure, combined with Alnor’s disclosure that thesit 

(polidocanol) was a known topical anesthetic, would have suggested the use 

of polidocanol in Cohen’s composition.   

We do not agree with Appellants’ conclusion that Cohen and Alnor 

have virtually nothing in common.  Both references describe compositions 

for topical use containing topical anesthetics.  Those of ordinary skill in the 

art would have recognized that topical anesthetics function the same when 

applied topically, even if they are combined with different active agents.  

See KSR, 127 S. Ct. at 1740-41(“Often, it will be necessary for a court to 

look to interrelated teachings of multiple patents . . . and the background 

knowledge possessed by a person having ordinary skill in the art, all in order 

to determine whether there was an apparent reason to combine the known 

elements in the fashion claimed.”).   

Appellants also argue that a person of ordinary skill in the art would 

not have been led to combine the teachings of Cohen and Hill because “these 

documents are concerned with completely different subject matter, i.e., a 

water-based formulation for treating sunburn on the one hand (COHEN) and 

a folding and stacking configuration for wet wipes on the other hand 

(HILL)” (Appeal Br. 25). 

This argument is also unpersuasive.  The Examiner relies on Hill only 

for its disclosure of an emulsion in which the four preferred emulsifiers 

include both Ceteareth-12 and Pemulen TR1 (Answer 10).  The fact that Hill 
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incorporates the emulsifier in wet wipes that are in a particular folded and 

stacked configuration is irrelevant to the basis of the rejection, except to the 

extent that Hill confirms that Ceteareth-12 is suitable for topically applied 

compositions.  Hill provides evidence that Ceteareth-12 and Pemulen TR1 

are functionally equivalent as emulsifiers in topical compositions, and 

therefore provides evidence that a person of ordinary skill in the art would 

have considered it obvious to substitute Ceteareth-12 for the Pemulen TR1 

in Cohen’s composition. 

We conclude that the composition of claim 32 would have been 

obvious to a person of ordinary skill in the art based on the teachings of 

Cohen, Alnor, and Hill.  We affirm the rejection of claim 32 as obvious in 

view of the cited references.  Claims 33, 37-40, 42, 43, 47, 48, 55, 56, and 

59 fall with claim 32.   

In addition to the rejection based on Cohen, Alnor, and Hill, the 

Examiner rejected claims 34-36, 41, 44-46, 49-54, 57, and 58 based on those 

three references combined with an additional reference, as follows:  Claims 

49 and 58 stand rejected under 35 U.S.C. § 103(a) over Cohen, Alnor, Hill, 

and Mantelle; claims 45, 46, 50, 51, and 54 stand rejected under 35 U.S.C. 

§ 103(a) over Cohen, Alnor, Hill, and Herstein; claims 41 and 44 stand 

rejected under 35 U.S.C. § 103(a) over Cohen, Alnor, Hill, and Hose; and 

claims 34-36, 52, 53, and 57 stand rejected under 35 U.S.C. § 103(a) over 

Cohen, Alnor, Hill, and Bazin. 

We will affirm these rejections on the basis of the Examiner’s 

rejections (Answer 12-15) and the reasons discussed above.  Appellants 

provide no basis for concluding that the additional limitations addressed by 
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Mantelle, Herstein, Hose, and Bazin would not have been obvious to those 

of ordinary skill in the art based on the cited references (see Appeal Br. 27-

29). 

CONCLUSIONS 

We affirm all of the rejections on appeal.   

 

No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a). 

 

AFFIRMED 

 

 

 

 

 

 

 

cdc 

 

GREENBLUM & BERNSTEIN, P.L.C. 
1950 ROLAND CLARKE PLACE 
RESTON VA 20191 
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