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LEE, Administrative Patent Judge.

DECISION ON APPEAL

A.  STATEMENT OF THE CASE

This is a decision on appeal by the real party in interest, Mission Itech
Hockey, Inc. (MIH), under 35 U.S.C. § 134(a) from a rejection of claims 16,
19-21, 23, 24, and 28. MIH requests reversal of the Examiner’s rejection of
those claims. We have jurisdiction under 35 U.S.C. § 6(b). We reverse.



Appeal 2008-3809
Application 11/052,531

References Relied on by the Examiner

Humphreys 4,139,209 Feb. 13, 1979

The Rejections on Appeal

The Examiner rejected claims 16, 19-21, 23, 24, and 28 under
35 U.S.C. § 102(b) as anticipated by Humphreys.

The Invention

The invention relates to an ice skate chassis having a skate blade with
an adjustable pitch. (Spec. 1:91.) Claim 16 is the independent claim and is
reproduced below (App. Br. 15, Claims App’x.)

16. Anice skate chassis adjustable between a plurality of discrete
pitch positions, comprising:

an elongate skate blade;

a bladeholder configured to receive the elongate skate blade;
and

a mounting mechanism for securing the blade to the
bladeholder, the mounting mechanism configured to selectively secure
the blade only at a plurality of discrete, pre-set positions relative to the
bladeholder.

B. ISSUE
Does “discrete, pre-set positions” include a continuous spectrum of

potential locations?
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C.  FINDINGS OF FACT

1. Humphreys discloses an ice skate having a blade holder that
allows for pivotally adjusting a skate blade. (Humphreys 1:31-39)

2. The adjustment mechanism includes a bolt 50 that contacts a
rise portion 54 of a skate blade 22. (Humphreys 3:13-17.)

3. The act of rotating the threaded bolt causes continuous
adjustment of skate blade 22 relative to a skate blade carrier 10. (Humphreys
3:35-41.)

4, Skate blade 22 has a continuous spectrum of securable locations
one after the other. (Humphreys 3:35-41.)

5. A scale 56 is adjacent bolt 50 and includes reference markings
1-5. (Humphrey’s Figure 1.)

6. The reference markings of scale 56 are not disclosed as limiting
the possible positions that bolt 50 takes when it is rotated.

7. As bolt 50 is rotated, it moves through all the positions in-
between the markings. (Humphreys Figure 1.)

8. The reference markings are simply visual indicators that allow
the skate wearer to judge the angle of skate blade 22. (Humphreys 1:61-62;
3:18-22))

D.  PRINCIPLES OF LAW

To establish anticipation under 35 U.S.C. § 102, each and every
element in a claim, arranged as 1s recited in the claim, must be found in a
single prior art reference. Karsten Manufacturing Corp. v. Cleveland Golf

Co., 242 F.3d 1376, 1383 (Fed. Cir. 2001).
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E. ANALYSIS

The Examiner rejected claims 16, 19-21, 23, 24, and 28 as anticipated
by Humphreys. To establish anticipation under 35 U.S.C. § 102, each and
every element in a claim, arranged as is recited in the claim, must be found
in a single prior art reference. Karsten Manufacturing Corp. 242 F.3d at
1383. We focus on the disputed limitations.

MIH disputes that Humphreys satisfies the requirement in claim 16 of
a “mounting mechanism configured to selectively secure the blade only at a
plurality of discrete, pre-set positions relative to the bladeholder.” (App. Br.
10:8-12.)"

The Examiner found that the limitation is satisfied by the operation of
Humphreys’ bolt 50. (Final Rejection 2:14-16, July 21, 2005.) In
Humphreys, bolt 50 is part of an adjustment mechanism and contacts a rise
portion 54 of a skate blade 22. (Humphreys 3:13-17.) The bolt 1s adjustably
threaded vertically such that the act of rotating the bolt causes continuous
pivoting of skate blade 22 relative to a skate blade carrier 10. (Humphreys
3:35-41.) For skate blade 22, there is a continuous spectrum of securable
locations one after the other. (Humphreys 3:35-41.)

MIH argues that rotation of threaded bolt 50 enables the skate blade
22 to be adjusted to an infinite number of positions relative to the skate
blade carrier. According to MIH, a mounting mechanism capable of infinite
adjustment does not satisfy the requirement of a mounting mechanism that is
configured to secure a skate blade “only at a plurality of discrete, pre-set

positions.” (App. Br. 10:8to 11:14.)

! “App. Br” refers to the Supplemental Corrected Appeal Brief filed

August 18, 2006.
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Whether an infinite number of adjustable securing positions are
provided by the rotatable bolt is not determinative. If all of them are discrete
and preset then the claim limitation would be met. The key here lies in the
claim limitations “discrete” and “pre-set” insofar as they restrict the securing
positions.

The term “discrete” means “consisting of distinct or unconnected
elements: NONCONTINUOUS.” Merriam Webster's Collegiate chtzonary
332 (10" ed. 1996). As noted above, the act of rotating Humphreys’
threaded bolt 50 causes continuous adjustment of skate blade 22 within a
continuous spectrum of securable locations that follow one after the other.
Nothing separates one position from the next. No one position is distinctly
configured. Humphreys’ skate blade positions are neither “discrete” nor
“pre-set.” They are not “discrete” because motion of the adjustable bolt is
continuous. They are nbt “pre-set” because no position is structurally pre-
configured for distinction from any other position.

Humphreys does disclose a scale 56 that is adjacent bolt 50 and
includes reference markings 1-5. (Humphrey’s Figure 1.) However, those
reference markings do not define structural limits vor form structural
configurations. As bolt 50 is rotated, it moves through all the positions in-
between the markings. (Humphreys Figure 1.) The markings are simply
visual indicators that allow a user to judge the angle of skate blade 22 when
bolt 50 is rotated. (Humphreys 1:61-62; 3:18-22.) They do not cause any
position to be structurally pre-set.

For all the foregoing reasons, we do not sustain the rejection of claim

16, under 35 U.S.C. § 102(b) as anticipated by Humphreys.
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Claims 19-21, 23, 24, and 28 are dependent, either directly or

indirectly, on claim 16. We also do not sustain the rejection of those claims

under 35 U.S.C. § 102(b) as anticipated by Humphreys.

F.  CONCLUSION

“Discrete, pre-set positions” does not include a continuous spectrum

of potential locations.

G. ORDER

The rejection of claims 16, 19-21, 23, 24, and 28 under 35 U.S.C. §
102(b) as anticipated by Humphreys is reversed.

REVERSED

rvb

Enclosure

KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET

FOURTEENTH FLOOR

IRVINE, CA 92614
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dis-crep-an-cy \dis-‘kre-psn-sé\ n, pl -cies {ca. 1623) 1: the quality &
i
see PROUD — dis-dain-ful-ly \-f>-1&\ adv — di.

dis-crep-ant \-pant\ adj {ME discrepaunt, fr. L discrepant-, discrepans, - : 1
dis-ease \di-'z&z\ n [ME disese, fr. MF desaise, fr. des- dis- + gjg, ““1

discreetly @ disgrace

home —Joseph Wechsberg) 3 : UNOBTRUSIVE. UNNOTICEABLE (fol-
lowed at a ~ distance) — dis-creet-ly adv — dis.creet-ness n

d

or state of being discrepant 2 : an instance of being discrepant

prp. of discrepare to sound discordantly, fr. dis- + crepare to rattle,
creak ~— more at RAVEN] (15c) : being at variance :
{widely ~ conclusions) — dis-crep-ant-ly adv
dis-crete \dis-'krét, ‘dis-\ adj [ME, fr. L discretus) (14c) 1: constitut-
ing a separate entity : individually distinct 2 ‘a: consisting of dis-
tinct or unconnected elements : NONCONTINUOUS b : taking on or
having a finite or countably infinite number of values {(~ probabilities)
{a ~ random variable) syn see DISTINCT — dis-crete-ly adv — dis-
crete-ness n i . .
dis-cre-tion \dis-kre-shan\ n (14¢) 1 : the quality of being discreet
: CIRCUMSPECTION; &sp : cautious reserve in speech 2 : ability to make
responsible decisiens 3 a : individual choice or judgment (left the
decision to his ~) b : power of free decision or latitude of choice
within certain legal bounds (reached the age of ~) 4 : the result of
separating or dislinguishing i 3
dis-cre-tion-ary \-kre-shs-ner-8\ adj (1698) 1 : left to discretion
: exercised at one's own discretion 2 : available for discretionary use
{~ purchasing power)
discretionary account n {ca. 1920) : a security or commodity market
account in which an agent {as a broker) is given power of attorney so as
to be able to make independent decisions and buy and sell for the prin-
cipal’s account . .
dis-critn-i-na-bil-i-ty \-kn-mo-n>-'bi-lo-té\ n, pl -ties (ca. 1901) 1
: the quality of being discriminable 2: the ability to discriminate
dis-crim-i-na-ble \dis-'krn-ms-na-bal\ adj (1736) : capable of being
discriminated — dis-crim-i-na.bly \-blé\ adv
dis-crim-i-nant \-’kri-ma:-nont\ n {(ca. 1948) : a mathematical expres-
sion providing a criterion for the behavior of another more complicated
expression, relation, or set of relations
discriminant function n (ca. 1936) : a function of a set of variables
(as measurements of taxonomic specimens) that is evaluated for sam-
ples of events or objects and used as an aid in discriminating between
or classifying them
dis-crim-i-nate \dis-'’kri-ma-,nat\ vb -nat.ed; -nat-ing [L dis-
criminatus, pp. of discriminare, fr. discrimin-, discrimen distinction, fr.
discernere to distinguish between — more at DISCERN] vt (1628) 1 a
: to mark or perceive the distinguishing or peculiar features of b
: DISTINGUISH, DIFFERENTIATE {~ hundreds of colors) 2 : to distin-
guish by discerning or exposing differences; esp : to distinguish from
another like object ~ vi 1 a: to make a distinction {(~ among his-
torical sources) b: to use good judgment 2: to make a difference in
treatment or favor on a basis other than individual merit {~ in favor of
your friends) {~ against a certain nationality)
dis-crim-i-nat-ing adj (1647) 1: making a distinction : DISTINGUISH-
ING 2 : marked by discrimination: a : DISCERNING, JUDICIOUS b
: DISCRIMINATORY — dis-crim.i-nat-ing-ly \-,na-tip-1e\ adv
dis-crim-i-na-tion \dis-kr-ms-'na-shan\ n (1648) 1 a: the act of
discriminating b : the process by which two stimuli differing in some
aspect are responded to differently 2 : the quality or power of finely
distinguishing 3 a: the act, practice, or an instance of discriminat-
ing categorically rather than individually b: prejudiced or prejudicial
outlook, action, or treatment (racial ~) Syn see DISCERNMENT — dis-
crim-i-na-tion-al \-shnal, -sha-n’l\ adj :
dis-crim-i-na-tive \dis-'’kri-ma-,na-tiv, -'kri-ma-nat-\' adj (1677) 1
: making distinctions 2 : DISCRIMINATORY 2
dis-crim-i-na-tor \dis-kri-ma-na-tar\ n (1828) : one that discrimi-
nates; esp : a circuit that can be adjusted to accept or reject signals of
different characteristics {(as amplitude or frequency)
dis-crim-i-na-to-ry \dis-'kri-ma-na-tor-€, -,t0r-, -'krim-n>-\ adj (1828)
1: DISCRIMINATIVE] 2: a_prlying or favoring discrimination 1n treat-
n:iem — dis-crim-i-na-to-ri-ly \-kri-ma-ns-'tor-3-lg, -'tor-, - krim-na-\
adv
dis-cur-sive \dis-'kar-siv\ adj [ML discursivus, fr, L discursus, pp. of
discurrere to run about — more at DISCOURSE] (1598) 1 a: moving
from topic to topic without order : RAMBLING b : proceeding coher-
ently from topic to topic 2 : marked by analytical reasoning — dis-
cur-sive-ly adv — dis.cur-sive-ness n
dis-cus \'dis-kas\ n, pl dis.cus-es [L —
more at DISH] (1656) : a disk (as of wood or
plastic) that s thicker in the center than at
the perimeter and that is hurled for distance
as a track-and-field event; also : the event
dis-cuss \di-'skas\ vt [ME, fr. L discussus,
pp. of discutere to disperse, fr. dis- apart +
ugtere to shake — more at Dis-, QUASH]
?14c) 1 obs: DISPEL 2 a: to investigate
by reasoning or argument b : to present in
detail for examination or consideration
{~ed plans for the party) c¢: to talk about
3 obs ; DECLARE — dis-cuss-able or dis-
cuss-ible \-'ska-s>-bol\ adj — dis-cuss-er

discus

n
Syn DISCUSS, ARGUE. DEBATE mean to dis-
course about in order to reach conclusions or to convince. DISCUSS
implies a sifting of possibilities esp. by presenting considerations pro
and con {discussed the need for a new highway). ARGUE implies the
offering of reasons or evidence in support of convictions already held
{argued that the project would be too costly). DEBATE suggests formal
or public argument between opposing parties {(debated the merits of
the amendment); it may also apply to deliberation with oneself {I'm
debating whether 1 should go).

dis-cus-sant \di-"ska-s’nt\ n (1926) : one who takes part in a formal
discussion or symposium

dis-cus-sion \di-'ska-shan\ n (14¢c) 1 : consideration of a question in
open and usy, informal debate 2 : a formal treatment of a topic in
speech or writing

djs-dain \dis-'dan\ n [ME desdeyne, fr. OF desdeign, fr. desdeignier]
(14<) : a feeling of contempt for what is beneath one : SCORN

idisdain vt [ME desdeynen, fr. MF desdeignier, fr. OF, fr. (assumed) VL

look on with scorn 2 : to refuse or abstain from because of disdajy |
: to treat as beneath one’s notice or dignity syn see DESPISE -3

DISAGREEING ( ) t

body or of one of its parts that impairs normal functioning : gy

MALADY 3: a barmful development (as in a social insmution){imRx
eased \-"z&zd\ adj .

dis-econ-0-my \di-si-’kd-no-mé\ n (1937)

: a factor responsible for an increase in cost

dis-em-bark \,di-som-"birk\ vb [MF desemburquer, fr. des. 4

embarquer to embark : :
1: to go ashore out of a ship 2: to get out of a vehicle or craft

em-bar-ka-Yion \(,)di-sem-,bédr-k3-shon, -bar-\ n C

dis-em-bar-rass \,di-som-"bar-as\ vt (1726) : to free (as oneself) 37
something troublesome or superfluous  syn see EXTRICATE . 2
dis-em-body \,di-som-"bi-deé\ vt (1714) : to divest of a body, of carg, %
< ¥

dis-em-bogue \di-sim-"bg\ vb -bogued; -bogu.ing [modif o
dis-em-bow-el \,di-som-'bai(-o)I\ vz (1618) 1: to take out the boyy
dis-en-chant \,di-s’n-"chant\ vt {MF desenchanter, fr. des- dis-

dis-en-chant-ed \-*chan-tad\ adj (1838) : DISAPPOINTED, DISSATISFL
dis-en-cum-ber \di-s’n-kom-bar\ vt [MF desencombrer, fr. des- dis.

1(14c) .

isdignare, fr. L dis- + dignare to deign — more at DEIGN

s-dain-ful \-fal\ adj {ca. 1542) : full of or _expressing disdain
is-dain-ful-ness ,

1 obs : TROUBLE 2 : a condition of the living animal o

14c) Plag

1: alack of econom 1

} vt (1582) : to remove to shore from a ship ~-}I.

~d

real existence, or of reality

desembocar, {r. des- dis- (Ir. L dis-) + embocar to put into the mg'u&
fr. enin (fr. L in) -+ boca mouth, fr. L bucca) vi (1595) : to flowy
come forth from or as if from a channel ~ ¥, archaic : to pour gy

from or as if from a container

of 1 EVISCERATE 2 : to remove the substance of — dis-em.how'd
ment \-mont\ n :

chanter to enchant] {ca, 1586) : to free from illusion — dis.en-chgy,
er n — dis-en.chant.ing adj -— dis-en.chant.ing.ly \-‘chap-tigig
adv — dis-en-chant-ment \-mant\ » L

encombrer to encumber] (1598) : to free from encumbrance : pispy
DEN  Syn see EXTRICATE
dis-en-dow \,di-s>n-'dai\ vt (1861) : to strip of endowment — dig.ey.
dow-ex \-'dai(-a)r\ n — dis-en-dow-ment \-'daii-mant\ n e
dis-en-fran-chise \,di-s’n-'fran-.chiz\ v (1664) : DISFRANCHISE — dif.
en-fran-chise-ment \-chiz-msnt, -chaz-\ n :
dis-en-gage \di-s’n-'gaj\ vb [F désengager, fr. MF, fr. des- dis- 4 .
gager to engage] vt (1611) : to release from something that engages
involves ~ vi : to release or detach oneself : WITHDRAW — diser

gage-ment \-mant\ n
dis-en-tail \,di-s’n-"t2(a)1\ v (1641) : to free from entail

dis-en-tan-gle \,di-s’n-'tag-gal\ v (1598) : to frec from entanglemén &

1 UNRAVEL ~ vi: to become disentangled syn see EX'I‘RIC.ATE—ﬂ];

en-tan.gle.ment \-mant\ n
dis-en-thrall also dis-en-thral \di-s*n-"throl\ vt (1643) : to free frop

bondage : LIBERATE . X
dis-en-tit-le \,di-s’n-"ti-t’\ v2 (1654) : to deprive of title, claim, or right
dis-equil-i-brate \,di-si-'kwi-la-,brat\ v? (1891) : to put out of bak

— dis-equil-i-bra-tion \- kwi-l>-'bra-shon\ n (1540 l. .

+ log

bad rcp_utation
:su, implies noto)

infomy). IGNOMIP

e
dimpaceful o
ful-ly \-1>-
: sra‘e.n.(le’l \di\s-[';
" fig, -gron-U’I-I0\ L¢
‘g,g.}men to grunt]{
used as a particip
. Plannery O'Conn¢
\dig-guise \do-'ski
disgisen, Ir. MF de
+ to change the ct
g false appearanci
" pbscure _the e.xl_ste
guisedly \-giz(
mant, -kiz-\ n —
§ym DISGUISE, CL(
. 1gs to conceal til;c
‘ sppearance or be
'“aementil)’ {disi
of hiding a mo\
Lsecrecy). MASK S
ising somethir.
uﬂuguise n (l4c)
counterfeit anoth
senting the true n
manner ¢ PRETEN
wis-gust \di-'ska
aroused by somet
disgust vb [MF «
to L gustare to t:
loathing, repugn:
to los¢ an interes
adj — dis-gust.e
dis-gust-ful \-faf’
accompanied by
dis-gust-ing adj:
tig-lé, dis-'gos- ai
1dish \'dish\ n (?
Gk diskos, fr. dik
vessel from whic
strawberries) 2
one particularly
concave vessels;
tional receiver h:
as a microwave ;
concavity 4 a
his~) b: ana
ish vt (14c) 1
withup 2: PRI
dish ~vi: to}

dis-equi-lib-ri-um \()di-,sé-kwa-"li-bré-om, -se-kwa-\ n
or lack of equilibrium . .

dis-es-tab-lish \,di-sa-'stab-lish\ vt (1598) : to deprive of an esiab
lished status; esp : to deprive of the status and privileges of an estib
lished church -— dis-es-tab-lish-ment \-msnt\ n B

dis-es-tab-lish-men-tar-i-an \-,stab-lish-anen-'ter-€-an, -mon-\ n, ofia
cap d[disesmblishment] (1885) : one who opposes an established ords,
— disestablishmentarian adj, often cap

tdis-es-teem \,di-so-"stem\ vz {1594) : to regard with disfavor
disesteem n (1603) : DISFAVOR, DISREPUTE

di-seuse \dé-ziiz, -'z&z\ n, p! di-seuses \same\ [F, fem. of diseur.b F
OF, fr. dire to say, Ir. L dicere — more at DICTION] (1896) : a skll}d A

and usu. professional woman reciter .
idis-fa-vor \()dis-'fa-var\ n [prob. fr. MF desfaveur, fr. des- dis-
faveur favor, fr. OF favor] (ca. 1533) 1 : DISAPPROVAL. DISLIKE (B
tices looked upon with ~)
favored (fell into ~) 3 : DISADYANTAGE i
2disfavor vt (1570} : to withhold or withdraw favor from g

dis-fig-ure \dis-'fi-gyor, esp Brit -'fi-gar\ vt [ME, fr, MF desﬁguregg 2

des- dis- + figure figure] (14c) 1 : to impair (as in beauty) by

and persistent injuries (a face disfigured by smallpox) 2 obs: DISGUE ¢
W
ise. @

— dis-fig-ure-ment \-mant\ n
dis-fran-chise \(,)dis-"fran-chiz\ v (15c) : to deprive of a franch
a legal right, or of some privilege or immunity; esp : to deprive of &
right to vote — dis-fran-chise-ment \-chiz-mont, -chaz-\n .
dis-frock \()dis-"frak\ vz (1837) : DEFROCK
dis-func-tion var of DYSFUNCTION
dis-fur-nish \()dis-*far-nish\ v:l[
des- dis- + fournir to furnish] (1531) : to make destitute of possess!
: DIVEST — dis-fur-nish-ment \-mant\ n .
dis-gorge \(,)dis-"gorj\ vb [ME, fr. MF desgorger, fr. des- dis- +
gorge] ve(15c) 1 a: to discharge by the throat and mouth : voMIT,

|

: to discharge or let go of in 2 manner siggesting vomiting {the U

disgorged its passengers) ¢ : to give up on request or under D!
<refused to ~ his ill-gotten gains) 2: to discharge the contents
the stomach) ~ vi: to discharge contents (where the river ~sintod

sea) .
idis-grace \di-'skrs, dis-'gras\ v (1580) 1 archaic: to humiliate bi,

superior showing 2 : to be a source of shame to (your actions
graced the family) 3 : to cause to lose favor or standing {was |
raced by the hint of scandal) — dis-grac-er »

lgisgrace n [MF, fr. Olt disgrazia, fr. dis- (fr. L) + grazia Brachf:“i Hi

gratia — more at GRACE] (1586) 1 a : the condition of one

from grace or honor b : loss of grace, favor, or honor 2 : someli} &
the sui &
oadk £

1 1 repr :
oss of esteem and of enduring repr = dxi&ame on 2:

that disgraces {your manners are a ~)
Syn DISGRACE. DISHONOR. DISREPUTE, INFAMY, IGNOMINY mean
or condition of sufferin
DISGRACE often implies humiliation and sometimes ostracism
home in disgrace). DISHONOR emphasizes the loss of honor that on¢
enjoyed or the loss of self-esteem (preferred death to life with
honor). DISREPUTE stresses loss of one’s good name or the acquind

2 : the state or fact of being no longd £

MF desfourniss-, stem of desfourni! b

-
dis-ha-bille \ di:
vndress, fr. deés-
1 aarchaic : ¢
careless style 2
disshar.mo-ni-o
mony
dissharsmo.ni-.
Qus
dis-har-mo.ny
dish-cloth \'dis!
dish-clout \"dis’
heart-en \(,
raile — dis-he:
heart.en-men{
dished \'disht\
dishev-el \di-*
g or di-shev
(1598) 1 to thrc
dishev.eled o
r, part tran!
the hair, fr. de:
disorder or dis;
+ dis-hon-est \()
: S- + honeste
:  terized by lack
< MVE— dis-hoy
YD DISHONES
of trust or be
“order to dece
dishonest peo
.©mmonly sy
affairs of a d.

of & barmiessly m

X a habit of tel!
: £ FUlLstresses a
e untruthful ac
+ (i&-hon-es.ty
ition to del
hon.or \(,

Ir. des. dis. 3
tion 2: the
Cause of disgr
hun‘-’;‘fc ! b\yt
~er \-"
Hishonor vt (

h
g s ,.honmr.ab
d¥% g honor : s

g4 bonor.abie.




