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ADAMS, Administrative Patent Judge. 
 
  
 

DECISION ON APPEAL 
 

This appeal under 35 U.S.C. § 134 involves claims 1, 12-14, and 19-

21.  Pending claims 15-18 have been “withdrawn from consideration” (App. 

Br. 1).  We have jurisdiction under 35 U.S.C. § 6(b). 
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STATEMENT OF THE CASE 

The claims are directed to a composition (claims 1 and 12-14) and a 

pharmaceutical kit (claims 19-21).  Claim 1 is illustrative: 

1. A composition comprising: 

a 2,3-disubstituted tropane moiety of formula (IA) 

 

 

 

or a pharmaceutically acceptable salt thereof, and 

 at least one acetylcholinesterase inhibitor selected from the group 

consisting of donepezil, rivastigmine, tacrine, galantamine, phenserine, 

physostigmine, neostigmine, edrophonium, pyridostigmine, eptastigmine, 

metrifonate, eseridine, suronacrine, velnacrine, amiridine, 7-methoxytacrine, 

SM-10888, zanapezil, CP-119854, huperzine A, zifrolsilone, and mixtures 

thereof, or a pharmaceutically acceptable salt thereof. 

 

The Examiner relies on the following prior art references to show 

unpatentability: 

Scheel-Krüger et al. WO 97/30997 Aug. 28, 1997 
 
William Simonson, Promising agents for treating Alzheimer’s disease, 55 
(Suppl. 2) AM. J. HEALTH-SYSTS PHARM. S11-S16 (1998). 
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The rejection as presented by the Examiner is as follows: 

Claims 1, 12-14, and 19-21 stand rejected under 35 U.S.C. § 103(a) as 

unpatentable over the combination of Scheel-Krüger and Simonson. 

We affirm. 

 

ISSUE 
 

 Did Appellants’ meet their burden of rebutting the Examiner’s prima 

facie case of obviousness? 

 

FINDINGS OF FACT 

1. Claim 1 is directed to a composition comprising two ingredients.  The 

first ingredient is (1R, 2R, 3S)-2-ethoxymethyl-3-(3,4-dichlorophenyl)-

tropane or a pharmaceutically acceptable salt thereof.  According to 

Appellants’ Specification, this compound has dopamine reuptake inhibitor 

activity (Spec. 12: 13-14 and 13: 19).  The second ingredient is at least one 

acetylcholinesterase inhibitor selected from the group consisting of 

donepezil, rivastigmine, tacrine, galantamine, phenserine, physostigmine, 

neostigmine, edrophonium, pyridostigmine, eptastigmine, metrifonate, 

eseridine, suronacrine, velnacrine, amiridine, 7-methoxytacrine, SM-10888, 

zanapezil, CP-119854, huperzine A, zifrolsilone, and mixtures thereof, or a 

pharmaceutically acceptable salt thereof. 

2. Scheel-Krüger teaches tropane-derivatives including (1R, 2R, 3S)-2-

ethoxymethyl-3-(3,4-dichlorophenyl)-tropane (Scheel-Krüger, Abstract and 

35: 19).  Scheel-Krüger teaches that the disclosed tropane-derivatives  

are valuable monoamine neurotransmitter, i.e. dopamine, 
serotonin and noradrenaline, re-uptake inhibitors . . . for the 
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treatment of disorders or diseases responsive to the inhibition of 
monoamine neurotransmitter re-uptake, such as Parkinson’s 
disease, depression, obsessive compulsive disorders, panic 
disorders, dementia, memory deficits, attention deficit 
hyperactivity disorder, obesity, anxiety, eating disorders and 
drug addiction or misuse, including cocaine abuse. 
 

(Scheel-Krüger 1: 2-8.) 

3. Scheel-Krüger does not teach acetylcholinesterase inhibitors (Ans. 4). 

4. Simonson teaches the combination of “acetylcholinesterase inhibitors 

with monoamine oxidase inhibitors, such as serotonergic, noradrenergic, or 

dopaminergic reuptake inhibitors” (Ans. 4; see also Simonson S15: Table 1 

and ll. 8-13).  Simonson teaches a number of cholinesterase inhibitors 

including tacrine, donepezil, rivastigmine, and galantamine. 

 

PRINCIPLES OF LAW 

In proceedings before the Patent and Trademark Office, the Examiner 

bears the burden of establishing a prima facie case of obviousness based 

upon the prior art.  In re Fritch, 972 F.2d 1260, 1265 (Fed. Cir. 1992).  On 

appeal to this Board, Appellants must show that the Examiner has not 

sustained the required burden.1   

 
1   See (1) Ex parte Yamaguchi, Appeal 2007-4412, slip op. at 5 and 23 
(BPAI Aug. 29, 2008); (2) Ex parte Fu, Appeal 2008-0601, slip op. at 5 and 
20 (BPAI Mar. 31, 2008); (3) Ex parte Catan, Appeal 2007-0820, slip op. at 
3 and 21 (BPAI Jul. 3, 2007) and (4) Ex parte Smith, Appeal 2007-1925, slip 
op. at 4, 9 and 23 (BPAI Jun. 25, 2007).  Opinions in support of the 
decisions in these four appeals are (a) precedential opinions of the Board and 
(b) available on the USPTO website. 
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“The combination of familiar elements according to known methods 

is likely to be obvious when it does no more than yield predictable results.”  

KSR Int’l Co. v. Teleflex Inc., 127 S. Ct. 1727, 1739 (2007).   

When there is a design need or market pressure to solve a 
problem and there are a finite number of identified, predictable 
solutions, a person of ordinary skill has good reason to pursue 
the known options within his or her technical grasp.  If this 
leads to the anticipated success, it is likely the product not of 
innovation but of ordinary skill and common sense.  In that 
instance the fact that a combination was obvious to try might 
show that is was obvious under § 103.   
 

Id. at 1742.  It is proper to “take account of the inferences and creative steps 

that a person of ordinary skill in the art would employ.”  Id. at 1741.  See 

also id. at 1742 (“A person of ordinary skill is also a person of ordinary 

creativity, not an automaton.”).  “In determining whether obviousness is 

established by combining the teachings of the prior art, the test is what the 

combined teachings of the references would have suggested to those of 

ordinary skill in the art.”  In re GPAC Inc., 57 F.3d 1573, 1581 (Fed. Cir. 

1995) (internal quotations omitted).   

Argument by counsel cannot take the place of evidence.  In re Cole, 

326 F.2d 769, 773 (CCPA 1964); In re Geisler, 116 F.3d 1465, 1471 (Fed. 

Cir. 1997). 

Arguments not made are waived.  See 37 C.F.R. § 41.37(c)(1)(vii) 

(“Any arguments or authorities not included in the brief or a reply brief ... 

will be refused consideration by the Board, unless good cause is shown.”).

 

ANALYSIS 
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The claims have not been argued separately and therefore stand or fall 

together.  37 C.F.R. § 41.37(c)(1)(vii).  Claim 1 is representative.  

 Based on the combined teachings of Scheel-Krüger and Simonson (FF 

2-4), the Examiner concludes that “it would have been prima facie obvious 

to a person of ordinary skill in the art, at the time the claimed invention was 

made, to combine the tropane derivatives taught by Scheel-Krüger et al. with 

the acetylcholinesterase inhibitors taught by Simonson” (Ans. 5).  The 

Examiner finds that   

A person of ordinary skill in the art would have been 
motivated to make this combination because . . . Simonson 
teach the advantage to combine acetylcholinesterase inhibitors 
with monoamine oxidase inhibitors . . . [and] Scheel-Kruger 
[sic] et al. teach that the instant tropane derivatives are 
monoamine neurotransmitter (dopamine, serotonin, and 
noradrenaline) reuptake inhibitors.  Therefore, one of ordinary 
skill in the art would have had a reasonable expectation of 
success in producing a composition comprising a tropane 
derivative and acetylcholinesterase inhibitors. 
 

(id.)  We find no error in the Examiner’s prima facie case of obviousness.  

Accordingly, the evidentiary burden was properly shifted to Appellants. 

 Appellants contend that “[n]othing in the prior art of record motivates 

the combination of a triple monoamine reuptake inhibitor having a tropane 

moiety – the compound of formula (1A) – with an acetylcholinesterase 

inhibitor” (App. Br. 4).  In this regard, Appellants contend that the Examiner 

fails to explain how Simonson’s teaching of monoamine oxidase inhibitors 

is relevant to Scheel-Krüger’s teaching of monoamine neurotransmitter 

reuptake inhibitors (App. Br. 5).  We are not persuaded. 

As the Examiner explains, “both terms ‘monoamine oxidase 

inhibitors’ and ‘monoamine neurotransmitter reuptake inhibitors’ have been 
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defined to be dopamine, serotonin, and noradrenaline inhibitors.  Therefore, 

the functional equivalence of the two terms has been established” (Ans. 7).  

The preponderance of evidence on this record supports the Examiner’s 

finding.  Scheel-Krüger teaches that the disclosed tropane-derivatives “are 

valuable monoamine neurotransmitter, i.e., dopamine, serotonin, 

noradrenaline, reuptake inhibitors” (FF 2).  Simonson teaches the use of 

“monoamine oxidase inhibitors, such as serotonergic, noradrenergic, or 

dopaminergic reuptake inhibitors” (FF 4).   

 We acknowledge Appellants’ contention that “persons skilled in the 

art know that the two groups of compounds [monoamine oxidase inhibitors 

and monoamine neurotransmitter reuptake inhibitors] belong to two 

fundamentally distinct classes, having significantly different mechanism of 

action” (Reply Br. 2 (footnote omitted)).  According to Appellants 

“[p]ersons skilled in the art know that among the different classes of 

different types of compounds useful for treating depression are, for instance, 

(A) tricyclic antidepressants, (B) monoamine oxidase inhibitors, and (C) 

selective serotonin re-uptake inhibitors” (Reply Br. 2: n. 2).  Appellants do 

not, however, provide any evidence to support this assertion.  We recognize 

Appellants’ reference to an FDA website (id.), however, we find no 

evidence that an evidentiary document was timely made of record in this 

case.  We decline Appellants’ invitation to reach outside of the evidentiary 

record of this case to look for an evidentiary basis to support Appellants’ 

assertion.  The burden of providing this evidence is Appellants’. 

 We are also not persuaded by Appellants’ assertion that “monoamine 

oxidase inhibitors work by inhibiting the action of the enzyme monoamine 

oxidase” while “[m]onoamine neurotransmitter re-uptake inhibitors . . . work 
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by inhibiting the re-uptake of monoamine neurotransmitter compounds” 

(Reply Br. 3).  This analysis does nothing more than restate the names 

monoamine oxidase inhibitors and monoamine neurotransmitter reuptake 

inhibitors.  In this regard, we note that both Scheel-Krüger and Simonson 

refer to the compounds as “reuptake inhibitors” (FF 2 and 4).  Accordingly, 

Appellants’ analysis fails to distinguish Simonson’s monoamine oxidase 

inhibitors, such as serotonergic, noradrenergic, or dopaminergic reuptake 

inhibitors from Scheel-Krüger’s monoamine neurotransmitter re-uptake 

inhibitors (FF 2 and 4). 

 We recognize Appellants’ discussion of unexpected results (App. Br. 

5).  In this regard, Appellants contend that they “have referred in the record 

to a relevant study which demonstrates unexpected beneficial properties 

provided by the present invention” (id.).  However, instead of identifying a 

citation for this study or a declaration in support of the evidence provided, 

Appellants satisfy themselves with providing a copy of their response to an 

earlier Office Action, wherein Appellants’ representative discusses the study 

(App. Br. 6, Evidence Appendix).  This is unsupported attorney argument.  It 

is well settled that argument by counsel cannot take the place of evidence.  

In re Cole, 326 F.2d at 773; In re Geisler, 116 F.3d at 1471.  Accordingly, 

we are not persuaded by Appellants’ evidence of unexpected results. 

  
CONCLUSION OF LAW 

 For the foregoing reasons we find that the preponderance of evidence 

on this record supports the Examiner’s prima facie case of obviousness.  

Appellants’ failed to meet their burden of rebutting the Examiner’s prima 

facie case of obviousness.  
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 The rejection of claim 1 under 35 U.S.C. § 103(a) as unpatentable 

over the combination of Scheel-Krüger and Simonson is affirmed.  Claims 

12-14 and 19-21 fall together with claim 1. 

 

TIME PERIOD FOR RESPONSE 

No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 CFR § 1.136(a). 

 

AFFIRMED 
 

 

 

 

 

 

 

 

 

cdc 

 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 
FALLS CHURCH VA 22040-0747 
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