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DECISION ON APPEAL 

This is an appeal under 35 U.S.C. § 134 involving claims to a 

container for holding artificial fishing bait.  The Examiner has rejected the 

claims as anticipated and obvious.  We have jurisdiction under 35 U.S.C. 

§ 6(b).  We affirm-in-part. 
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STATEMENT OF THE CASE 

The Specification discloses “a storage system for artificial fishing bait 

attached to a hook” (Spec. 1).  The storage system is essentially a container 

that has “[h]ook securing members comprising a top plane and a vertical 

plane extending downwardly from said top plane” (id. at 2).  The vertical 

plane “defines a slot adapted to receive fishing hooks of artificial bait, 

whereby said hooks may be removably hung on said slot so that the hook 

will be nearer the top of said container than the remainder of said bait” (id.).  

Appellants’ Figure 1, reproduced below, is illustrative: 
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Appellants’ Figure 1 “is a perspective view of a preferred tackle box, 

showing two rows of hook attaching members inside the tackle box and a 

door comprising two sections opening outwardly from a generally central 

line” (Spec. 3).    

Appellants’ Figure 2A, reproduced below, is also illustrative: 

 
 Appellants’ Figure 2A “is a partial perspective view of a tackle box 

illustrating hook attaching members slidably disposed in a bracket attached 

to horizontal panels” (Spec. 3).  

Claims 1-19 and 21-24 are pending and on appeal (App. Br. 1).  

Claims 1 and 12, the appealed independent claims, are representative and 

read as follows: 

1.   A storage system for artificial fishing bait attached to a 
hook, comprising:  

a container having a vertical inside wall, a container 
inside top surface and a container inside bottom 
surface;  
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a first horizontal planar shelf attached to said vertical 
inside wall so that said horizontal planar shelf 
extends across said container, said first horizontal 
planar shelf having a top and a bottom;  

hook securing members comprising a top plane and a  
vertical plane extending downwardly from said top 
plane, said vertical plane defining a slot adapted to 
removably hang hooks of artificial bait on said slot 
thereby suspending said bait, said top plane 
secured to said bottom of said first horizontal 
planar shelf. 

 
12. A molded plastic fishing box, comprising:  

a generally rectangular container having a vertical inside 
wall, a horizontal container top having an inside wall, a 
horizontal container bottom having an inside wall and a vertical 
door;  

one or more horizontal planar shelves attached to said 
vertical inside wall so that each of said horizontal planar 
shelves extends across said container, each of said horizontal 
planar shelves having a top and a bottom;  

one or more hook securing strips having a top horizontal 
plane and a vertical plane extending downwardly from said top 
horizontal plane, said top plane attached to one or more of said 
bottom surfaces of said horizontal planar shelves, said strips 
having slots defined by said vertical plane adapted to 
removably secure hooks of artificial fishing bait thereby 
suspending said bait and said strips sufficiently long to span the 
approximate depth of said container. 

 

The Examiner cites the following documents as evidence of 

unpatentability: 

Bruce   US 5,185,952  Feb. 16, 1993  
Wisenbaugh  US 5,289,940  Mar. 1, 1994 
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The following rejections are before us for review: 

Claims 1-3, 5-7, 9, 12, 14, 18, and 22 stand rejected under 35 U.S.C. § 

102(b) as anticipated by Bruce (Ans. 3; see also Final Rejection 2-3).1  

Claims 4, 8, 11, 13, 15-17, 21, 23, and 24 stand rejected under 35 

U.S.C. § 103(a) as obvious over Bruce (Ans. 3; see also Final Rejection 3-

4).  

Claims 10 and 19 stand rejected under 35 U.S.C. § 103(a) as being 

obvious over Bruce and Wisenbaugh (Ans. 3; see also Final Rejection 4-5). 

ANTICIPATION -- BRUCE 

ISSUE 

Appellants contend that “Bruce does not disclose each and every 

structure claimed in amended Claims 1-3, 5-7, 9, 12, 14, 18, and 22, 

arranged as in the claim” (App. Br. 13).  

The issue with respect to this rejection, then, is whether the Examiner 

erred in finding that Bruce meets all of the limitations recited in the rejected 

claims. 

FINDINGS OF FACT (“FF”) 

1. Bruce discloses a “container for fishing lures that comprises a box 

having a vertical receptacle formed therein, a panel received by the vertical 

receptacle in the box, and a lure receiving member that is received by a 

horizontal slot on the panel” (Bruce, col. 2, ll. 58-62).   

2. Bruce discloses that the panel “includes a plurality of slots integrally 

formed in the panel and extending across a portion of at least one surface of 

                                           
1 The Examiner’s anticipation rejection over Bruce includes claim 20 (Ans. 
3).  However, that claim has been canceled (see App. Br. 1). 
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the panel.  The lure receiving member serves to detachably receive a fishing 

lure” (Bruce, col. 2, ll. 63-66).  

3. Figure 1 of Bruce is reproduced below: 
 

 
 

 

 Bruce’s Figure 1 shows: 
 

Lure storage container 10 [which] comprises a box 12, a panel 
13, and a lure receiving member 14 . . . .  The panel 13 is 
slidably received within a vertical receptacle 15. . . .  [T]he lure 
receiving member 18 [sic, 14] is slidably received by one of the 
plurality of horizontal slots 16 positioned on the panel 13.  

 
(Bruce, col. 4, ll. 52-59.) 
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4. Bruce discloses that back wall 17 of its container is “manufactured 

from a molded plastic material,” and that side walls 18 and 19 “may be 

integrally formed with the back wall” (Bruce, col. 5, ll. 1-7).  Bruce also 

discloses that lid 23 is “made of a transparent or translucent sheet of molded 

plastic” (id. at col. 5, ll. 19-21). 

5. Figure 7 of Bruce, as annotated by Appellants (Reply Br. 3), is 

reproduced below: 

 

 
 

  Bruce’s Figure 7 shows “an end view of the panel 13.  Importantly, 

the panel 13 has a male connector 60 extending outwardly from edge 61 of 

the panel 13.  On the opposite edge 62 of panel 13 is a female receiving slot 

64” (Bruce, col. 7, ll. 33-37).   Bruce discloses that the mating receiving slot 
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64 and connector 60 allow assembly of multiple panels 13 together in an 

edge-to-edge relationship (id. at col. 7, ll. 37-42).  Bruce discloses that “[t]he 

panel is a flat member of extruded plastic” (id. at col. 3, l. 19).  

6. Figure 7 of Bruce also shows a planar horizontal surface, indicated by 

Appellants as “Interior Horizontal Shelf,” at the bottom of receiving slot 64. 

7. Figure 7 of Bruce also shows horizontal slots 58, each of which is 

“comprised of a first T-shaped member 65 and a second T-shaped member 

66.  Each of these T-shaped members 65 and 66 are spaced from each other 

(so as to form the slot 58 therebetween) and are aligned parallel to each 

other” (Bruce, col. 7, ll. 43-47).   

8.  Bruce discloses that the horizontal slots 58 are intended to receive 

“lure receiving members [which are] fastened to the panel 13 by slidably 

inserting the lure receiving member into the slots 58” (Bruce, col. 7, ll. 56-

58).  

9. Figure 8 of Bruce is reproduced below: 

 
  Figure 8 shows lure receiving member 70, which “is a clip that has a 

receiving area 72 for the receipt of a portion of a lure.  Typically, the hooks 

of the lure can be inserted into the receiving area 72 such that the lure is 

fixed in position adjacent to the panel 13” (Bruce, col. 7, ll. 60-64).   

8  



Appeal 2008-5112  
Application 11/187,648 
 
10. Bruce’s lure receiving member 70 has “T-shaped member 86 [which] 

extends outwardly so as to engage the slots 58 of the panel 13” (Bruce, col. 

8, ll. 8-9).  Thus, Bruce does not disclose attaching hooks directly to the 

slots 58 of panel 13, but instead attaches the lures’ hooks to lure receiving 

member 70, which is in turn placed in the panel’s slots.    

PRINCIPLES OF LAW 

It is well settled that, “[t]o anticipate a claim, a prior art reference 

must disclose every limitation of the claimed invention, either explicitly or 

inherently.”  In re Schreiber, 128 F.3d 1473, 1477 (Fed. Cir. 1997). 

During examination, the PTO must interpret terms in a claim using 

“the broadest reasonable meaning of the words in their ordinary usage as 

they would be understood by one of ordinary skill in the art, taking into 

account whatever enlightenment by way of definitions or otherwise that may 

be afforded by the written description contained in the applicant’s 

specification.”  In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997). 

However, “while ‘the specification [should be used] to interpret the 

meaning of a claim,’ courts must not ‘import[ ] limitations from the 

specification into the claim.’ . . . [I]t is improper to ‘confin[e] the claims to 

th[e] embodiments’ found in the specification . . . .”  In re Trans Texas 

Holdings Corp., 498 F.3d 1290, 1299 (Fed. Cir. 2007) (quoting Phillips v. 

AWH Corp., 415 F.3d 1303, 1323 (Fed. Cir. 2005), citations omitted, 

bracketed text in internal quotes in original); see also Sjolund v. Musland, 

847 F.2d 1573, 1581 (Fed. Cir. 1988) (“[W]hile it is true that claims are to 

be interpreted in light of the specification and with a view to ascertaining the 

invention, it does not follow that limitations from the specification may be 

read into the claims.”); In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004) 
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(“[A]bsent claim language carrying a narrow meaning, the PTO should only 

limit the claim based on the specification . . . when [it] expressly disclaim[s] 

the broader definition.”). 

Also, “[a] patent applicant is free to recite features of an apparatus 

either structurally or functionally.”  Schreiber, 128 F.3d at 1478.  

Nonetheless, “‘[f]unctional’ terminology may render a claim quite broad . . 

.[;] a claim employing such language covers any and all embodiments which 

perform the recited function.”  In re Swinehart, 439 F.2d 210, 213 (CCPA 

1971) (emphasis added).   

Moreover, as stated in In re Best, 562 F.2d 1252, 1254-55 (CCPA 

1977) (quoting In re Swinehart, 439 F.2d at 212-13): 

[W]here the Patent Office has reason to believe that a functional 
limitation asserted to be critical for establishing novelty in the 
claimed subject matter may, in fact, be an inherent 
characteristic of the prior art, it possesses the authority to 
require the applicant to prove that the subject matter shown to 
be in the prior art does not possess the characteristic relied on. 
 

See also, In re Spada, 911 F.2d 705, 708 (Fed. Cir. 1990) (“[W]hen the PTO 

shows sound basis for believing that the products of the applicant and the 

prior art are the same, the applicant has the burden of showing that they are 

not.”). 

Lastly, as to the scope of the appealed claims, “‘[c]omprising’ is a 

term of art used in claim language which means that the named elements are 

essential, but other elements may be added and still form a construct within 

the scope of the claim.”  Genentech, Inc. v. Chiron Corp., 112 F.3d 495, 501 

(Fed. Cir. 1997).  
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ANALYSIS 

Appellants’ arguments do not persuade us that the Examiner erred in 

finding that Bruce meets all of the limitations in claim 1.  Appellants argue 

that Bruce does not anticipate claim 1 “because Bruce does not disclose a 

horizontal planar shelf attached to the vertical inside wall nor the hook 

securing members recited in Appellants’ claims” (App. Br. 4). 

Claim 1 recites a storage system for artificial fishing bait attached to a 

hook.  The system has “a first horizontal planar shelf attached to said 

vertical inside wall so that said horizontal planar shelf extends across said 

container, said first horizontal planar shelf having a top and a bottom.”   

The Examiner finds that Bruce meets that limitation because Bruce 

discloses that panel 13 has “a first horizontal planar shelf 62 as shown in 

Fig. 7 attached to the vertical inside wall so that the horizontal planar shelf 

extends across the container[, t]he first horizontal planar shelf having a top 

and a bottom” (Final Rejection 2; see also FF 5).  The Examiner finds that 

element 62 “is a horizontal shelf since it is a flat surface having length and 

width” (Ans. 3). 

We agree with the Examiner that element 62 meets the limitations in 

claim 1 with respect to the “first horizontal shelf.”  As seen in Bruce’s 

Figure 7 (FF 5), horizontal planar elements 62 are part of panel 13, which 

extends across the entire container (FF 3).   

Moreover, because panel 13 is attached to vertical inside walls 18 and 

19 by slots 15 (FF 3), and because element 62 is an integral part of panel 13 

(FF 5), we also agree with the Examiner that element 62 is attached to the 

vertical walls, as required by claim 1.  We note that panel 13 is slidably 
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mounted into Bruce’s carrier (FF 3).  However, nothing in claim 1 requires 

the attachment to be permanent.          

Claim 1 also requires the bait storing system to have hook securing 

members that have “a top plane and a vertical plane extending downwardly 

from said top plane, said vertical plane defining a slot adapted to removably 

hang hooks of artificial bait on said slot thereby suspending said bait, said 

top plane secured to said bottom of said first horizontal planar shelf.” 

The Examiner finds that Bruce “shows hook securing members 

comprised of a top plane (the horizontal plane below planar shelf 62 or at the 

bottom of slot 64 as shown in Fig. 7) and a vertical plane 65 extending 

downwardly from the top plane” (Final Rejection 2).  The Examiner also 

finds that vertical plane 65 has “slots 58 adapted to removably hang fish 

hooks from an artificial bait on the slot to suspend the bait.  The top plane is 

secured to the bottom of the first horizontal planar shelf” (id.). 

We agree with the Examiner that Bruce meets all of the limitations 

with respect to the hook securing members of claim 1.  As shown in Bruce’s 

Figure 7, and annotated by Appellants (FF 5), the outer edges of the 

horizontal plane indicated as “Interior Horizontal Shelf” have attached 

vertical planes that extend downwardly, and define slots 58.  As also shown 

in Bruce’s Figure 7, the horizontal plane indicated as “Interior Horizontal 

Shelf” has vertical members which secure it to the bottom of first horizontal 

planar shelf 62.  Given the capacity of the slots to slidably engage the lure-

holding members 70 (FF 8), we also agree with the Examiner that it was 

reasonable to find that slots 58 are capable of removably engaging the hooks 

of artificial bait in a manner that suspends the bait, as required by claim 1.     
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We note that Bruce discloses engaging lure receiving members 70 in 

slots 58, rather than the hooks of the lures (FF 8, 9).  However, as noted, the 

Examiner was reasonable in finding that the slots would be capable of 

removably engaging hooks in the manner claimed, given Bruce’s disclosure 

of the nature of these elements.  We therefore agree that Bruce meets that 

limitation in claim 1.  See Swinehart, 439 F.2d at 213 (A claim using 

functional language “covers any and all embodiments which perform the 

recited function”) (emphasis added).     

In sum, Appellants’ arguments do not persuade us that the Examiner 

erred in finding that Bruce meets all of the limitations of claim 1.  We 

therefore affirm the Examiner’s rejection of claim 1 as anticipated by Bruce.  

Because claim 3 was not argued separately, it falls with claim 1.  37 C.F.R. 

§ 41.37(c)(1)(vii). 

In arguing the merits of the Examiner’s rejection of claim 12 as 

anticipated by Bruce, Appellants reiterate the arguments made with respect 

to claim 1 (App. Br. 10).  For the reasons discussed above, we do not find 

these arguments persuasive. 

Appellants also argue that claim 12 is distinguishable from Bruce 

because “[i]t is not clear from Bruce that there is a disclosure of a molded 

plastic fishing box” (id.).  We are not persuaded by this argument.   

  Bruce discloses that the back of its container is “manufactured from a 

molded plastic material” (Bruce, col. 5, ll. 1-2), that side walls 18 and 19 

“may be integrally formed with the back wall” (id. at col. 5, ll. 6-7), and that 

lid 23 is “made of a transparent or translucent sheet of molded plastic” (id. at 

col. 5, ll. 19-21 (see also FF 4)).  We therefore also affirm the Examiner’s 

rejection of claim 12 as anticipated by Bruce. 
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  Appellants argue that Bruce does not anticipate claim 2 because 

“Bruce does not disclose hook securing members attached to the inside top 

surface” (App. Br. 11).  Claim 2 reads as follows: 

2. The storage system of Claim 1, further comprising hook 
securing members attached to said container inside top 
surface and wherein said first horizontal planar shelf is 
located a sufficient distance from said container inside 
top surface to permit artificial bait hung on said hook 
securing members attached thereto to be suspended 
above said first horizontal planar shelf. 

 
  Thus, claim 2 requires the container of claim 1 to have hook securing 

members attached to the inside of the container’s top surface.  In contrast, 

the inside top surface 27 of Bruce’s container is configured to move away 

from vertical panel 13 of Bruce’s container when the container is opened 

(see Figure 1 of Bruce; FF 3).   

  Moreover, the Examiner does not point to, nor do we see, any 

disclosure in Bruce suggesting that the hook securing members are attached 

to the container’s inside top surface.  We therefore agree with Appellants 

that the Examiner has not made a prima facie case that Bruce discloses a 

container meeting the limitations of claim 2, and reverse the Examiner’s 

anticipation rejection of that claim over Bruce. 

  Appellants argue that claims 5 and 6 “recite additional horizontal 

planar shelves.  Since Bruce does not disclose horizontal planar shelves, and 

certainly not multiple ones, and since Claims 5 and 6 are dependent on 

Claim 1 and Claim 1 is not anticipated as discussed above, Appellants 

submit Claims 5 and 6 are not anticipated” (App. Br. 11). 

  We are not persuaded by these arguments.  As discussed above, we 

agree with the Examiner that the horizontal plane constituting element 62 in 
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Figure 7 (FF 5) of Bruce can be considered a horizontal shelf.  Because 

Bruce’s container has a number of such horizontal planes (FF 5), we do not 

agree with Appellants that the Examiner erred in concluding that Bruce 

meets all of the limitations of claims 5 and 6.  We therefore affirm the 

Examiner’s anticipation rejection of claims 5 and 6 over Bruce. 

  Appellants argue that Bruce does not anticipate claim 7 because the 

bars parallel to item 61 in Bruce’s Figure 7 (see FF 5) do not meet the 

limitation requiring the top plane of the hook securing member to be secured 

to the horizontal shelf (App. Br. 11-12).  Thus, Appellants argue, “[i]t is 

physically impossible to secure the top plane of Appellants’ hook securing 

member to 61 or any vertical bar parallel to 61 because these bars are 

enclosed within the interior of Panel 13” (id. at 12). 

  We are not persuaded by these arguments.  Claim 7 recites “[t]he 

storage system of Claim 1, further comprising one or more additional 

components selected from horizontal shelves, drawers, or compartments.”  

As pointed out above regarding claims 5 and 6, the interior panel 13 of 

Bruce’s container has a plurality of horizontal members which can be 

considered shelves (see FF 5).  Bruce therefore meets the limitation in claim 

7 requiring one or more additional shelf.   

  As pointed out above regarding claim 1, Bruce’s Figure 7 shows the 

horizontal plane indicated by Appellants as “Interior Horizontal Shelf” as 

having vertical members which secure it to the bottom of first horizontal 

planar shelf 62 (see FF 5).  We therefore do not agree with Appellants that 

the Examiner erred in finding that Bruce’s container meets all of the 

elements of claim 7, and affirm the Examiner’s rejection of claim 7 as 

anticipated by Bruce. 
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  Appellants argue that Bruce does not anticipate claim 9 because “the 

brackets shown by Bruce are aligned with the side panels to receive Panel 13 

whereas in Appellants’ embodiment, they are perpendicular to the vertical 

wall to receive the horizontal shelves” (App. Br. 12).  We are not persuaded 

by this argument. 

  Claim 9 recites “[t]he system of Claim 7, wherein said tackle box 

further comprises one or more brackets attached to said inside vertical wall 

adapted to receive said component, into which said component is slidably 

disposed.”  Thus, claim 9 does not require the brackets to be in a horizontal, 

as opposed to vertical, orientation.  Claim 9 therefore encompasses the 

vertical brackets shown in Bruce’s Figure 7, which slidably engage panel 13 

and attach it to the side vertical walls of the container (see FF 3).   

  We therefore do not agree with Appellants that the Examiner erred in 

finding that Bruce’s container meets all of the elements of claim 9, and 

affirm the Examiner’s rejection of claim 9. 

  Moreover, because Bruce’s Figure 7 shows a vertical member (65/66) 

attached to each end of the horizontal members attached to panel 13, each 

vertical member can be considered to have two strips attached to it (see FF 

5).  We are therefore not persuaded that Bruce fails to meet the limitation in 

claim 14 requiring the molded plastic fishing box of claim 12 to have “two 

to sixty four strips are attached to each of said horizontal planar shelves,” 

and affirm the Examiner’s rejection of claim 14 as anticipated by Bruce. 

With respect to claim 18, we agree with the Examiner that the handle 

on Bruce’s container can serve as “an attaching means secured to the 

exterior of said box for attaching to a belt, boat dock, or other object.”  
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Appellants do not point to, nor do we see, where the Specification limits this 

“means” to any particular structure.   

Thus, claim 18 encompasses boxes that have any structure allowing 

the box to be attached to the named articles.  See Swinehart, 439 F.2d at 213 

(A claim using functional language “covers any and all embodiments which 

perform the recited function”) (emphasis added).  Because a belt could be 

passed through the handle on Bruce’s container we agree with the Examiner 

that Bruce meets the requirements of claim 18, and therefore affirm the 

Examiner’s anticipation rejection of that claim. 

 Appellants argue that Bruce fails to anticipate claim 22 (App. Br. 13).  

Appellants point out that the embodiment recited in claim 22 is best shown 

in Appellants’ Figure 2A, and that “Bruce does not show anything similar to 

this” (id.).  Moreover, Appellants argue, “because the hook securing 

members of Bruce do not have top planar surfaces (See Bruce Fig.8 and 10) 

that are removably secured, it cannot anticipate Claim 22” (id.). 

 We are not persuaded by these arguments.  Claim 22 recites “[t]he 

box of Claim 12, wherein said top planar surface is removably secured to 

said tackle box.”  As discussed above, the horizontal member in Bruce’s 

Figure 7 designated by Appellants as “Interior Horizontal Shelf” (FF 5) can 

be considered the top planar surface of a hook securing member.  Because 

the entire panel 13 is slidably removable from Bruce’s container, the top 

planar surface is also slidably removable from the container.   

We therefore do not agree with Appellants that the Examiner erred in 

finding that Bruce discloses a tackle box that has hook securing members 

with “a top planar surface . . . removably secured to said tackle box” as 

recited in claim 22.  While it may be true that Bruce’s top planar surface is 
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not the same as Appellants’ preferred embodiments, it is improper to read 

limitations into the claims from the Specification.  Trans Texas Holdings 

Corp., 498 F.3d at 1299.  We therefore affirm the Examiner’s rejection of 

claim 22 as anticipated by Bruce. 

In sum, we affirm the Examiner’s rejection of claims 1, 3, 5, 6, 7, 9, 

12, 14, 18, and 22 as anticipated by Bruce.  However, we reverse the 

Examiner’s anticipation rejection of claim 2 over Bruce.  

OBVIOUSNESS -- BRUCE 

ISSUE 

Claims 4, 8, 11, 13, 15-17, 21, 23, and 24 stand rejected under 35 

U.S.C § 103(a) as obvious over Bruce (Ans. 3).  

Appellants argue that the Examiner erred in finding that the rejected 

claims would have been obvious to a person of ordinary skill in the art 

because Bruce does not disclose containers having the claimed features, and 

because Bruce does not disclose that it would have been advantageous for its 

box to have the claimed features (see App. Br. 13-15). 

The issue with respect to this rejection, then, is whether the Examiner 

has made a prima facie case that a person of ordinary skill in the art would 

have considered the boxes recited in claims 4, 8, 11, 13, 15-17, 21, 23, and 

24 obvious. 

PRINCIPLES OF LAW 

Addressing the question of obviousness in KSR Int'l Co. v. Teleflex 

Inc., 127 S. Ct. 1727 (2007), the Supreme Court reaffirmed that under the 

controlling inquiry, “the scope and content of the prior art are to be 

determined; differences between the prior art and the claims at issue are to 

be ascertained; and the level of ordinary skill in the pertinent art resolved.”  
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Id. at 1734 (quoting Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 

17-18 (1966)). 

In proceedings before the Patent and Trademark Office, 
the Examiner bears the burden of establishing a prima facie 
case of obviousness based upon the prior art. “[The Examiner] 
can satisfy this burden only by showing some objective 
teaching in the prior art or that knowledge generally available to 
one of ordinary skill in the art would lead that individual to 
combine the relevant teachings of the references.”  

 
In re Fritch, 972 F.2d 1260, 1265 (Fed. Cir. 1992) (citations omitted, 

bracketed material in original).  Thus, as the Supreme Court pointed out in 

KSR, “a patent composed of several elements is not proved obvious merely 

by demonstrating that each of its elements was, independently, known in the 

prior art.”  KSR, 127 S. Ct. at 1741.  Rather, as the Court stated: 

[I]t can be important to identify a reason that would have 
prompted a person of ordinary skill in the relevant field to 
combine the elements in the way the claimed new invention 
does . . . because inventions in most, if not all, instances rely 
upon building blocks long since uncovered, and claimed 
discoveries almost of necessity will be combinations of what, in 
some sense, is already known. 

 
Id. (emphasis added); see also id. at 1740-41 (requiring a determination of 

“whether there was an apparent reason to combine the known elements in 

the fashion claimed by the patent at issue”) (emphasis added).   

While holding that some rationale must be supplied for a conclusion 

of obviousness, the Court nonetheless rejected a “rigid approach” to the 

obviousness question, and instead emphasized that “[t]hroughout this Court's 

engagement with the question of obviousness, our cases have set forth an 

expansive and flexible approach . . . .”  Id. at 1739.  The Court also rejected 
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the use of “rigid and mandatory formulas” as being “incompatible with our 

precedents.”  Id. at 1741; see also 1742-43 (“Rigid preventative rules that 

deny factfinders recourse to common sense, however, are neither necessary 

under our case law nor consistent with it.”).  

The Court thus reasoned that the analysis under 35 U.S.C. § 103 “need 

not seek out precise teachings directed to the specific subject matter of the 

challenged claim, for a court can take account of the inferences and creative 

steps that a person of ordinary skill in the art would employ.”  Id. at 1741. 

The Court further advised that “[a] person of ordinary skill is . . . a person of 

ordinary creativity, not an automaton.”  Id. at 1742. 

Regarding hindsight reasoning, the Court stated that “[a] factfinder 

should be aware, of course, of the distortion caused by hindsight bias and 

must be cautious of arguments reliant upon ex post reasoning.  Rigid 

preventative rules that deny factfinders recourse to common sense, however, 

are neither necessary under our case law nor consistent with it.”  Id. at 1742-

1743 (citations omitted). 

ANALYSIS 

 Appellants’ arguments do not persuade us that the Examiner erred in 

concluding that claim 4 would have been obvious to a person of ordinary 

skill in the art.  Claim 4 recites the storage box of claim 1, having at least 

three vertical inside walls and a door or lid, “wherein said box is generally 

rectangular and is from about 6 inches to about 24 inches in height, about 12 

inches to about 48 inches in width and about 3 inches to about 12 inches in 

depth.”   

The Examiner concluded that it would have been “have been obvious 

to size the box in the ranges given since the size would be determined 
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through routine experimentation” (Final Rejection 3).  Appellants argue that 

the Examiner’s conclusion of obviousness is erroneous because “Bruce does 

not disclose the advantage of a box having these dimensions” (App. Br. 13). 

It may be true that Bruce does not explicitly disclose that its box 

should have the precise dimensions recited in claim 4.  However, as pointed 

out by the Supreme Court, an obviousness analysis need not be bound to the 

precise teachings of a reference, but instead “can take account of the 

inferences and creative steps that a person of ordinary skill in the art would 

employ.”  KSR, 127 S. Ct. at 1741.  We agree with the Examiner that one of 

ordinary skill in the art, being a person of ordinary creativity and common 

sense, see id. at 1742-43, would have reasonably inferred that Bruce’s 

container would be useful as a tackle box, in the manner disclosed in the 

reference, with the dimensions recited in claim 4.  We therefore affirm the 

Examiner’s rejection of claim 4 as obvious over Bruce. 

Claim 8 recites “[t]he system of Claim 1, wherein said tackle box 

further comprises one or more brackets attached to said inside vertical wall 

adapted to receive said horizontal shelf and into which said shelf is slidably 

disposed.”  The Examiner found that claim 8 differed from Bruce in that 

Bruce’s vertical panel 13 uses vertical brackets (see FF 3), but concluded 

that “it would have been obvious to mount the shelf horizontally since the 

function is the same and no stated problem is solved[,] noting that 

rearrangement of the location of parts has been held to be obvious” (Final 

Rejection 4 (citing In re Japikse, 181 F.2d 1019 (CCPA 1950)). 

We agree with Appellants that the Examiner has not made a prima 

facie case of obviousness with respect to claim 8.  Specifically, if one were 

to mount panel 13 of Bruce’s device horizontally as posited by the 
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Examiner, one would entirely disrupt the horizontal/vertical orientations of 

the horizontal planar shelf and planes constituting the hook securing member 

of claim 1.  Thus, mounting the panel 13 horizontally instead of vertically as 

disclosed by Bruce would result in a situation in which Bruce’s device no 

longer meets the limitations of claim 1, from which claim 8 depends.  

Because the Examiner has not adequately explained how changing the 

orientation of Bruce’s panel 13 can be accomplished while still meeting all 

of the claim limitations, we agree with Appellants that the Examiner has not 

made a prima face case of obviousness for claim 8.  We therefore reverse the 

Examiner’s rejection of claim 8 as being obvious in view of Bruce.   

Appellants argue that Bruce does not render claim 11 obvious 

“because no advantage to the dimensions given is disclosed by Bruce” (App. 

Br. 14).   

Claim 11 recites “[t]he storage system of Claim 1, wherein said hook 

securing member is made of flexible material and is from about 1/64 to ½ 

inches thick.”  Bruce discloses that panel 13 can be made of extruded plastic, 

which is a flexible material (FF 5).   

We agree with the Examiner that one of ordinary skill, being a person 

of ordinary creativity and common sense, see KSR, 127 S. Ct. at 1742-43, 

would have reasonably inferred that the various members of panel 13 used in 

forming lure-holding slots 58 (see FF 5) would functional suitably, in 

accordance with Bruce’s disclosure, if they were about 1/64 to ½ inches 

thick.  We therefore affirm the Examiner’s rejection of claim 11 as obvious 

over Bruce. 

Claim 13 recites the box of claim 12, and requires, among other 

things, that the “top horizontal plane of said hook securing strips are 
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attached to said container top inside wall.”  The Examiner concedes that 

“Bruce shows the hook securing strips attached to the container side interior 

walls by way of the panels[’] ends,” but concludes that “it would have been 

obvious to attach the hook securing strips to the container's inside top wall 

since merely a rearrangement of parts is contemplated and the function is the 

same” (Final Rejection 4).   

We agree with Appellants that the Examiner erred in concluding that 

claim 13 would have been obvious to a person of ordinary skill.  Bruce 

discloses that the top of its box is intended to flip open to allow panel 13 to 

be slidably inserted into the slots in the sides of the box (see FF 3).  Thus, 

contrary to the Examiner’s reasoning, if the panel 13 were attached to the 

container top inside wall 27, the top of the box could not flip open, and the 

container would therefore not function in accordance with Bruce’s 

disclosure.  We therefore reverse the Examiner’s rejection of claim 13, and 

its dependent claims 16 and 17, as obvious over Bruce. 

Claim 15 recites “[t]he box of Claim 12, wherein four to eight strips 

are attached to each of said horizontal planar shelves, and wherein there are 

2-3 horizontal planar shelves attached to said box.”  The Examiner finds that 

Bruce differs from claim 15 in that “Bruce attaches two hook securing strips 

such as 65, 66 as shown in Fig. 7 to each horizontal planar shel[f] with one 

being at each end of the strip,” but concludes that “it would have been 

obvious to employ more for multiplied effect” (Final Rejection 4).     

We reverse the Examiner’s rejection of claim 15.  We note that 

Bruce’s panel 13 has securing strips 65 and 66 at each end of the horizontal 

planar members (FF 5).  However, those strips are specifically configured to 

create slots 58 to accommodate the T-shaped portion of lure-receiving 
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members 70 (see FF 7-10).  The Examiner has not explained how additional 

strips at the end of each horizontal member would multiply the effect of 

accommodating the lure-receiving members or increase the number of slots, 

or why such a modification would be desirable.  We therefore agree with 

Appellants that the Examiner has not made a prima facie case that Bruce 

would have prompted a person of ordinary skill to increase the number of 

securing strips on each horizontal member, and reverse the Examiner’s 

rejection of claim 15 as obvious over Bruce.  

 Claim 21 recites “[t]he box of Claim 12, wherein said top planar 

surface is permanently secured to said tackle box.”  The Examiner finds that 

Bruce differs from claim 21 in that “Bruce removably secures the hook 

securing strip,” but concludes that “it would have been obvious to 

permanently secure the hook securing strip since both integral (permanently 

secured) and separable (removably secured) have been held to be obvious 

noting that the function is the same” (Ans. 5).   

Appellants argue that they “do not see any disclosure or suggestion in 

Bruce that a top plane of a strip should be permanently secured to a 

horizontal shelf” (App. Br. 15).  However, as discussed above, the 

obviousness analysis is not limited to the exact disclosures in a particular 

reference, but must take into account the “inferences and creative steps that a 

person of ordinary skill in the art would employ.”  KSR, 127 S. Ct. at 1741. 

We agree with the Examiner that one of ordinary skill in the art, being 

a person of ordinary creativity and common sense, see id. at 1742-43, would 

have reasonably inferred that Bruce’s container would be useful as a 

lure-carrying box even if the panel 13 were permanently secured to the box 
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as recited in claim 21.  We therefore affirm the Examiner’s rejection of 

claim 21 as obvious over Bruce. 

With respect to claims 23 and 24, the Examiner finds that “the 

rearrangement of the Bruce bracket 13 would involve only routine skill in 

the art as would the location of the hook securing strips” (Ans. 5).  

Appellants argue that Bruce does not render claims 23 and 24 obvious 

because “Bruce does not teach or suggest hook securing strips of the 

structure claimed by Applicant, nor brackets secured to the underside of a 

horizontal shelf” (App. Br. 15).    

Claim 23 recites the box of claim 12, in which the top planar surface 

is removably secured to the tackle box, and “wherein said tackle box further 

comprises one or more brackets secured to one or more bottoms of said 

horizontal shelves, said brackets adapted to receive said top planar surface of 

said hook securing strip, whereby said top planar surface is removably 

slidably disposed in said bracket.”  We note that Bruce’s panel 13 has a 

number of horizontal members that can be considered shelves (see FF 5). 

However, those horizontal members are configured to create slots 58 

to accommodate lure receiving members 70 (see FF 7-10).  We do not see, 

and the Examiner has not explained, why one of ordinary skill would have 

attached brackets to the bottom of those horizontal members as recited in 

claim 23.  We therefore reverse the Examiner’s rejection of claim 23 as 

obvious over Bruce. 

Claim 24 recites the box of claim 12, in which the top planar surface 

is removably secured to the tackle box, and “wherein said tackle box further 

comprises one or more brackets secured to said container top inside wall top, 

said brackets adapted to receive said top planar surface of said hook securing 
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strip, whereby said top planar surface is removably slidably disposed in said 

bracket.”  Bruce discloses that the top of its box is intended to flip open to 

allow panel 13 to be slidably inserted into the slots in the sides of the box 

(see FF 3).   

The Examiner has not explained, and we do not see, why one of 

ordinary skill in the art would have added a bracket to the inside of the top 

of Bruce’s container, given the fact that Bruce discloses that the top should 

be configured to flip open, rather than hold the lure-receiving panel 13.  We 

therefore agree with Appellants that the Examiner has not made a prima 

facie case of obviousness for claim 24, and reverse the Examiner’s 

obviousness rejection of that claim.  

In sum, we affirm the Examiner’s obviousness rejection of claims 4, 

11, and 21 over Bruce.  However, we reverse the Examiner’s rejection of 

claims 8, 13, 15-17, 23, and 24 as being obvious over Bruce. 

OBVIOUSNESS -- BRUCE AND WISENBAUGH 

ISSUE 

Claims 10 and 19 stand rejected under 35 U.S.C § 103(a) as being 

obvious over Bruce and Wisenbaugh (Ans. 3; see also Final Rejection 4-5).  

Claim 10 reads as follows: 

10.  The system of Claim 1, further comprising a two piece 
attaching means comprising a first piece and a second 
piece, said first piece attached to the outside wall of said 
tackle box and said second piece adapted to be attached 
to a wall or object so that said first piece may engage 
with said second piece thereby securing said tackle box 
in an upright position. 

 
The Examiner concedes that Bruce does not disclose a tackle box 

having a two piece attaching means (Final Rejection 4).  To meet that 
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limitation the Examiner cites Wisenbaugh as disclosing a tackle box with a 

two-piece attaching means “with a first piece 45 attached to the outside wall 

11 of the tackle box and a second piece 48 adapted to be attached to a wall 

or object so that the first piece may engage with the second piece to secure 

the tackle box in an upright position” (id. at 5).   The Examiner concludes 

that “it would have been obvious to provide the tackle box of Bruce with a 

two piece attaching means as shown by Wisenbaugh for the purpose of 

mounting the tackle box in a fixed upright position” (id.).  Moreover, the 

Examiner asserts, “Wisenbaugh shows the support bracket having holes in 

Fig. 1 so that the bracket could be screwed [or] bolted to the sea[t] or floor 

of a boat” (id. at 7).  

Appellants argue that Wisenbaugh’s support bracket 48 is intended to 

allow its tackle box to rotate on an axle, whereas, “[i]n contrast, . . . Claim 

10 is directed toward a two-piece attaching means which will keep the tackle 

box relatively immobile” (App. Br. 15).  Therefore, Appellants argue, 

“neither Bruce, Wisenbaugh, or a combination of Bruce and Wisenbaugh 

render Claim 10 obvious” (id. at 16).   

Appellants further argue that the cited combination of references fails 

to render claim 19 obvious because that claim recites internal brackets, 

whereas Wisenbaugh discloses an external bracket 48, which accommodates 

axle receiving members (see id.) 

The issue with respect to this rejection, then, is whether the Examiner 

has made a prima facie case that a person of ordinary skill in the art would 

have considered claims 10 and 19 obvious in view of Bruce and 

Wisenbaugh. 
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FINDINGS OF FACT 

11. Wisenbaugh discloses “a rotary fishing lure container wherein the 

same is arranged for rotatably addressing various portions of a container for 

access thereto” (Wisenbaugh, col. 1, ll. 30-32). 

12.   Figure 1 of Wisenbaugh is reproduced below: 
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 Wisenbaugh’s Figure 1 shows rotary fishing lure container 10 with a 

plurality of divider walls that define a plurality of compartments capable of 

containing fishing lures.  Figure 1 also shows: 

 A support bracket 48 . . . of a generally U-shaped 
configuration having a base web 51 and spaced parallel first and 
second legs 49 and 50.  The first and second legs 49 and 50 
include respective first and second leg recesses 52 and 53 to 
receive complementarily and fixedly the respective first and 
second axle handles 45 and 46.  The recesses are spaced above 
the base web 51 a predetermined spacing substantially greater 
than one-half of the predetermined width of the front walls 11 
and 12 to permit rotation of the enclosure structure above the 
base web 51.  
 

(Wisenbaugh, col. 4, ll. 10-20.)  

PRINCIPLES OF LAW 

“In determining whether obviousness is established by combining the 

teachings of the prior art, the test is what the combined teachings of the 

references would have suggested to those of ordinary skill in the art.”  In re 

GPAC Inc., 57 F.3d 1573, 1581 (Fed. Cir. 1995) (internal quotations 

omitted).   

Thus, when evaluating claims for obviousness, “the prior art as a 

whole must be considered.  The teachings are to be viewed as they would 

have been viewed by one of ordinary skill.”  In re Hedges, 783 F.2d 1038, 

1041 (Fed. Cir. 1986).  Moreover, “‘[i]t is impermissible within the 

framework of section 103 to pick and choose from any one reference only so 

much of it as will support a given position, to the exclusion of other parts 

necessary to the full appreciation of what such reference fairly suggests to 

one of ordinary skill in the art.’”  Id. (quoting In re Wesslau, 353 F.2d 238, 

241 (CCPA 1965)). 
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ANALYSIS 

We agree with Appellants that the Examiner has not made a prima 

facie case that a person of ordinary skill in the art would have considered 

claims 10 and 19 obvious in view of Bruce and Wisenbaugh.   

Claim 10 requires the two piece attachment means to “secur[e] said 

tackle box in an upright position.”  In contrast, the bracket 48 used by 

Wisenbaugh to secure its rotary lure container to a fixed object is explicitly 

disclosed as being configured “to permit rotation of the enclosure structure 

above the base web” (Wisenbaugh, col. 4, ll. 19-20 (FF 12)).    

Thus, rather than providing a way of securing Bruce’s tackle box in an 

upright position as recited in claim 10, Wisenbaugh’s bracket is specifically 

configured to allow a lure-containing box to rotate.  We therefore do not 

agree with the Examiner that applying Wisenbaugh’s bracket to Bruce’s box 

would meet the claim limitations. 

Moreover, we see no disclosure in Bruce suggesting that it would be 

desirable for Bruce’s box to be rotated in the manner disclosed in 

Wisenbaugh.  We therefore do not agree with the Examiner that a person of 

ordinary skill in the art would have been prompted to use Wisenbaugh’s 

bracket to secure Bruce’s tackle box to a wall or object as recited in claim 

10.  We are therefore compelled to reverse the Examiner’s rejection of claim 

10 as obvious over Bruce and Wisenbaugh. 

Claim 19 recites “[t]he box of Claim 12, wherein said tackle box 

further comprises one or more brackets attached to said inside vertical wall 

adapted to receive one of said horizontal shelves into which said shelf is 

slidably disposed.”  As this claim does not relate to outside securement of 

the container, is unclear why the Examiner included this claim in this 
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rejection.  Nor has the Examiner explained how the cited combination of 

references meets the limitations in claim 19. 

Claim 19 contains similar limitations to claim 8.  In rejecting claim 8, 

the Examiner concluded that it would have been obvious to mount Bruce’s 

panel 13 horizontally rather than vertically “since the function is the same 

and no stated problem is solved[,] noting that rearrangement of the location 

of parts has been held to be obvious” (Final Rejection 4 (citing In re Japikse, 

181 F.2d 1019 (CCPA 1950)). 

However, as discussed above, if one were to mount panel 13 of 

Bruce’s device horizontally as posited by the Examiner, one would entirely 

disrupt the horizontal/vertical orientations of the horizontal planar shelves 

and hook-securing strips in independent claim 12.  Thus, mounting the panel 

13 horizontally instead of vertically as disclosed by Bruce would result in a 

situation in which Bruce’s device no longer meets the limitations of claim 

12, from which claim 19 depends.   

We do not see, and the Examiner does not explain, how Wisenbaugh 

remedies this deficiency in Bruce.  Nor do we see any clear explanation why 

this combination of references renders claim 19 obvious.  We therefore 

reverse the Examiner’s rejection of claim 19 as being obvious in view of 

Bruce and Wisenbaugh.   

   

SUMMARY 

We affirm the Examiner’s rejection of claims 1, 3, 5-7, 9, 12, 14, 18, 

and 22 as anticipated by Bruce.  However, we reverse the Examiner’s 

rejection of claim 2 as anticipated by Bruce. 
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 We affirm the Examiner’s rejection of claims 4, 11, and 21 as being 

obvious in view of Bruce.  However, we reverse the Examiner’s rejection of 

claims 8, 13, 15-17, 23, and 24 as being obvious over Bruce. 

We reverse the Examiner’s rejection of claims 10 and 19 as being 

obvious in view of Bruce and Wisenbaugh. 

 

AFFIRMED-IN-PART 
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