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DECI SI ON ON APPEAL

This is an appeal pursuant to 35 USC § 134 fromthe final
rejection of clainms 1 through 6, 8 through 20, and 24 and 25.
Claiml is representative and is reproduced bel ow

1. A process for the preparation of a terpenic ketone
conprising the steps of:

! Application for patent filed April 6, 1992. According to appellants the

application is a continuation of Application 07/652,049, filed February 8, 1991
(ABN) .
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reacting, in the presence of water, a butadi ene
derivative of the fornul a:

Ao

wherein R is a hydrocarbon radical having 1 to 20 carbon atons
with a $-keto ester; and
causi ng the product of said reaction to undergo
decar bal koxyl ation in the presence of water w thout adding an
addi ti onal conponent selected fromthe group consisting of a
sol vent and a decar bal koxyl ati ng agent, wherein said reaction

step and sai d decarbal koxyl ation are carried out in the sane
reacti on zone.

The references of record relied upon by the exam ner are:

Cel I'i 4,092, 362 May 30, 1978
Mor el 4,621, 165 Nov. 4, 1986

The appeal ed clains stand rejected under 35 USC §8 103 over
Morel in view of Celli.

W reverse.

The subject matter on appeal is directed to a process for
preparing terpenic ketones. These conpounds are known precursors

in the synthesis of vitamns A and E and are usable in perfunes.
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The cl ai ned process conprises a first step of reacting, in the
presence of water and a rhodi um catal yst, a butadi ene derivative
substituted at the two carbon position by a hydrocarbon chain
with a $-keto ester to produce a keto ester reaction product.
See the specification at page 6, lines 14 through 16. 1In a
second step of the clained process, the above reaction product is
caused to undergo decarbal koxylation in the presence of water.
| mportantly, the decarbal koxylation step is carried out w thout
addi ng an additional solvent or decarbal koxyl ati ng agent. Al so
the clained two-step reaction process is carried out in the sane
reaction vessel. Thus the appealed clains require that both the
reaction step and the step of decarbal koxyl ati on are carried out
?in the same reaction zone? which is said to elimnate a
potentially costly and tinme consum ng isolation step required by
prior art processes. See the Brief at page 10.

The exam ner contends that the clained process is rendered

prima facie obvious in view of the conbined teachi ngs of Morel

and Celli. Although the examner’'s stated rejection i s not

w thout nerit, appellants argue, and we agree, that neither Morel
nor Celli teach or suggest a single reaction zone process as
claimed by appellants. The exam ner’s contention that the

cl ai med ?sane reaction zone? process has not been shown by
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appel l ants to enhance the yields of terpenic ketone product, in
effect, places the cart before the horse. Here, it is only
appel l ants’ di scl osure which suggests a single reaction zone
process, not the prior art. W have |little doubt that one
ordinarily skilled in this art, working with the avail abl e

knowl edge and expertise of the reactions in question, could have
desi gned a process as clained. However, the nere fact that the
prior art processes could have been so nodified to have been
carried out in the sane reaction zone would not have made the

cl ai med process obvious unless the prior art suggested the

desirability of this nodification. |In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). In short, we agree
wi th appellants that the conbined disclosures of the relied upon

references fail to establish a prinma facie case of obvi ousness

for the specifically clainmed process on appeal. W are therefore
constrained to reverse the examner’s rejection of the appeal ed

cl ai n8 under 35 USC § 103.
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The decision of the exam ner i s reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES F. WARREN

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

THOVAS WALTZ
Adm ni strative Patent Judge
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