TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MLTON P. CHARLTON and M CHAEL TYM ANSKI

Appeal No. 94-2504
Application 07/963, 6761

ON BRI EF

Before WLLIAMF. SMTH, METZ, and GRON, Adninistrative Patent

Judges.

GRON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

This is an appeal froman exam ner’s final rejection of

Clainms 1 and 11-16 under 35 U.S.C. § 112, first paragraph.

! Application for patent filed October 20, 1992.
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Clainms 1, 3, and 5-25 are pending in this application.

1. H story of prosecution
A. In a first office action nail ed Decenber 7, 1992
( Paper

No. 3), the examiner required the following restriction under
35 U S.C § 121:

The clains are drawn to conpounds that find
t hensel ves classed in various and numerous parts of
cl ass 514.

Accordi ngly, selection of a specific invention
as defined by a specific conpound is required.

The several inventions are clearly independent and
di stinct due to separate search, status, consideration
and/or classification. Further, a reference to one
i nvention under 35 U S.C. 8 103 would not be a reference
to the others.

Applicant is required to el ect one of the above,
even though such be traversed, 37 C F. R 1.143.

It is not wwthin the Board’ s jurisdiction to reviewthe
propriety of restriction requirenents under 35 U . S.C. § 121.

In re Watkinson, 900 F.2d 230, 233, 14 USPQ2d 1407, 1409 (Fed.

Cr. 1990). Nevertheless, we cannot help but notice that
Clainms 1-16 which were pending in this application at the tine
the restriction requirenment was inposed were, as originally
filed, directed to “a nethod of reducing the damagi ng effect
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of an injury to cells in mammalian tissue in vivo and
treatment of epilepsy,” not “to conpounds” as the exam ner

i ndi cated. Moreover, as filed, Cains 2-16 were all dependent
upon Caim1l which generically defined the treating agent as
“a cell menbrane perneant calciumbuffer.” Needless to say,
our attenpts to conprehend the exam ner’s restriction

requi renent have been unsuccessful.

In response to the restriction requirenent (Paper No. 4,
filed January 6, 1993), applicants interpreted the exam ner’s
restriction requirement as requiring restriction between
(1) method Cainms 1-16, (I1) nmethod Cains 23-25, (I11)
compound Clainms 17-21, and (1V) conposition Caim22, and an
el ection of a species of buffer. Accordingly, applicants
el ected the nethod of O aim 10 and BAPTA-AM as t he speci es of
buffer.

In a second office action nailed February 5, 1993 (Paper
No. 6), the examiner withdrew Clainms 2-9 and 17-25 from
consi deration wi thout explanation and indicated that Cains 1
and 10-16 woul d be exam ned. The exam ner then summarily
rejected Clains 1 and 10-16 as follows (Paper No. 6, p. 2):
115 Clains 1 and 10-16 are rejected under 35 U S. C. 8§

second paragraph, as being indefinite for failing to
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particularly point out and distinctly claimthe subject
matter which applicant regards as the invention.

The clainms should all relate to the host of
the tissue and not as cl ai ned.

Clainms 1 and 11-16 are rejected under 35 U S. C
8§ 112, first paragraph, as the disclosure is enabling
only for clains limted in accord with the entire
di scl osure. See MP.E.P. 88 706.03(n) and 703. 03(z).
“A cell nenbrane perneant cal ciumbuffer” is
broader than the specific supporting disclosure.
It is also broader than the elected invention.
In response to these rejections (Paper No. 7, filed May
5, 1993), applicants canceled ains 2 and 4 and anended C ai m
1 to specify the “host” and to further define the “cal ci um
buffer” as a chel ating agent having a K, within a designated
range.
In the FINAL office action nailed May 13, 1993 (Paper
No. 8), the exam ner responded to applicants’ anmendnent and
argunents as foll ows:

Clains 1 and 10-16 renmni n exam ned.

Claims 1 and 11-16 remain rejected for the reasons
of record under 35 U. S.C. 112, 1st paragraph.

The rejected phrase remains too broad and such is
broader than the el ected invention.

TH'S ACTION IS MADE FI NAL.

Appel lants filed NOTI CE OF APPEAL August 13, 1993.
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Apparently, Caim 10 was considered all owabl e in i ndependent
form and Cains 3, 5-9 and 17-25 stood withdrawn from
consi deration by the exam ner.

2. | nt r oducti on

Clainms 1 and 11-16 stand finally rejected under 35 U. S. C

8§ 112, first paragraph, because the phrase “‘cell nenbrane
permeant cal cium buffer’ is broader than the specific
supporting disclosure . . . [and] al so broader than the

el ected invention” (Paper No. 6, page 2). Al clains on
appeal stand or fall (Appeal Brief (Br.), p. 3) with

i ndependent Claiml1l. Caim1 on appeal reads:

1. A net hod of reducing the damagi ng effect of
an injury to cells in mammalian tissue of a host in
vivo and treatnment of epilepsy, said nethod conprising
treating a host in need of such treatnent with a non-
toxi c, damage-reducing effective anmount of a cel
nmenbr ane perneant cal cium buffer which is a cal ci um
ion chel ating agent having a K, selected fromthe
range 1 x 104 to 1 x 108 Mol ar.

Appel l ants argued in their Appeal Brief (Br.) that the
exam ner had not adequately considered the specificity with
whi ch the “cal ciumbuffer” utilized in the method clainmed is

descri bed

(Br. 5-6, bridging para.) and submtted the Decl arations of
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Dani el Al kon (Al kon) and CGeorge J. Augustine (Augustine) to
support their view that the claimdefines “a well-defined
class of materials to those in the art and, with the
di scl osure given . . . the invention could be practised [sic]
wi thout difficulty using any such material as defined” (Al kon,
p. 3, para. 6; Augustine, p. 3, para. 6).

In the Exam ner’s Answer (Ans., pp. 3-4), the exam ner
expl ai ned what he had nmeant by “broader than the specific

supporting disclosure” in the first and FINAL office acti ons:

The clains do not structurally define the conpounds to be
used and the K, range, a conmmon property of structurally
di ver se conpounds, does not distinguish one potentia

dr ug
class fromanother. Thus, one skilled in the art would
have to i magi ne which drug to use.

In this case, the conpounds are not defined because
cell nenbrane perneant cal ci um buffer does not evoke a
mental image of a chemical structure and the K, range is
such a general property that it does not distinguish a
particul ar class of conpounds.

The exam ner added (Ans., pp. 4-5, bridging para.; enphasis in
original):

In addition, clains to treating injury to cells
in a host are not enabl ed because they are overly broad.
Treating injury to cells in a host reads on treating al
patients since normal physiology and all diseases result
in cell injury. Applicant nerely show ng effect for cel
I njury caused by select conditions, ischema and
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epi | epsy.
Appl i cant does not provide a general teaching that the
results shown woul d enable one skilled in the art to
treat
all other diseases. The pharmaceutical arts are
I nherently
unpredi ctabl e and net hod of universal treatnment is highly
specul ative as no single nedical nmethod is known which

can
treat all diseases. As such, the limted nature of the
exanpl es and [sic] are not sufficient quid pro quo for
the broad clainms in an unpredictable art to an invention
specul ative in nature. Ex parte Forman 230 USPQ 546
(PTOB 1986).
In a Reply Brief filed January 5, 1994, appellants argued
that the Exam ner’s Answer had raised new argunents. In

response to the new argunents, appellants filed an Arendnent
Acconpanying Reply Brief (Paper No. 14) which limted the

cl ai med nethod to one for “reducing the damagi ng effect of an
excitotoxic, ischemc or traumatic injury” (Amendnent, p. 1).
The exam ner entered appellants’ Reply Brief and notified
appel l ants of that action. The exam ner did not
substantively respond to the extensive argunents set forth in
the Reply Brief. See Paper No. 16. However, the exam ner
refused entry of the acconpanyi ng anendnent. See the
handwitten instructions on Paper No. 14. |t does not appear
fromthe record the exam ner infornmed appellants that the

anendnment was not entered.
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3. D scussi on

We reverse the examner’'s FINAL rejection of Clains 1 and
11-16 under 35 U.S.C. 8§ 112, first paragraph. Appellants
filed their NOTI CE OF APPEAL under 35 U . S.C. § 134 on August
13, 1993 (Paper No. 9) after having had Cains 1 and 11-16
twice rejected because “‘[a] cell nenbrane perneant cal ci um
buffer’ is broader than the specific supporting disclosure.

It is also broader than the elected invention.” See again the
examner’s first office action nailed February 5, 1993 and
FINAL office action nmail ed

May 13, 1993.

In re Marzocchi, 439 F.2d 220, 169 USPQ 367 (CCPA 1971)

teaches at 223, 169 USPQ 369:

As a matter of Patent O fice practice, then, a
speci fication disclosure which contains a teaching of the
manner and process of naking and using the invention in
ternms which correspond in scope to those used in
descri bi ng
and defining the subject matter sought to be patented

must

be taken as in conpliance with the enabling requirenent
of

the first paragraph of 8 112 unless there is reason to
doubt

the objective truth of the statenents contained therein
whi ch nust be relied on for enabling support.

Mor eover, Marzocchi adds at 224, 169 USPQ at 370:
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[1]t is incunbent upon the Patent O fice, whenever a

rejection on this basis is made, to explain why it

doubts the truth or accuracy of any statenent in a

supporting disclosure and to back up assertions of its

own with acceptabl e evidence or reasoning which is

i nconsistent with the contested statenent. O herw se,

there would be no need for the applicant to go to the

troubl e and expense of supporting his presunptively
accurate discl osure.

Here, appellants’ clains stand finally rejected because
““Tal] cell nmenbrane perneant calciumbuffer’ is broader than
the specific supporting disclosure,” with no expl anati on,
evi dence or reasoning in support of the rejection. W are
obliged to reverse this rejection. Wether or not the clains
on appeal are drawn to an invention “broader than the el ected
i nvention” is, of course,
not a matter within the scope of our jurisdiction under 35
US C § 134.

We are m ndful that the examner ultimtely explained the
basis for the rejection in the Exam ner’s Answer by setting
forth a newrationale. However, the exam ner (1) did not
substantively respond to the argunments contained in the Reply
Brief and (2) refused to consider appellants’ anmendnent at
their first opportunity to anend the clains in response to the
new rationale. Thus, the posture of this case is that

appel l ants were first notified of substantive reasons why
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their clains were rejected in the Exam ner's Answer w thout a
new ground of rejection being made. Appellants filed an
extensive Reply Brief in response to the new rationale and a
proposed anmendnent. The Reply Brief was entered wi thout a
substanti ve comment by the exam ner, |eaving the record barren
as to reasons why appellants' argunents were not persuasive to
the exam ner. The anendnent was not entered, yet, appellants
were not notified of that action by the exam ner.

Taking a step back and review ng the exam nation
procedure followed in this application, it is questionable
whet her the adm nistrative due process requirenents of 35
US. C 8§ 132 were followed. Appellants should not have to
file an appeal brief in order for the exam ner to explain for
the first time the substance of a rejection. However, having
t hat unhappy set of circunstances occur here, appellants were
entitled to a substantive response fromthe exam ner to the
extensive argunents set forth in the Reply Brief instead of
the terse notification that the paper had been "entered and
consi dered but no further response by the Exam ner is deened
necessary." At the |east, appellants should have been
accorded the courtesy of a witten notification that the

anmendnent filed with the Reply Brief was not entered.
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By statute, this Board operates as a board of review

See
35 US.C 8§87 ("The [board] shall . . . review adverse
deci sions of examners . . . .") For this board to properly

performits review function, full and fair exam nation of the
patentability of the clainms of an application nust have
occurred below. This has not happened in this case. In
essence, the exam ner has not presented a case which we can
meani ngful Iy revi ew.

4. Concl usi on

We reverse the examner’'s FINAL rejection of Clains 1 and

11-16 under 35 U.S.C. 8§ 112, first paragraph.

Havi ng read the Bibliography attached to each of the
Decl arations of Daniel Al kon and George J. Augustine, having
consi dered the exam ner’s record of having “searched” C ass
514, subclass 561, having noted the exam ner’s statenent that
“[t]he clainms are drawn to conmpounds that find thensel ves
cl assed in various and nunerous parts of class 514" (Paper No.
3), having reviewed the exanmi ner’s “Search Notes,” having
noted the examner’s statenment that “[n]Jo prior art are [sic]
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relied upon by the examner in the rejection of clainms under
appeal” (Ans., p. 2), and having considered the prosecution of

this case inits

entirety, we recommend that, upon return to the jurisdiction
of the exam ner, this application be conpletely exam ned under
35 U.S.C § 131.

REVERSED

WlliamF. Smth )

Adm ni strative Patent Judge )
)
)
)

Andrew H. Met z ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Teddy S. G on )

Adm ni strative Patent Judge )
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Cushman, Darby & Cushman

Ni nt h Fl oor

1100 New York Ave., N W
Washi ngton, D.C. 20005-3918
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