TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 26

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 94-2999
Application 07/672, 2861

Before JOHN D. SMTH, GARRI S and OWNENS, Adninistrative Patent
Judges.

GARRI S, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe refusal of the
examner to allow clainms 8 through 28 which are all of the clains
remai ning in the application.
The subject matter on appeal relates to a nmethod of

sterilizing a fernmentation vessel and to a process for producing

1 Application for patent filed March 20, 1991.
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al cohol which includes a step of sterilizing a fernmentation
vessel. The aforenentioned sterilization is effected via an
al cohol in aqueous solution obtained froma distillation or
purification facility associated with the nethod/ process. This
appeal ed subject matter is adequately illustrated by independent
clainms 8 and 25, a copy of which taken fromthe appellant’s brief
is appended to this decision.

The references relied upon by the exam ner as evi dence of

obvi ousness are:

Heden 3,997, 400 Dec. 14, 1976
Fel dman et al. (Fel dman) 4,431, 838 Feb. 14, 1984
Tegt nei er 4,845, 033 Jul. 4, 1989
Harandi et al. (Harandi) 5, 167, 937 Dec. 1, 1992

Clainms 8 through 28 are rejected under the first paragraph
of 35 US.C 8§ 112 for failing to conply with the witten
description requirenment set forth in this paragraph. It is the
exam ner’s basic position that the appeal ed clains are rendered
in violation of the witten description requirenment by virtue of
the claimterm“only” because “[t]he specification does not
specifically set forth that al cohol should be the “only”
sterilant used and that no other sterilant can be used” (answer,
page 2).

Clains 8 through 28 are also rejected under 35 U S.C. § 103
as being obvious over Tegtneier in view of Heden and either
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Harandi or Feldnman. According to the examner, “[i]t would have
been obvious and within the purview of a routineer in the art to
sterilize the fernentation vessel of the primary reference
[ Tegtnmeier] with al cohol as the secondary reference [Heden]
teaches that alcohol is a known sterilant for fermentation
vessel s” and that “[i]t woul d have been obvious to a routineer in
the art that the al cohol produced in the fernentation process
coul d have been used as the source of alcohol for the
sterilization” and that “[i]t would have been obvious to one of
ordinary skill in the art at the tinme the invention was nmade to
return the alcohol used to sterilize the reactor set forth above
to the distillation tower as such is known in the art as shown by
Harandi ... and Feldman ... to save on waste of the particul ar
stream and that this al cohol could then be returned to the
product stream for further processing as the chem cal makeup of
the streanms woul d be the sane as the stream com ng fromthe
fermentation step, only higher in alcohol concentration” (final
O fice action, pages 3-4).

W w il not sustain either of these rejections.

We fully share the appellant’s view that the § 112, first
par agraph, rejection of the appealed clainms is inproper for the

reasons fully detailed on pages 5 through 12 of the reply brief.
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The contrary opinion expressed by the examner in his answers is
sinply unpersuasive. As a consequence, we cannot sustain the
exam ner’s 8 112, first paragraph, rejection of clains 8 through
28.

We al so cannot sustain the 8 103 rejection advanced by the
exam ner on this appeal. Fromour perspective, the exam ner has
commtted both factual as well as legal errors in his aforequoted
conclusion that “[i]t would have been obvious to a routineer in
the art that the al cohol produced in the fernentation process
coul d have been used as the source of alcohol for the
sterilization”. By long established |egal principle, it was
i nproper for the exam ner to have reached an obvi ousness
conclusion on the grounds that “the al cohol produced in the
fermentation process could have been used as the source of

al cohol for the sterilization”. See In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Cir. 1984) (nere fact that prior
art could be nodified does not make nodification obvious unless
prior art suggested desirability of nodification). Moreover, the
exam ner’ s obvi ousness conclusion is predicated on factual error
in the sense that none of the applied references teaches that
“the al cohol produced in the fernentation process [is an

acceptable] ... source of alcohol for the sterilization.”
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In this latter regard, we enphasi ze that only the appell ant
has taught in his specification disclosure that “the al cohol
produced in the fernentation process [is an accept abl e]
source of alcohol for the sterilization” of the fermentation
vessel. It is well settled that “[t]o inbue of one of ordinary
skill in the art with know edge of the invention in suit, when no
prior art reference or references of record convey or suggest
that knowl edge, is to fall victimto the insidious effect of a
hi ndsi ght syndrone wherein that which only the inventor taught is

used against its teacher.” WL. Gore v. Garlock, 721 F.2d 1540,

1553, 220 USPQ 303, 312-313 (Fed. Cir. 1983). In light of the
deficiencies of the applied prior art, the exam ner’s concl usion
that the here clainmed subject matter woul d have been obvi ous
could only have resulted from“the insidious effect of a

hi ndsi ght syndrone.” It follows that we al so cannot sustain the
8 103 rejection of clainms 8 through 28 as bei ng obvi ous over

Tegtneier in view of Heden and either Harandi or Fel dman.
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The decision of the exam ner i s reversed.

REVERSED

JOHN D. SM TH

Adm ni strative Patent Judge)
)
)

)
BRADLEY R. GARRI S ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
TERRY J. OWNENS
Adm ni strative Patent Judge)
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APPENDI X

8. A nmethod of sterilizing a fernentation vessel used in a
batch fernentation process that includes an associ ated al cohol
distillation or purification facility for purifying al cohol
produced in the fernmentation vessel to a higher al cohol
concentration, wherein said fernmentation vessel is intermttently
enptied of fernented product, including alcohol, and cl eaned,
conprising the steps of:

wi thdrawi ng a sterilizing alcohol in agueous solution from
the distillation or purification facility with a sufficient
concentration of alcohol to kill undesirable m croorgani sns;

sterilizing said enptied and cl eaned fernentation vessel by
introducing only said sterilizing al cohol in aqueous solution
into the fernentation vessel;

wi t hdrawi ng said sterilizing al cohol in aqueous solution
fromthe fernentation vessel followng the sterilization of said
fermentation vessel and returning the sterilizing alcohol in
aqueous solution to said distillation or purification facility.

25. A process for producing al cohol, conprising the steps
of :

pl aci ng a batch of fernentable feedstock or substrate in a
fermentation vessel wth water and al cohol producing fungi;

allow ng the fungi to fernent the feedstock or substrate to
produce a m xture having a liquid fraction conprising al cohol and
water and a solid fraction conprising residual solid by-products
of the fernmentation process;

removing the liquid and solid fractions fromthe
fermentati on vessel;

separating the solid fraction fromthe liquid fraction
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purifying the alcohol in the liquid fraction to a higher
purity al cohol/water m xture having a hi gher al cohol
concentration than was produced by the fernentation step;

w t hdrawi ng a portion of the higher purity al cohol/water
m xture; and

spraying only said withdrawn portion of the higher purity
al cohol /water m xture into the fernentation vessel in vapor form
to sterilize the fernentation vessel



