THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Before JOHN D. SM TH, WARREN and WALTZ, Adm ni strati ve Patent
Judges.

WARREN, Adm nistrative Patent Judge.

Deci si on on Appeal
This is an appeal under 35 U S.C. " 134 fromthe decision
of the exam ner refusing to allow clainms 1 through 3,5, 6 and
17 through 21 as anended subsequent to the final rejection,
which are all of the claims in the application.? Clainms 1 and

17% are illustrative of the claims on appeal:

1
2

Application for patent filed August 28, 1992.

We have entered the anmendnent after final rejection of
February 14, 1994 (Paper No. 9). W note that this amendnment
had not been previously entered even though entry upon the
filing of an appeal was indicated in the advisory action of
March 17, 1994 (Paper No. 10) as stated by appellant in his
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1. A met hod of feeding nutrients to animals conprising:

form ng granules conprising 1 to 70% by wei ght of said
nutrients;

establishing the size of said granules at from 1/64 inch
to 32/ 64 inch;

conbi ni ng and suspending said granules with a feed
conposition said feed conposition having an average particle
size and wherein the size of said granules is approximtely
the sanme as the average particle size of said feed conposition
wher eby said granules remain suspended in said feed.

17. A nmethod of feeding nutrients to animals conprising:

form ng granules conprising 1 to 70% by wei ght nutrients,
1-30% crude protein, 1-15% by wei ght crude fat, 1-15% by
wei ght crude fiber, and establishing the size of said granules
at from 1/64th inch to 32/64th inch;

conbi ni ng and suspending from about .25 to about 7.5% of
said granules with a feed conposition based on the total
wei ght of said granules and said feed conposition, said feed
conposition having an average particle size and wherein the
size of said granules is approximtely the same as the average
particle size of said feed conposition whereby said granul es
remai n suspended in said feed.

The appealed clains as represented by clains 1 and 17 are
drawn to nmethods of feeding nutrients to animals wherein a
granul e conprising the nutrient has an average particle size
that is approximtely the sane as the average particle size of
the feed conposition with which it is m xed such that the
granul es remai n suspended in said feed. According to
appellant, this simlarity in average particle size between

the nutrient granule and the feed conposition causes the

brief (page 1) and acknow edged by the exam ner in the answer
(page 1).

® W observe that appealed claim21, the other independent
claimof record, is at |east a substantial duplicate of
appealed claim3. In the event that these clains are held to
be all owabl e, see MPEP * 706.03(K), Duplicate Clainms (6th ed.,
Rev. 2, July 1996).
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nutrient granule to remain suspended in the feed conposition
(specification, e.g., page 2).

The reference relied on by the exam ner is:

Autant et al. (Autant) 4,876, 097 Cct. 24, 1989
We have relied on Duchstein and further cite Kal mbach:*

Duchst ei n 4,310, 552 Jan. 12, 1982

Kal nbach 5, 629, 038 May 13, 1997

The patent to appellant was called to our attention by
counsel at oral hearing. This patent issued from application
08/ 444,834, filed May 18, 1995, which according to appell ant
is a continuation of application 08/ 077,018, filed Jun. 15,
1993, now abandoned, which is a division of the present
application. Patent clains 1 through 6, which are all of the
claims, are drawn to products which are used in the nethods
claimed in the appealed clains of the present application. W
have reviewed the patent and find that upon citation of
Duchstein, the record in the present application is materially
different fromthe record in the application maturing into the
patent. Accordingly, the claims of this patent do not
constitute binding precedent in the case before us as to
whet her these internedi ates are nonobvious. In re Riddle, 438
F.2d 618, 169 USPQ 45 (CCPA 1971); see also Inre WIllis, 455
F.2d 1060, 1062-63, 172 USPQ 667, 669 (CCPA 1972); conpare In
re Ochiai, 71 F.3d 1565, 1567-70, 37 USPQ2d 1127, 1129-1131
(Fed. Cir. 1995).

The exam ner has rejected clains 1 through 3, 5, 6 and 17
t hrough 21 on appeal under 35 U.S.C. *" 103 as being

* We have nade Duchstein and Kal nbach of record (PTO 892) and
provi de a copy of Duchstein for appellant’s convenience.
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unpat ent abl e over Autant.® Because we agree with the

exam ner’s stated rejection and take notice of know edge in
the prior art as evinced by Duchstein in doing so, we

denom nate our affirmance of the examner’s rejection as a new
ground of rejection under 37 CFR " 1.196(b). Under the

provi sions of this same rule, we also enter a new ground of
rejection of appealed claims 1 through 3, 5, 6 and 21 under 35
U.S.C. " 102(b) as being anticipated by, and under 35 U S.C. *
103 as bei ng obvi ous over Duchstein. See, e.g., In re Spada,
911 F.2d 705, 708 n.2, 15 USPQ2d 1655, 1657 n.2 (Fed. Cir.
1990).

Rat her than reiterate the respective positions advanced
by the exam ner and appellant, we refer to the exam ner’s
answer and to appellant’s brief for a conplete exposition
t her eof .

Opi ni on

We have carefully reviewed the record on this appeal and
based thereon find ourselves in agreement with the exam ner
that the nethod as claimed in appealed claim1l through 3, 5, 6
and 17 through 21 woul d have been obvious as a whol e over
Autant in its entirety to one of ordinary skill in this art at
the time the claimed invention was nmade in view of the
know edge in the art at that tinme as evinced by Duchstein.

The exam ner contends that the appeal ed clainms do not
limt the size of the animal feed nor its density and thus the
met hod of the appeal ed clainms do not distinguish over Autant
whi ch di scl oses the concept of providing a m xture of granul es

and ani mal feed. However, we note that as a matter of cl aim

®> The examiner did not maintain on appeal the rejections

based on 35 U. S.C. 112, first and second paragraphs, set forth
in the final rejection.
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construction, the appealed clains clearly specify that the
nutrient granule has an average particle size that is
approxi mately the same as the average particle size of the
feed conmposition with which it is m xed such that the granul es
remai n suspended in said feed.

In conparing the claimed invention with the teachi ngs of
Aut ant, we observe that the reference discloses that nutrient
and therapeutic substances for rum nants may be coated with
the disclosed coating conpositions and can be prepared as
pellets in the formof mcrocapsules which are m xed with
animl feed (col. 5). Autant teaches that the pellets may be
formed by conventional techniques and that

[t]he size of the pellets will depend on the use which
is to be made of them and will be determ ned, nore
especially, according to the animal for which they are
i nt ended,

which size is in the range of 0.1 to 5 nmm (cols. 5-6,
particularly col. 6, lines 7-12). W are of the view that
this disclosure woul d have reasonably suggested to one of
ordinary skill in the animl husbandry arts that the size of
the pellets should be adjusted within the size range taught in
the reference with respect to the aninmal to be fed which, of
course, would include consideration of the feed normally
provided to such an aninmal. Thus, the matter of adjusting the
size of the pellets with respect to the aninmal to be fed would
have been a matter of routine experinmentation within the

t eachings of the reference by one of ordinary skill in this
art at the tine the clained invention was made. It is well
settled that in considering the effect of a reference, we nust
consi der the specific teachings thereof and the inferences one
of ordinary skill in this art would reasonably have been
expected to draw therefrom In re Fritch, 972 F.2d 1260,
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1264- 65, 23 USPQR2d 1780, 1782-83 (Fed. Cir. 1992); In re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). And,
in doing so, we nmust presume skill on the part of those of
ordinary skill in this art. In re Sovich, 769 F.2d 738, 743,
226 USPQ 771, 774 (Fed. Cir. 1985).

| ndeed, it has | ong been well known in the ani nal
husbandry arts that the feed for a rum nate or other livestock
conventionally conprises digestible neal which is derived
from inter alia, corn, grains and soybeans, that have been
processed into said nmeal by mlling, which process reduces the
kernel and the husk to small particles. It also has |ong been
well known in these arts to augnent the nmeal with whole grains
as well as feed supplenents for various purposes, such as
nutrients and therapeutics, which whole grains and feed
suppl enments are of relatively |larger size than the small
particles of the meal. It is further well known that such
augnented neal will separate according to size in view of the
difference in particles sizes. Wile this separation based on
particle size difference may be of little consequence where
the neal and the whole grain or feed supplenents are m xed
prior to distribution and rationed individually or in a
trough, it will not work satisfactorily as prem x used in a
bul k feeder.

| ndeed, Duchstein denonstrates that a feed m xture for
pi gs, hogs and swi ne conprising digestible grains and/or soy
meal (col. 2, lines 12-15) which when nm xed with feed
suppl ements of greater than 5 mmresult in problens

associ ated with separation of the conponents of the feed
m xture [and] the problenms of handling and manufacturing
the animal feed because of the increase in volune
resulting fromthe use of the additive.
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Col. 1, lines 13-31, particularly lines 25-31. Thus,
Duchstein teaches that in order to overcone these problens, an
i ndi gestible, porous perlite particle or granule, charged with
physi ol ogically or medicinally effective substances, which has
a particle size of up to 5 nmshould be added to the neal at a
Si ze that

corresponds to the particle size range of the neal of
the usual finished swine fodder [i.e., especially grain
and soy neal (including bran nmeal)]to which it is added
so that the conposition will contain 10 to 50 volunme %
of the blown perlite particles.

Col. 2, lines 10-41. Duchstein further teaches that

A surprising advantage of the use of perlite in
accordance with the present invention, in the finished
swi ne fodder, is that there is little influence of the
additive, even when used in large volunme proportions, on
t he bul k wei ght apparently because the fine-grained
fraction of perlite fills the rough and broken surface
of the digestible fodder conmponents, especially grit and
bran and/or soy meal while, conversely, the foanmed neal
conponents of the digestible portion fill the open pores
of the perlite.

I n other words after intensively m xing and bl endi ng
of the digestible and indigestible components of the
fodder, the conposition has a relatively | ow volunme and
hence the conposition can be handled easily with
conventi onal machinery and techniques. [Col. 2, lines
42-56. ]

We are of the view that Duchstein would have clearly
suggested to one of ordinary skill in this art that using neal
and food supplenment granules of simlar particle size confers
a nunber of benefits without regard to the particul ar ani mal
for which the feed is prepared. |I|ndeed, grain and soy neal
(i ncluding bran meal) constitute a basic feed for other
livestock, including rum nants. We note in this respect that

t he feed suppl enent granules of Autant are disclosed to be in
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the sanme range of up to 5 mmin particle size as the feed
suppl enment granul es of Duchstein.

Thus, the conbination of Autant and the know edge in the
art as evinced by Duchstein taken as a whole would clearly
have notivated one of ordinary skill in this art to utilize
the food supplenment granules of Autant in the same or simlar
particle size as the particle size of the feed with which it
is to be mxed for a particular animal in order to avoid
separation of the conponents of the m xed feed and to
facilitate the ease of handling the m xed feed with
conventional machinery and techniques. See, e.g., Inre
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA
1981) (“[T] he test [for obviousness] is what the conbined
ref erences woul d have suggested to those of ordinary skill in
the art.”).

Accordingly, the clained nmethod of feeding nutrients to
ani mal s woul d have been prinma facie obvious as a whol e over
Aut ant conbi ned with Duchstein as a whole to one of ordinary
skill in this art at the tinme the clainmed invention was nmade,
in the absence of persuasive argunent and evidence to the
contrary. We have carefully considered the elenents of all of
t he appeal ed clains and the argunents set forth in appellant’s
brief in restating this ground of rejection. Wth respect to
t he appeal ed clainms, we point out that in addition to teaching
adjusting the particle size of the food supplenent granule to
the same or simlar particle size of the neal for the
particul ar ani mal, Autant and Duchstein al so provide evidence
that the adjustnent of the contents of the granule with
respect to its density relative to the neal, the anount of

granules to be conmbined with the nmeal and the nutritional
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and/ or nedicinal content of the granules were also within the
ordinary skill in this art.

Furthernore, we cannot agree with appellant (brief, e.g.,
page 4) that Autant woul d not have reasonably suggested at
col. 56, lines 7-10, thereof (see supra p. 5) to size the feed
suppl ement granule to the particle size of the feed for the
i ntended ani nal especially in view of the teaching of
Duchstein that it was known in the art that simlarity in
particle size between the nmeal particles and the feed
suppl enment granul es avoi ded separation. Wiile the nmain focus
of Autant may have been on the content and preparation of the
particle, that does not detract fromthe other clear teachings
of the reference. See generally Inre MIls, 470 F.2d 649,
651, 176 USPQ 196, 198 (CCPA 1972). Indeed, contrary to
appellant’s contentions (brief, page 5), we observe that the
coated granul es of Autant as well as the perlite granul es of
Duchstein clearly satisfy the requirenents of the granules in
the appealed clains. It is clear from appellant’s
specification as it would be interpreted by one of ordinary
skill in this art that the “granules” are formed in
conventional manner from concentrations of nutrients in
conbination with a carrier (e.g., page 2) wherein the carrier
may be “any of a | arge nunber of digestible or nondigestible
edi bl e and GRAS (generally recognized as safe) ingredients”
(page 4). Thus, as a matter of claimconstruction, we are of
the view that the term “granules” as it is used in the
appeal ed clains nust be given its ordinary nmeaning as we find
no ot her meani ng i ntended by appellant. See, e.g., York
products, Inc. v. Central Tractor Farm & Fam |y Center and
Cust om Form Manufacturing, Inc., 99 F.3d 1568, 1572-73, 40
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USP@2d 1619, 1622 (Fed. Cir. 1996), and cases cited therein (a
claimtermwi |l be given its ordinary meani ng unl ess appell ant
di scl oses a novel use of that term; In re Zletz, 893 F.2d
319, 321, 13 USP2d 1320, 1322 (Fed. Cir. 1989)(“During patent
prosecution the pending clainms nust be interpreted as broadly
as their ternms reasonably allow. Wen the applicant states the
meani ng that the claimterns are intended to have, the clains
are exam ned with that meaning, in order to achieve a conplete
expl oration of the applicant’s invention and its relation to
the prior art.”).

We further find that appellant’s contention that the
| evel of ordinary skill in the aninml husbandry arts is
“relatively low with respect to “feeding animals” (page 5) is
clearly without nmerit. |Indeed, the high | evel of ordinary
skill in the art of feeding |ivestock sustains a considerable
segnment of our food supply. As we set forth above, we wll
presune skill on the part of those of ordinary skill in this
i nportant art area. Sovich, supra.

We have also carefully considered appellant’s allegations
of commercial success and long-felt need (brief, pages 6-7).
We agree with the criticismmde of M. Kal nbach’s decl arati on
of commrercial success in the advisory action of March 7, 1994,
that “it is not apparent that [the commercial success] is
directly derived fromthe invention as claimed” (enphasis in
original). It is well settled that “[a] nexus nust be
establ i shed between the nerits of the clainmed invention and
the evidence of commercial success before that issue becones

relevant to the issue of obviousness.” Vandenberg v. Dairy
Equi p. Co., 740 F.2d 1560, 1566-67, 224 USPQ 195, 198-99 (Fed.
Cir. 1984). Indeed, the fact that, in this case, appellant’s
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custoners selected a granule size based on the animal to be
fed and the conventional feed for that animl denonstrates no
nore than the ordinary skill in the art as seen from Aut ant
and Duchstein as we set forth above in considering the nmerits
of the presently clainmed invention. Appellant’s allegation of
| ong-felt need is clearly without nerit as it is based
entirely on specul ation and not on any objective evidence in
the record.

Pursuant to our authority under 37 CFR 8 1.196(b), we
enter the foll owing new grounds of rejection. Clains 1
through 3, 5, 6 and 21 on appeal are rejected under 35 U S.C.

* 102(b) as being anticipated by, and under 35 U. S.C. " 103 as
bei ng obvi ous over Duchstein. W have set forth the teachings
of this reference above. Wth respect to appeal ed claiml,
the perlite granule of Duchstein is “formed” in conventional
manner, charged with at |east 1% by wei ght of physi ol ogi cal
subst ances, can have a grain size of 5 mmwhich is |arger than
1/64 inch and is mxed with neal at a size corresponding to
the particle size range of the neal so that it will not
separate fromthe neal. Wth respect to appealed claim2, the
charged perlite granules of Duchstein would have a density
equal to +/- 30% of the density of said feed conposition and
with respect to duplicate appealed clains 3 and 21 (see supra
note 3), the charged perlite granul es of Duchstein would be
present at |east at 10 volunme percent of the feed conposition
and thus be present at least at .25% by weight. And finally,
with respect to appealed clains 5 and 6, the perlite granules
woul d possess a nutrient charge that would conprise at | east
4% by wei ght of nutrient ingredients which are trace elenents

and/ or vitam ns.
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Accordingly, it reasonably appears to us from
consi deration of the teachings of Duchstein that the nutrient
charged perlite granules of an average particle size which
avoi ds separation when m xed with neal for feeding animals as
di scl osed therein are identical or substantially identical to
the nutrient charged granules of the same or simlar size for
t he same purpose as enconpassed by appealed clains 1 through
3, 5, 6 and 21. Thus, the burden falls upon appellant to
establish by objective evidence that the clainmed invention
pat ent ably di stingui shes over this reference, whether the
rejection is considered to be based on 35 U S.C. " 102 or 35
U S C " 103. See Spada, 911 F.2d at 708-09, 15 USPQ2d at
1657-58; In re Best, 562 F.2d 1252, 1255-56, 195 USPQ 430,
433-34 (CCPA 1977).

In summary, we denom nate our affirmance of the
exam ner’s rejection of appealed claims 1 through 3,5, 6 and
17 through 21 under 35 U S.C. " 103 as being unpatentabl e over
Aut ant as a new ground of rejection under 37 CFR " 1.196(b)
because we rely on Duchstein in sustaining this rejection. W
have set forth a new ground of rejection of appealed clains 1
t hrough 3,5, 6 and 21 under 35 U.S.C. " 102(b) as being
antici pated by, and under 35 U.S.C. " 103 as being obvious
over Duchstein under the provisions of 37 CFR " 1.196(b).

The exam ner’s decision is affirnmed.

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences
based upon the sane record nust be filed within one month from
the date hereof. 37 CFR " 1.197.

Wth respect to the new rejection under 37 CFR *©
1.196(b), should appellant elect the alternate option under

that rule to prosecute further before the Primary Exam ner by

- 12 -
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way of amendnment or showi ng of facts, or both, not previously
of record, a shortened statutory period for making such
response is hereby set to expire two nonths fromthe date of
this decision. 1In the event appellant elects this alternate
option, in order to preserve the right to seek review under 35
US C "" 141 or 145 with respect to the affirmed rejection,
the effective date of the affirmance is deferred until
concl usion of the prosecution before the exam ner unless, as a
nmere incident to the limted prosecution, the affirned
rejection is overcone.

| f appellant elects prosecution before the exam ner and
this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to us for final action on the affirmed rejection, including

any tinmely request for reconsideration thereof.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
" 1.136(a).
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Affirmed
37 CFR " 1.196(b)

THOVAS A. WALTZ
Adm ni strative Patent Judge

JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
CHARLES F. WARREN ) BOARD OF PATENT
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) | NTERFERENCES
)
)
)
)

Jeffrey S. Standl ey, Esg.
Standley & G| crest

495 Metro Place South, Suite 210
Dublin, OH 43017



