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DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
claims 3, 5, 6, and 8 through 10.

Claims 8 and 9 are representative and are reproduced bel ow

8. A process for the preparation of a finely divided

! Application for patent filed Novenber 21, 1991. According to applicants,

the application is a continuation of Application 07/564,132, filed August 8,
1990
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pol ymer powder conpri sing:

(1) polynerizing water-soluble nononmers in the
aqueous phase of a water-in-oil emulsion in the presence of

(a) a water-in-oil enulsifier;

(b) from50 to 5,000 ppm of at |east one crosslinking
agent ;

(c) from1l to 20% by wei ght, based on the nononers
enpl oyed in the polynerization of at |east one oil-in-water
emul sifier; and

(d) free-radical polynerization initiators;

(1i) adding a protective colloid to the water-in-
oil emulsion in an anbunt of fromO0.1 to 10% by wei ght, based on
the polyner, after the polynerization is conplete;

(ti1) renmoving water fromthe resultant water-in-oi
pol ymer suspensi on by azeotropic distillation; and

(1v) isolating the suspended finely divided pol ymer
powder ;

wherein sorbitan esters are not enpl oyed as both said water-
in-oil emulsifier and said protective colloid and

wherein said finely divided pol yner powder consists of an
aggl oneration of primary particles having a nean particle size of
from0.1 to 20 Fm

9. A finely divided crosslinked pol ynmer powder
conprising agglonerates of primary particles which have a nean
particle size of fromO0.1 to 20 Fm wherein the aggl onerates,
when introduced into water, disintegrate into the primary
particles and wherein the polynmer powder is obtained by the steps
conpri si ng:

(1) polynerizing water-soluble nononmers in the
aqueous phase of a water-in-oil emulsion in the presence of
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(a) a water-in-oil enulsifier;

(b) from50 to 5,000 ppm of at |east one crosslinking
agent ;

(c) from1l to 20% by wei ght, based on the nononers
enpl oyed in the polynerization of at | east one oil-in-water
enul sifier; and
(d) free-radical polynerization initiators;
(1i) adding a protective colloid to the water-in-
oil emulsion in an anbunt of fromO0.1 to 10% by wei ght, based on
the polyner after the polynerization is conplete;

(ti1) renmoving water fromthe resultant water-in-oi
pol ymer suspensi on by azeotropic distillation; and

(1v) isolating the suspended finely divided pol ynmer
powder ;

wherein sorbitan esters are not enpl oyed as both said water-
in-oil enmulsifier and said protective coll oid.
The references of record relied upon by the exam ner as

evi dence of obvi ousness are:

Friedrich et al. (Friedrich) 2,982, 749 May 2, 1961
Schmi edel 2 3,282, 497 Nov. 1, 1966
Anderson et al. (Anderson) 3,734,873 May 22, 1973
Elfers 4,125, 508 Nov. 14, 1978
Yamasaki et al. (Yamasaki) 4,459, 396 Jul . 10, 1984

2 The patent to Schmi edel has been used by the exam ner %o better

support? the examner’s position for the known use of centrifugati on of snal
particles in solid-liquid separation. See the exam ner’s Answer at page 10
However, we observe that Schmiedel is omitted fromall statenents of rejection in
the Answer. Wien a reference is relied on to support a rejection even in a ?m nor
capacity? ordinarily that reference should be positively included in the
statenment of rejection. See In re Hoch, 428 F.2d 1341, 1342 n3, 166 USPQ 406, 407
n3 (CCPA 1970). Thus, we have not considered the Schni edel disclosures.

3
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Fl esher et al. (Flesher) 4,599, 379 Jul. 8, 1986

Clains 3, 6, 8 and 9 stand rejected under 35 USC § 103 over
Fl esher in view of Yanmasaki and Anderson. Appealed claim5
stands simlarly rejected under the sane section of the statute
further in view of Elfers. Appealed claim1l0 stands simlarly
rejected in view of the prior art references above further in
view of Friedrich.

W reverse.

The subject matter on appeal is directed to a water-in-oi
enul si on pol yneri zation process for producing a finely divided
pol ymer powder in the form of an aggloneration of primary
particles having a nean particle size of fromO0.1 to 20 Fm
According to the claimed process, water-soluble nononmers are
pol yneri zed in the aqueous phase of a water-in-oil enmulsion in
the presence of a water-in-oil enulsifier, a cross-linking agent,
an oil-in-water enulsifier and an initiator; a protective colloid
is added after polynerization is conpleted; water is renoved by
azeotropic distillation; and the finally divided polyner powder
is isolated as an agglonerate. Basically, appellants have
di scovered that the addition of a protective colloid to the

water-in-oil enulsion after polynerization allows for the
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formati on of aggl onerates of primary particles which then can
easily be filtered. The preparation of fine polyner particles in
prior art processes is one of the known di sadvantages of emnul sion
pol yneri zati on because of the difficulty in coagul ating and
separating the polyner fromthe latex. Thus prior art workers
have turned to the suspension polynerization technique to
overconme sone of the difficulties present in the emul sion
pol yneri zation and to produce a granular product directly.® Wth
t he above technical background in mnd, we turn to the stated
rejections of the appeal ed cl ai ns.

It is well settled that the exam ner has the initial burden

to establish a prinma facie case of unpatentability over prior

art. In the present case, the examner relies on the conbi ned
teachi ngs of a nunber of prior art references but principally on
the disclosures in Flesher. According to the exam ner (Answer,

page 3), Flesher teaches emul sion polynerization of smal

di aneter water sol uble polynmers using a conbination of
emul sifiers, crosslinking agents and free radical initiators. As
accurately argued by appellants, however, Flesher’s disclosed

process involves the reverse-phase suspension polynerization of

3 see Pol ymers and Resins by Brage CGol ding, Ph.D., D. Van Nostrand

Conmpany, Inc., Princeton, New Jersey, pages 134 and 142, copyright 1959, copy
att ached.
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pol ynmeric particles, not emul sion polynerization. Thus as stated
at colum 3, lines 25 through 27, the Flesher process utilizes a
pol ymer-in-oil dispersion nmade by reverse phase suspension, ?as
opposed to enul sion polynerization?  Accordingly, the exam ner
commtted clear factual error in finding that Flesher teaches

enul si on pol ynerization of small dianeter water sol uble polyners.

It is well settled that obviousness is a | egal conclusion
whi ch nust be based on facts, not specul ati on and generali -

zations. In re Warner, 379 F.2d 1011, 154 USPQ 173 (CCPA 1967).

In the situation before us, the exam ner has not discharged his
initial burden of providing an accurate factual basis upon which
to conclude that one having ordinary skill in this art would have
arrived at the clained subject matter w thout the benefit of
first reading appellants’ specification. Accordingly, we reverse
the examner’s stated rejections of the appealed clains for

obvi ousness.

Upon our independent review of the relied upon references,
we observe that the patent to Elfers and the patent to Yamasaki
do in fact disclose the formation of polyners by water-in-oi
enul si on processes. See the abstract of Elfers and col um 3,

lines 17-19 of Yanmasaki . However, neither reference describes or
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suggests the production of a finely divided polynmer powder which
consi sts of an agglomerization of primary particles having a nean
particle size of fromO0.1 to 20 Fmas required by the appeal ed
process.

Wth respect to appealed claim9 which is directed to a
finely divided crosslinked pol ynmer powder conpri sing aggl onerates
of primary particles having a nean particle size of from.1l to 20
Fm the exam ner has cited no reference which shows an
aggl onerate as defined by this claimwhich when introduced into
wat er disintegrates into the primary particles. Conpare Anderson
at colum 3, |ines 52-64.

The decision of the exam ner i s reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
CHUNG K. PAK

Adm ni strative Patent Judge APPEALS AND

N N N N N N N N N
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| NTERFERENCES

)
CHARLES F. WARREN )
Adm ni strative Patent Judge )

Richard L. Chin
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