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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains
7, 16, and 17, all of appellants' pending clains, under 35
US C 8§ 103. W affirmthe rejection with respect to clains
7 and 17 and reverse it with respect to claiml1l6.

The invention relates to play control in jukeboxes.
The specification includes the follow ng description of prior
art jukeboxes, which the examner relies on in the rejection

as admtted prior art:?

Jukeboxes typically consist of a cabinet which
contains a display of the available recordings, a
nmechani sm for accepting valid currency, a nmechani sm
for making selections fromthe avail abl e recordi ngs,
a mechani sm for conveying selected recordings to a
pl ayer capabl e of playing the recordings, sone form
of control unit, and the necessary audio (or audio
and video) circuitry and output devices to publicly
performthe sel ected recording.
According to appellants, prior art jukeboxes provide the
custoner with no way of knowing how long it will take for a
sel ected piece to play. Appellants' invention enables the
custoner to pay extra to have his selection designated as a
priority play and inserted at the top of the play I|ist,
provi ded no ot her pending selection is designated as a
priority play.

Claim17, which is representative, reads as foll ows:

8 Spec. at 1-2.
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17. A systemfor playing recordings in a
j ukebox conprising the steps of:

mai ntaining a play list of recordings sel ected
for play and their order of play:

pl ayi ng recordi ngs upon accepting credit of at
| east a predeterm ned anount;

determining if an anmount greater than said
predet erm ned anount has been received;

determining if the custonmer has nmade a
prioritized recording selection; [and]

i f an anount greater than said predeterm ned
amount has been received and the custoner has nade a
prioritized recording selection, then prioritizing
the play list whereby the prioritized selection wll
be played in advance of other selections which have
not been prioritized.
Al'l of the appeal ed clains stand rejected under
35 U S.C 8§ 103 based on the admtted prior art jukeboxes
descri bed in appellants' specification in view of both of the

follow ng references, copies of which were submtted with

appel l ants' Invention Disclosure Statenent filed April 23,

1992: 4
Rowe CD- 100 Laser Star Field Service Manual, pages
2-29 (date unknown) ("Rowe").
Pi oneer Laser Juke Qperator's Manual CJ-V77 and CJ-
V99, page 35 (date unknown) ("Pioneer").

Al t hough the dates of these references are unknown, appellants

do

4 Paper No. 2.
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di spute their

availability as prior art wwth respect to the

cl ai ms on appeal .

Appel  ants argue clains 7 and 17 together and claim

16 separately (Brief at 4).

OPI NI ON

The Rowe reference, under the heading "Table 2-2.

Menu & Command Descriptions," provides the follow ng

description of codes 61 and 62:

61

62

Priorities - Displays and sets priority

sel ections (10 maxi nun). \When these sel ections
are made by the custoner, they will be inserted
at the top of the play list and they wll be

pl ayed next (see Progranmm ng. Autoplay,
Premiuns, Priorities, and Lockouts).

Prem uns - Displays and sets prem um sel ecti ons.
These sel ections (25 maxinmun) will be priced at
twice the regular price (see Progranm ng,
Autoplay, Premuns, Priorities, and Lockouts).

(Enphasis in original.) The Pioneer reference includes the

foll om ng description under the headi ng "Service node

function":

A maxi mum of 25 songs/discs (PRI ORI TY songs/di scs)
can be set for inserting at the begi nning of a
reserved song.
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I nasnmuch as this description appears to be cunulative to the
description of the "Priorities" code in the Rowe reference, we
will limt our discussion to that reference.

The exam ner contends that these references "teach
the paynent of funds to prioritize a selected recording in a
playlist” (Answer at 4). To the extent the examner is
argui ng that these references teach having the custoner decide

whet her a selected recording is to be given priority status,

we do not agree. As appellants correctly note in their Brief

(at 8),

“[i1]n both Rowe and Pioneer, 'priority' has nothing to do with
the custonmer -- it is a feature that is programed in advance
by the jukebox owner. Therefore, we also agree with

appel lants that if one were to conbi ne the teachi ngs of Rowe
and Pioneer with the admtted prior art, the result would be a
j ukebox in which the jukebox owner can (1) programcertain

sel ections (such as "Happy Birthday") as "priority" selections
which will have play list priority over non-priority

sel ections and (2) programcertain selections (such as the
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nost popul ar songs) as "prem unt selections requiring twce
the normal paynment. Because it is the jukebox owner rather
than the custoner who deci des whether a particul ar sel ection
is to have priority status, the rejection of claim16, which
calls for "determining if the custoner has selected a
recording for being prioritized" (our enphasis), cannot be
sust ai ned.

Appel l ants are incorrect, however, to argue that
each of clainms 7 and 17 |ikew se "nmakes it clear that the
custoner selects the recording for being prioritized"
(original enphasis) (Brief at 9). These clains recite
"determning if the custoner has nade a prioritized
sel ection,"® which is broad enough to read on a custoner's

consci ous or unconsci ous sel ection of a recording

that has been given priority status by the jukebox owner, as

t he exam ner suggests when he argues that the references "both
disclose a priority list systemwherein a selection can be
chosen (froma list) by the user that is noved to the top of

the playlist” (Final Ofice action at 3) and also that "the

® The version of claim7 in the appendix onmts the
term"a" fromthis passage.
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custoner makes his/her own selection as to which recording
shoul d be prioritized (even if only froma subset of
"Priority' choices)" (Answer at 6). The exam ner further
contends (final Ofice action at 4; Answer at 5) that
one of ordinary skill in the art would have been
notivated to require additional paynents (an anount
greater than a predeterm ned anount) in exchange for
a prioritized selection in view of the teachings of
Rowe and Pi oneer of requiring paynent, because one
of ordinary skill in the art at the tine the
i nvention was nade woul d have been notivated to
maxi m ze the proceeds fromthe jukebox.
Al t hough the exam ner did not el aborate, we assune he neans it
woul d have been obvious to designate the sanme recordi ngs as
"priority" selections and as "prem uni selections. Appellants
have not addressed this aspect of the exam ner's reasoni ng,
whi ch appears to be reasonable to us. Nor have appellants
expl ai ned why claim 17, the broader of clains 7 and 17, does
not read on the foregoing conmbination of prior art teachings
as foll ows:
17. A systemfor playing recordings in a
j ukebox [the admtted prior art jukebox as nodified

in view of Rowe and Pioneer] conprising the steps
of :
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mai ntaining a play list of recordings sel ected
for play and their order of play [the "play list" in
Rowe] :

pl ayi ng recordi ngs upon accepting credit of at
| east a predeterm ned anount [the anpbunt required to
play a non-"prem unt recording];

determining if an anmount greater than said
predet erm ned anount [the "prem uni anopunt] has been
recei ved,

determining if the customer has made a
prioritized recording selection [has selected a
recordi ng designated by the owner as having both
"priority" and "prem unt status];
i f an anount greater than said predetermn ned
anount [if the "prem unt anount] has been received
and the custonmer has nmade a prioritized recording
sel ection [has selected a recording that has
"priority" and "prem unt status], then prioritizing
the play list whereby the prioritized selection wl|l
be played in advance of other selections which have
not been prioritized.
W note the | ast paragraph of the claimdoes not require that
the "priority" status of the "prioritized sel ection" be
determ ned by whether or not the custoner has paid "an anount
greater than said predeterm ned anount,” i.e., the "prem unf
anmount .

Consequently, we are affirmng the 8 103 rejection
of claim17 and of claim7, which is grouped therewth, over

the admtted prior art jukeboxes in view of Rowe and Pioneer.



Appeal No. 95-1942
Application 08/135, 190

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
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