THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not
witten for publication in a law journal and (2) is not binding precedent
of the Board.
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LORIN, Administrative Patent Judge.

REVERSE AND REMAND TO THE EXAM NER

Thisisan appea under 35 U.S.C. § 134 from the final rejection of claims 8-22

and 31-33, al the claims pending in the application. On consideration of the record, we

! Application for patent filed June 10, 1992. According to appellants, this application is
adivision of Application 07/576,633, filed August 31, 1990, now U.S. Patent 5,185,252
issued February 9, 1993.
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reverse the rgjection and remand the case to the examiner with instructions to consider the issue

developed infra.

Claim 32 isillustrative of the subject matter on appeal and reads as follows:

32. An improved process for enzymeatic biotransformation of fat to produce methyl ketones
wherein the improvement comprises substantially uniformly distributing a fat, water and enzymes
for hydrolysis of the fat to afatty acid and oxidation of the fatty acid throughout a porous bed of
solid support material in the substantial absence of a continuous liquid phase, passing oxygen
through the bed without fluidizing or stirring the bed, and recovering the oxidation product from
the bed.

The references relied upon by the examiner are:

Brouillard 4,029,546 June 14, 1977
Pratt 4,832,964 May 23,1989
Matsuzaki et al. (Matsuzaki) 5,061,498 Oct. 29, 1991

Claims 8-22 and 31-33 are rejected under 35 U.S.C § 103 as being unpatentable over

Pratt in view of Brouillard and further in view of Matsuzaki.

Di scussi on

The clained invention is directed to a process for
bi ot ransformati on of fat conprising substantially
uniformy distributing a fat, water and enzynes
t hroughout a porous bed of solid support material in
substanti al absence of a continuous |iquid phase, passing

oxygen through the bed without fluidizing or stirring the
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bed, and recovering resulting ketones.
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The issue for our reviewis whether the clained
invention is properly rejectable under 8 103 as
unpat ent abl e over Pratt in view of Brouillard and further
in view of Matsuzaki. It is apparent fromthe argunents,
however, that although the ultinmate issue is obvi ousness,
the dispositive question is one of claiminterpretation,
requiring us to determ ne the nmeaning and scope of the
phrase “the substantial absence of a continuous liquid
phase”. In this regard,

[i]t i1s axiomatic that, in proceedings before the PTO
clainms in an application are to be given their

br oadest reasonable interpretation consistent with the
specification. Inre Prater, 415 F.2d 1393, 1404, 162
USPQ 541, 550 (CCPA 1969), and that clai ml|anguage
shoul d be read in light of the specification as it
woul d be interpreted by one of ordinary skill in the
art. In re Johnson, 558 F.2d 1008, 1016, 194 USPQ 187,
194 (CCPA 1977).

In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed.

Cir. 1983).

Exam ner’s position (Final Rejection, paper no. 5,
pp. 2-3) is that Pratt teaches a batch fernentation tank
simlar to that used in the clained nethod, albeit with
stirring and wi thout a porous bed, that Brouillard

teaches that a porous bed of the type here used is
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conventional in the art of fernmentati on, and that
Mat suzaki establishes that “fl ow col ums and tank
fermentation are functional equivalents”. The exam ner

(Exam ner’s Answer, paper no. 13, p.b5)

concl udes by stating that:

A person of ordinary skill in the art at the time the
i nvention was made woul d have been notivated to
substitute the porous bed of Brouillard (‘546) for the
vat in the process for mcrobial conversion of fats to
met hyl ketones of Pratt (*964) for the advantages of
the fluidized bed disclosed by Brouillard (‘546) and
because Matsuzaki et al. (°498) teach the functional
equi val ence of the vat and porous bed col um net hods.

Appel l ants respond (brief, paper no. 12, p. 6) by
pointing out that a “significant difference between the
prior art and the clains at issue is the claim
[imtation, ‘the substantial absence of a continuous
liquid phase’”; to which Exam ner (Exam ner’s Answer, p.
7) asserts:

Appel I ants’ argunent hi nges upon the phrase “the
substantial absence of a continuous |iquid phase”. In
the disclosure at page 7, lines 15-19 one finds the
only clear reference to this phrase wherein it is
stated that “there nust be substantially no conti nuous
aqueous or other liquid phase”. No definition or
interpretation of this phrase is given. It is not
stated what is nmeant by substantial absence.
“Substantial” permts that there is continuous |iquid
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phase. Furthernore, it is inherent in carrying out the
process of Pratt in a colum that the aeration wll
result in at |east sonme discontinuous |iquid phase
because Pratt requires considerable aeration of the
fermentation broth. If one passes this nuch air through
a colum, there will not be a conpletely continuous
Iiquid phase. The alleged distinction between the
process suggested by the conbination of references and
this instant process is a matter of degree of

conti nuous phase. Hence, contrary to appellants’
assertion the references when conbi ned suggest that an
aerated colum would inherently be at |east somewhat

di sconti nuous.
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However, according to appellants (reply brief, paper no.
15), Pratt’s fernmentation is in fact conducted under
subnerged conditions and the clained invention cannot be
interpreted to cover enploying “rmuch” continuous |iquid
phase of the sort which the exam ner considers Pratt is
capabl e of achi eving.

The exam ner appears to be correct when he suggests
that the subject phrase is explicitly recited only at
page 7, lines 15-19. However, the exam ner is not
correct in suggesting that this phrase is not clearly
defined and could allow the method to operate &4 |la Pratt.
St at enent s made t hroughout the disclosure, when read by
one of ordinary skill, actually elimnate the possibility
that the clainmed nethod reads on Pratt. Appellants draw
our attention to page 6, lines 5-12; page 7, lines 22-23;
page 16, lines 1-6; and, page 6, lines 13-17, each of
whi ch suggest or indicate the necessity for the support
material to remain porous during the process. To these we
add page 19, lines 9-13:

“I't is generally desirable for the bed to be static and
unstirred, since stirring the support bed may tend to
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help forma continuous |iquid phase which will reduce
porosity and may prevent air perneation through the
bed, in addition to causing damage to nycelia.”
The only passage that m ght arguably suggest
subnergi ng the support can be found at page 16, lines 7-

9, where ratios

are given that would permt substantially nore water than
support. But even this passage cannot support the
exam ner’s interpretation because the next sentence
qualifies. “It is naturally desirable that the |oad of
fatty substrate and
aqueous nutrient solution, or water, be as high as
practicable wi thout saturating the support and destroying
the porosity.” [Qur enphasis.] Page 16, lines 13.
Regarding the primary reference, the exam ner does
not rebut appellant’s contention (brief p. 5) that Pratt
i s conducted under subnerged conditions, which appears to
be the case (“subnerged aerobic conditions”; col. 4,
lines 58-59). Instead, the exam ner (exam ner’s answer,
p. 4 and 7) argues that aeration is vigorous enough to

cause the liquid phase to result in “at |east sone
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di sconti nuous |iquid phase” (exam ner’s answer, p. 7) and
therefore teaches, inherently, the clained invention. W
di sagree, for three reasons.

First, assum ng for argunents’ sake that the
examner is correct, the clainms nevertheless call for a
“substantial absence of a continuous |iquid phase”. Such
a condition could not exist if a major portion of the

[iquid remained in

a continuous phase. Therefore, even if Pratt did create
“at | east sone discontinuous |liquid phase”, the clains
preclude it.

Second, the passage that the exam ner (exam ner’s
answer, p. 4) relies upon for suggesting an inherent
rel ati onship between aeration and a resulting partially
di sconti nuous |iquid phase actually teaches aeration in
conbination with agitation: “aeration and agitation
continued throughout the [process]” (colum 4, |ine 8).
Agitation has an equally inportant inpact on the liquid

phase. Furthernore, we can find no indication that Pratt
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enpl oys “vigorous” aeration. Therefore, any concl usion
that “at |east sone discontinuous |iquid phase” would be
i nherently fornmed due to the aeration is a matter of
conjecture, at best.

Third, the clainms require “passing oxygen through
the bed without fluidizing or stirring the bed”. There
is no doubt that Pratt carries out agitation (e.g., col
4, lines
59-60: “fermenting...while agitating”), including during
aeration. In so doing, however, Pratt is in fact
conducting a process in contradistinction to the no-

fluidizing/stirring provision of the clains.

10
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The secondary art fail to disclose a substanti al
absence of a continuous liquid phase. Brouillard, though
teaching a fixed bed, submerges
t he support material by punping syrup over a bed of
particles and maintaining it at a | evel above the top of
the bed (col. 16, lines 42-45). Matsuzaki nerely teaches
reformng fats in, for exanple, a colum or fluid bed
bi oreactor (col. 5, lines 50-52).

None of the references teach a porous bed of solid
support material in “the substantial absence of a
continuous liquid phase”. W are provided no reason why
one with ordinary skill in the art would nodify Pratt to
conduct their process in an agitation-free unsubnerged
envi ronnment. Since “[o0] bviousness can not be established
by hi ndsi ght conbi nation to produce the clained

invention,” In re Dance, 160 F.3d 1339, 1343, 48 USPQd

1635, 1637 (Fed. Cr. 1998), a prim facie case of
obvi ousness has not been established and, accordingly, we

reverse the rejection.

11
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O her | ssue

During our review of the record, we observed that
parent application 07/576,633, which issued as US Patent
No. 5, 185,252, contains clains drawn to an invention
substantially simlar to those here at issue. Two of
t hose patented clains are reproduced bel ow

An i nproved process for enzymatic oxidation of a fatty
acid in the presence of water and oxygen wherein the

I nprovenent conprises substantially uniformy

di stributing the fatty acid, water and enzyne for

t he

oxi dation throughout a porous bed of solid

support material in the substantial absence of a

continuous |liquid phase; passing oxygen through

the bed without fluidizing or stirring the bed;

and recovering the oxidation product fromthe

bed.

5. A process according to claim1l wherein sone of

the fatty acid distributed
through the bed is in the formof a fat.

A restriction requirement was nade in the parent
application. Since review of that requirenment is outside
our jurisdiction, we remand the application back to the
exam ner to consider whether the clains in this

application are still drawn in line with that

12
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requirenent. |If not, an obvi ousness-type doubl e-
patenting rejection may be appropriate. At mninmum the
reasons for finding independent and distinct invention

should be clarified on the record.

The basis for the restriction requirenent was this:

| nventions Goups | and Il are two different
processes which overlap in that they both invol ve
oxi dation steps while distributed in a solid support

matri x. However, invention Goup Il involves additiona
process steps prior to the oxidation step and uses
different starting materials than Goup |I. Applicant

requested reconsideration of this restriction. However,
on its face these two Groups appear to involve
di fferent process steps.
See Application 07/576,633 (now US 5, 185, 252); first
O fice action; paper no. 5; mailed Cctober 2, 1991, p. 2.
First, we note that the exam ner states that the
process of the patented clains (lnvention I) “overlap”
that of the application clains (Invention Il1). Actually,
over |l appi ng i nventions suggest they are not distinct and
i ndependent of each ot her.
Second, exam ner points out that the application

clainms include an additional process step than set forth

in the patented clains. Assuming this is the case, we

13
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fail to see how this alone renders the inventions

di stinct and i ndependent fromeach other. It may be that
the patented clains are a subconbi nati on of the
application clains, but that sort of analysis has not
been nmade. Sinply because process clains include a step

not ot herwi se mentioned in

ot her process clains does not nake them i ndependent and
distinct. According to that |ogic, dependent clains would
normal Iy be restrictable.

Finally, with respect to the different starting
materials, the apparent difference is that the
application clains (see representative claim32, supra)
involve fat, which is hydrolyzed to a fatty acid and then
oxi di zed, while the patented clains are directed to the
fatty acid only. However, upon closer reading, especially
consi dering patented dependent claimb5, the patent clains
appear to be generic in scope. According to patented
cl aim

5, “some of the fatty acid ...is in the formof a fat”.

14
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Therefore, patented independent claim 1l covers a process
where “all the fatty acid is in the formof a fat”. It
follows therefromthat the application clains, which are
also directed to fat, would not enconpass a distinct and
i ndependent invention fromthat already patented.

The exam ner should review the restriction
requirenent in light of our corments and take appropriate

action.

15
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For the reasons stated, we reverse the 8§ 103
rejection, and remand this case to the exam ner to
consi der the other issue raised above.

REVERSED AND REMANDED

SHERMAN D. WINTERS )
Administrative Patent Judge )

)

)

)

) BOARD OF PATENT

TEDDY S. GRON ) APPEALS
Administrative Patent Judge ) AND

) INTERFERENCES

HUBERT C. LORIN )
Administrative Patent Judge )

16



Appeal No. 1995-2659
Appl i cation 07/896, 705

HCL/ dal
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WOODCOCK, WASHBURN, KURTZ,
MACKIEWICZ and NORRIS
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