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This is an appeal fromthe final rejection of clains 1-
31. Cdains 32 and 33, the other clains renmaining in the
present application, stand withdrawn from consi derati on.
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A nmethod for reducing the haze in a conductive tin oxide
filmon a substrate conprising:

provi ding a substrate having a conductive tin oxide
surface film

providing a solution of a netallic oxide precursor in a
sui tabl e carrier solvent;

coating said conductive tin oxide surface with said
coating solution by a wet chem cal solution deposition process
to forma coating of a desired thickness; and

renovi ng said solvent and converting said precursor to a
solid-state netal oxide filmoverlying said tin oxide surface.

The exam ner relies upon the follow ng reference as
evi dence of obvi ousness:
Moser et al. (Moser) 4,996, 083 Feb. 26, 1991
Appel l ants’ clainmed invention is directed to a nmethod for
reduci ng the haze in a conductive tin oxide filmthat is
situated on a substrate. The nethod entails coating the
conductive tin oxide filmwth a solution of a netallic oxide
precursor, renoving the solvent of the solution, and
converting the precursor to a solid-state netal oxide film
whi ch overlies the tin oxide film
Appel l ants submt at page 4 of the principal Brief that

claims 1-4, 11, 13-18 and 21-25 stand or fall together.
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Appeal ed clains 1-31 stand rejected under 35 U.S. C.

8 112, second paragraph. dains 1-4, 6-11, 13-18, 21, 23-27,
29 and 30 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Mdser.

We consider first the rejection of the appeal ed clains
under 35 U. S.C. 8§ 112, second paragraph. It is the examner’s
position that the claim1l | anguage “suitable carrier solvent”
and “a desired thickness” are indefinite. However, we fully
concur with appellants that when the claimlanguage is read in
light of the relevant portions of the present specification,
as it nust be, one of ordinary skill in the art would readily
under st and which sol vents are suitable and what is a desired
t hi ckness. W note that the Exam ner’s Answer offers no
response to appellants’ argunent that one of ordinary skill in
the art woul d understand the neani ng of the clai mlanguage
when such is read in light of the present specification.

Li kewi se, the exam ner has not established a prina facie case

of indefiniteness of the claimlanguage “netallic oxide
precursor” or the claim26 | anguage “solid-state precursor.”
Accordingly, we will not sustain the exam ner’s rejection of

t he appeal ed clains under 35 U . S.C. § 112, second paragraph.
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W now turn to the 8 103 rejection of clains 1-4, 6-11,
13-18, 21, 23-27, 29 and 30 over Moser. Like appellants,
Moser discloses a nethod of formng a netal oxide filmon the
surface of a conductive tin oxide filmby coating the tin
oxide filmwth a solution conprising a netallic oxide
precursor, renoving the solvent, and converting the precursor
to a netal oxide film Appellants contend that “Moser et al.
do not disclose or even suggest the use of tin oxide on glass”
(page 4 of Reply Brief). However, this argunent is not
germane to the clainmed subject matter inasnmuch as claim1l does
not call for atin oxide filmon glass, but rather, on a
substrate. Furthernore, at columm 4, lines 1 et seq., Mser
di scl oses that a substrate, such as glass, is rendered
conductive by a surface coating by applying a conductive
coating prior to the solution of nmetal oxide precursor.
Al t hough Mbser teaches that indiumtin oxide coatings are nost
preferred, we find that Moser woul d have suggested to one of
ordinary skill in the art that a conductive tin oxide filmcan
al so be used. W note that page 1 of appellants’
specification acknow edges that it was known in the art that

“[t]he nost widely used transparent conductors are indium
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oxi de doped with tin (1 TO and doped tin oxide coatings, with
doped tin oxide being widely used in displays and as sol ar
coatings. Tin oxide coatings are also widely used in

el ectrochrom c devices.” Moreover, we find that the claim

| anguage “a conductive tin oxide filnf enconpasses a
conductive coating of indiumtin oxide.

Appel l ants al so mai ntain that Mdser does not recognize
the probl em of poor optical quality of tin oxide filns, which
the cl ai ned net hod addresses. However, it is well settled
that the prior art need not disclose the sane purpose for a
clainmed nmethod in order to establish its obviousness under

35 US.C 8§8103. Inre Dllon, 919 F.2d 688, 693, 16 USPQ2d

1897, 1901 (Fed. Cir. 1990), cert. denied, 500 U S. 409

(1991). Since it is our view that one of ordinary skill in
the art would have found it obvious to select tin oxide as the
conductive surface coating in the Myser nethod, any haze
cont ai ned therein woul d have been necessarily reduced by the
nmetal oxide coating. In addition, we note that appellants
base no argunent upon objective evidence of nonobvi ousness.
Page 3 of the Exam ner’s Answer indicates that appeal ed

claim5 is free of the prior art. Indeed, we find no teaching
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or suggestion in Mdser that the netallic oxide precursor is a
nmet al - peroxy acid ester, as clainmed. Since, as pointed out by
appel l ants, clains 6-10 are all ultimtely dependent upon
claimb5, the § 103 rejection of clains 6-10 cannot be

sustai ned. Likew se, clainms 12, 19 and 20, which al so define
the nmetallic oxide precursor as a netal -peroxy acid ester, are
indicated as free of the prior art. 1In addition, the exam ner
has indicated in the Supplenental Answer that clains 28 and 31
are free of the art. Since clains 29 and 30 ultimtely depend
on claim28, they, likewise, are free of the art.

We note that there is a discrepancy in the exam ner’s
treatnment of appealed claim?2l. Page 3 of the Answer states
that claim21 would be allowable if rewitten to overcone the
8 112 rejection, whereas page 4 of the Answer states that
appeal ed claim 21 stands rejected under 8§ 103. Since we find
that Moser discloses a netallic oxide precursor that yields an
electrically conductive netal oxide, we will sustain the § 103
rejection of claim2l1 and cl ai s 23-25 dependent thereon, as
well as clains 26 and 27.

I n concl usion, based on the foregoing, the exam ner’s

rejection of clainms 1-31 under 35 U . S.C. 8§ 112, second
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par agraph, is reversed. The examiner’s rejection of clains 1-
4, 11, 13-18, 21 and 23-27 under 35 U.S.C. 8 103 is affirned.
The exam ner’s rejection of clains 6-10, 29 and 30 under
35 US.C 8 103 is reversed. Cains 5 12, 19, 20, 22, 28 and
31 remain free of prior art rejections.

No time period for taking any subsequent action in
connec-tion with this appeal nay be extended under 37 CFR
§ 1.136(a).
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