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ON BRI EF

Before, GARRIS, ONENS and JEFFREY T. SM TH, Adnini strative
Pat ent Judges.

JEFFREY T. SMTH, Adninistrative Patent Judge.

Deci sion on appeal under 35 U.S.C. §8 134

Appl i cants appeal a decision of the Prinmary Exam ner
rejecting clainms 1-16 and 33-51 all the clainms in the
application. W have jurisdiction under 35 U.S.C. § 134.

Backgr ound

The clained invention is drawn to aqueous devel opabl e

phot ographic el enents that are designed to be used in a
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dye-diffusion transfer process for transferring i nage dye to a

polyneric receiving elenent |layer. The instant invention

i ncludes silver halide light sensitive |layers, hydrophilic

bi nders, dye emtting conmpounds and thernmal solvents. The

thermal solvent is said to have a cal culated | ogP greater than

3 and less than 10. (Specification page 6, |ines 15-23).

According to the specification, page 3, lines 8-10, the

calculated logP relates to the variation in the partition

coefficient of a nolecul e between octanol and water. The

solvent is said to aid the transfer of dyes fromthe inmagi ng

| ayer to the receiver elenent. (Specification page 6, |lines

9-12). The conpositions of the present invention are said to

yield inproved dye images in receiving |ayers of the

phot ographic elenent. (Specification page 5, lines 16-17).
The follow ng references are relied upon by the Exam ner

in the rejections before us:

Text er 5, 360, 695 Novenber 1

1994

(Texter)

QG ani et al. 5, 264, 332 Novenber 23,

1993

(QGani)

Kohno et al. 5,032, 499 July 16, 1991
( Kohno)
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Chari et al. 5,008, 179
(Chari)

Sakaguchi et al. 4,536, 467
1985
( Sakaguchi)

| wat sune et al. JP62- 136645*

(JP 645)

June 19,

April 16, 1991

August 20,

Clains 1-6, 9-11, 14-16, 33-38, 41-43 and 46-51 are

rej ected as being unpatentable under 35 U.S.C. § 103 over

Kohno.

Claims 1-6, 9-11, 14-16, 33-38, 41-43 and 46-51 are

rejected as being unpatentable under 35 U.S.C. 8§ 103 over

JP 645.

Clains 1-8, 10-13, 16, 33-40, 42-45, 48 and 49 are

rej ected as being unpatentable under 35 U.S.C. § 103 over

conbi nati on of Sakaguchi and O ani.

Claims 1-8, 10-13, 16, 33-40, 42-45, 48 and 49 are

rejected as being unpatentable under 35 U . S.C. §8 103 over

conbi nati on of JP 645 and O ani .

1987

t he

t he

Clainms 1-16 and 33-49 are rejected as bei ng unpatentable

under the judicially created doctrine of obviousness type

1 We will use the translation of JP62-136545 provided by the USPTO

dated October 1992. The first naned inventor |listed therein is Masaru

| wat sune.
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doubl e patenting over clainms 1, 4-16, 18-28 and 31-40 of U. S.
Pat ent 5, 360,695 (Texter) in view of Chari.

Dl SCUSSI ON

A. The prior art rejections

It is well established that the Exami ner has the initial
burden under 8 103 to establish a prinma facie case of
obvi ousness. In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd
1443, 1444 (Fed. Cr. 1992); In re Piasecki, 745 F.2d 1468,
1471-72, 223 USPQ 785, 787-88 (Fed. G r. 1984). To that end,
t he Exam ner nmust show that sone objective teaching or
suggestion in the applied prior art, or know edge general ly
available in the art would have | ed one of ordinary skill in
the art to arrive at the clained invention. Pro-Mld & Tool
Co. v. Geat Lakes Plastics, Inc., 75 F.3d 1568, 1573, 37
USPQ2d 1626, 1630 (Fed. Cir. 1996). We have carefully
reviewed the specification, clainms and applied references,
including all of the argunents and evi dence
advanced by the Exam ner and Appellants in support of their
respective positions. W reverse the Examner’'s 8 103
rej ections.

| ndependent clains 1 and 33 are reproduced bel ow
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1. An aqueous devel opabl e chronogeni ¢ phot ogr aphi c
el enent for non-aqueous thermal dye-diffusion
transfer conprising radiation sensitive silver
hal i de, a dye-form ng conmpound wherein said conpound
forms a heat transferable dye upon reaction of said
conmpound with the oxidation product of a primary

am ne devel opi ng agent, a hydrophilic binder, and a
thermal solvent for facilitating non-aqueous thernal
dye diffusion transfer wherein said thermal solvent
has the structure |

OH
1L Ly
L Iy
L3
@

wherein

(a) Z1, Zz2, Z3, Z4, and Z5 are substituents, the
Hammett sigma paraneters of Z2, Z3, and Z4 sumto
give a total, G, of at least -0.28 and |l ess than
1.53;

(b) the calculated logP for | is greater than 3 and
| ess than 10.

33. Amltilayer aqueous-devel opabl e col or-

phot ographic material for non-aqueous thernmal dye

di ffusion transfer conprising a support, a yellow
dye producing | ayer containing |ight-sensitive
silver halide grains, a conpound providing a heat
transferabl e yell ow dye, and a hydrophilic binder, a
magent a dye produci ng | ayer containing |ight

5
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sensitive silver halide grains, a conpound providing
a heat transferable magenta dye, and a hydrophilic
bi nder, a cyan dye producing | ayer containing |ight-
sensitive silver halide grains, a conpound providing
a heat transferable cyan dye, and a hydrophilic

bi nder, and where said material contains a thernal
solvent for facilitating non-aqueous thermal dye

di ffusion transfer, according to fornmula I,

OH
I £y
L 4
Iy
@O

wherein

(a) Z1, Zz2, Z3, Z4, and Z5 are substituents, the
Hanmett signma paraneters of Z2, Z3, and Z4 sumto
give atotal, G, of at least -0.28 and |l ess than

1. 53;

(b) the calculated logP for | is greater than 3 and
| ess than 101 with the proviso that said heat
transferabl e yell ow, magenta, and cyan dyes forned
upon reaction of said conpounds with the oxidation
product of a primary am ne devel opi ng agent transfer
at a tenperature of fromabout 50°C to 200°C.

1. The § 103 rejection over Kohno

Clains 1-6, 9-11, 14-16, 33-38, 41-43 and 46-51 are
rejected under 35 U.S.C. 8§ 103 over Kohno.

Kohno descri bes heat devel opable silver halide
phot ographi ¢ medi um and the transfer of the image by heating

t he conposite of the receiving el enment and the exposed nmedi um
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to 150°C under dry conditions. Kohno discloses silver halide
[ight sensitive layers (Colum 13, lines 49-64); dye emtting
conmpounds (Colums 39 & 51); binders (Colum 58); and thernal
solvents (Col ums 59-60 & 66). Kohno discl oses the use of

vari ous heat solvents for incorporation in the elenments to
pronote the thermal devel opnent and/or transfer. Kohno does
not disclose the calculated | ogP for the solvents or the

i nportance of solvents not washi ng out during aqueous

devel opnent .

According to the Exam ner it would have been obvious to
substitute hydroxy derivatives of the benzam des di scl osed
wWith a reasonabl e expectation of achieving conparable results,
based upon the presence of hydroxy substituted conpounds
within the disclosed exanple conpounds. W do not agree. The
Exam ner has not directed us to a basis within the reference
to select a solvent with the calculated | ogP required by
claims 1 and 33. There is no suggestion to go to the solvents
i n Kohno and sel ect the specific solvents with the cal cul ated
| ogP required by clainms 1 and 33. The rejection of clains 1-
6, 9-11, 14-16, 33-38, 41-43 and 46-51 under 35 U.S.C. § 103
over Kohno is reversed.

2. The 8 103 rejection over JP 645

7
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Clains 1-6, 9-11, 14-16, 33-38, 41-43 and 46-51 are
rejected under 35 U.S.C. 8§ 103 over JP 645.

JP 645 descri bes heat devel opabl e phot ographic el enents
used in color image formng. JP 645 discloses silver halide
light sensitive |ayers (Page 13); dye emtting conpounds (Page
15); binders (Page 22); and various types of heat solvents
(Pages 7-10). JP 645 does not disclose the cal cul ated | ogP
for the solvents or the inportance of solvents not washing out
duri ng aqueous devel opnent.

According to the Exam ner, JP 645 antici pates the use of
benzam de derivatives as heat solvents in color producing
systens, alternatively, it would have been obvious to use
t hese heat solvents in heat devel opabl e conpositions.

(Exam ner’s Answer, paragraph bridging pages 4 and 5). The
Exam ner al so states the conpounds enbraced by the instant

cl ai ml anguage are taught with respect to formula IV and t hat
JP' 645 has chosen a different neasure of

hydr ophobi ¢/ hydrophillic character. (Exam ner’s Answer, page
14, lines 17-20). W have not been directed to a correl ation
bet ween the argued different neasures of

hydr ophobi ¢/ hydrophillic character of JP 645 and the

calculated | ogP for the solvents required by the clains. That

8
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i's, no reason has been provided for selecting a solvent within
the scope of clains 1 and 33 using any nethod of neasurenent
of hydrophobi c/ hydrophillic character. The Exam ner has not
directed us to a basis wthin the reference to select a
solvent with the calculated logP required by clains 1 and 33.
There is no suggestion to go to the solvents in JP 645 and

sel ect the specific solvents with the cal cul ated | ogP required
by clains 1 and 33. The rejection of clains 1-6, 9-11, 14-16,
33-38, 41-43 and 46-51 under 35 U. S.C. 8§ 103 over JP 645 is
reversed

3. The 8 103 rejection over Sakaguchi and O an

Clainms 1-8, 10-13, 16, 33-40, 42-45, 48 and 49 are
rejected under 35 U. S.C. § 103 over the conbination of
Sakaguchi and Ot ani .

Sakaguchi descri bes heat devel opabl e phot ographic
el emrents used in color image form ng. Sakaguchi discloses
silver halide light sensitive layers (Colums 13 & 14); dye
emtting conmpounds (Columms 15 & 16); hydrophilic binders
(Col um 15); and solvents (Columms 4-9). Sakaguchi does not
di scl ose the calculated | ogP for the solvents or the
i nportance of solvents not washing out during aqueous

devel opnent .
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O ani descri bes heat devel opabl e phot ographi c el enents
used in color image formng. Oani discloses silver halide
light sensitive layers (Colum 3); dye emtting conmpounds (see
Col ums 3-4); binders (Colums 59-61); and high boiling point
solvents (Columms 32-43). Oani colum 43 describes four
conpounds which are said to neet the thermal sol vent required
by clains. (Exam ner’s Answer, page 5, |ast paragraph).

O ani does not disclose the calculated |ogP for the solvents
or the inportance of solvents not washing out during aqueous
devel opnent .

According to the Exam ner, Oani teaches the use of
conpounds enbraced by the | anguage of Sakaguchi as heat
nmel ting solvents. (Exam ner’s Answer, page 5, |ast
par agraph). The Exam ner asserts that it would have been
obvi ous to use hydroxy derivative of the conpounds discl osed
by Sakaguchi with a reasonabl e expectation that these
conmpounds woul d function to aid to transfer and inprove dye
stability. (Exam ner’s Answer, paragraph bridging pages 5 and
6). The Exam ner has not directed us to a basis to conbine
the solvents of the references and to select a solvent with
the calculated logP required by clainms 1 and 33. There is no
suggestion to go to the solvents in ani and sel ect the

10
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specific solvents with the cal culated | ogP required by clains
1 and 33 to be used in the system discl osed by Sakaguchi .
Bot h Sakaguchi and Otani are silent as to the cal cul ated | ogP
of their solvents. The rejection of clains 1-8, 10-13, 16,
33-40, 42-45, 48 and 49 under 35 U.S.C. 8§ 103 over the

conbi nati on of Sakaguchi and Qtani is reversed.

4. The 8 103 rejection over JP 645 and O an

Clains 1-8, 10-13, 16, 33-40, 42-45, 48 and 49 are
rejected under 35 U . S.C. 8§ 103 over the conbination of JP 645
and Gt ani .

JP 645 and O ani are descri bed above. According to the
Exam ner, JP 645 teaches the transfer of dye imges is
i mproved by using benzam de derivative thermal solvents,
however, esters of benzoic acid thermal solvents are not
shown. Oani teaches esters of benzoic acid are known as
thermal solvents. The Exam ner asserts that it would have
been obvious to substitute the benzonic acid esters of Oan
for the benzam de esters of JP 645 wth a reasonable
expectation that these conpounds woul d provi de conparabl e
results as thermal solvents. (Examner’s Answer, pages 6,
second paragraph). The Exam ner has not directed us to a
basis to conbine the solvents of the references and to sel ect

11
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a solvent with the calculated |logP required by clains 1 and
33. There is no suggestion to go to the solvents in Gtani and
sel ect the specific solvents with the cal cul ated | ogP required
by clains 1 and 33 to be used in the system di scl osed by
JP"645. Both JP 645 and Otani are silent as to the cal cul ated
| ogP of their solvents. The rejection of clainms 1-8, 10-13,
16, 33-40, 42-45, 48 and 49 under 35 U.S.C. 8§ 103 over the
conbi nation of JP 645 and Qtani is reversed.

B. The double patenting rejection

Clains 1-16 and 33-49 have been rejected as unpatentable
under the judicially created doctrine of obviousness type
doubl e patenting over clains 1, 4-16, 18-28 and 31-40 of U S
Pat ent 5, 360,695 (Texter) in view of Chari. Cains 1 and 33,
reproduced above, are representative of the rejected cl ai ns.
Bel ow, we reproduce claim1l of U S. Patent No. 5, 360, 695:

1. An aqueous devel opabl e chronobgenic
phot ogr aphi ¢ dye-diffusion transfer el enent of two
or nore |layers conprising a support, radiation
sensitive silver halide, a dye-form ng conpound
wherein said conpound fornms a heat transferable dye
upon reaction of said conpound with the oxidation
product of a primary am ne devel opi ng agent and
wherein said heat transferable dye does not contain
wat er sol ubilizing groups to inmobilize said heat
transferable dye in dry gelatin, a hydrophilic
bi nder, and a solid particle thermal solvent
di spersion, wherein said thermal solvent is a
wat er -i mm sci bl e phenol derivative, has a nelting

12
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poi nt of between 50° C. and about 130°C., and is

incorporated at 5 to 200% by wei ght of said

hydr ophi lic binder, and where said thermal sol vent

di spersion contains a dispersing aid at a therma

solvent to dispersing aid weight ratio of 1:0.01 to

1: 2.

Appel l ants and the Exam ner appear to agree that it is
appropiate to apply a two way test in assessing the propriety
of this double patenting rejection. In applying this two way
test, the issue is whether application clains 1-16 and 33-49
are obvious over the patent clains 1, 4-16, 18-28 and 31-40,
and al so whether the patent clains are obvious over the
application clains. In re Denbiczak, 175 F.3d 994, 1002, 50
USPQ2d 1614, 1619-20 (Fed. Cir. 1999); In re Braat, 937 F. 2d
589, 593-94, 19 USPQ2d 1289, 1292-93 (Fed. Cir. 1991).

The crux of the inquiry lies in a conparison of the
clains. In re Borah, 354 F.2d 1009, 1017, 148 USPQ 213, 220
(CCPA 1966). Patent claim1l is directed to an agueous-
devel opabl e col or - phot ographic material containing a thernmnal
sol vent di spersion which contains a dispersing aid at a
thermal solvent to dispersing aid weight ratio of 1:0.01 to
1:2 while appeal ed claim1 provides for agueous-devel opabl e
col or- phot ographic material containing a thermal sol vent.

Thus, patent claiml differs fromappealed claim1l1l in that the

13
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t hermal sol vent of appealed claim 1l does not expressly recite
the inclusion of a dispersion aid. That is, patent claiml
conprises a thermal solvent dispersion which includes a
di spersing aid which is not recited by the appeal ed claim1.
To remedy the difference between the subject matter of
appealed claim1 and patent claim1l, the Exam ner relies on
Chari. Chari describes stabl e dispersions of photographic
coupler materials which are incorporated in photographic
systens. (Colum 1, lines 6-9). The photographic system of
Chari is said to include conbining a permanent sol vent
di spersion and a coupl er dispersion. (See figure 1 and col unm
3, lines 47-64). Chari discloses, prior to his invention, the
separate di spersions were prepared by mlling or
honogeni zati on and therefore required the use of |arge anmounts
of energy. (Colum 1, lines 51-56). The coupler dispersion
is said to be conbined with a conpati bl e sol vent which serves
to activate the coupler. Chari describes solvents which neet
the thermal solvent required by the appealed clains. (See
colums 9-13). Chari discloses the solvent dispersion is
formed with the use of a dispersion aid and without the use of
mechani cal operations, such as mlling or honpbgeni zati on.
(Colum 3, lines 39-42). Chari states prior to his invention,

14
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the formati on of di spersions conprising solvents and coupl ers
were formed w thout dispersion aids. (Colum 1, lines 14-23).
According to the Exam ner, the appeal ed cl ai ns woul d
i nclude or enbrace the use of a dispersion aid. (Examner’s
Answer, paragraph bridging pages 7 and 8). W agree.
Additionally, it would have been obvious to provide the
Appel I ants’ cl ai med phot ographic el enent with a di spersion
aid. Chari discloses the advantages which are obtained by the
use of the conbination of a solvent and a dispersion aid in
phot ographi ¢ systens. The formation of the devel opable
phot ographi ¢ dye diffusion transfer el ement of appeal ed claim
1 including a solvent and di spersion aid woul d have been
obvi ous to one of ordinary skill in the art who desired not to
use nmechani cal nmethods for formng a dispersion. Thus, one of
ordinary skill in the art with the subject matter of appeal ed
claim1l and the Chari reference before himwould have found
obvi ous the aqueous-devel opabl e col or - phot ographi c nmateri al
containing a thermal solvent dispersion, as described in
patent claim 1.
Regardi ng the second aspect of the two way test, the
Exam ner determ ned the subject matter of patent claiml is
not patentably distinct fromthe subject matter of appeal ed

15
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claim1l. The Exam ner indicated it would have been obvious to

one skilled in the art to nodify the aqueous devel opabl e

chr onogeni ¢ phot ogr aphi ¢ dye-di ffusion transfer el enent as

described in the patent claim1 by renoving the dispersion aid

because Chari teaches that the formation of solvent

di spersions by nechani cal neans was known to those skilled in

the art. (Exam ner’s Answer, page 8, second full paragraph).
Appel l ants urge there is no notivation to use the

sol vents of Chari and the solvents of Chari and Texter

(patent) are not equivalent. (Reply Brief, page 17, second

full paragraph to page 18, line 2). Chari describes

phot ogr aphi ¢ systens which contain sol vent dispersions

i ncl udi ng di spersion aids. One of ordinary skill in the art

woul d have recogni zed that sol vent dispersions including

di spersion aids could be formed fromany of Chari’s disclosed

solvents. Included in the described suitable solvents are

conmpounds whi ch Appellants admt read on the instant clains.

(Reply Brief, page 17, |ast paragraph). Consequently, a

person of ordinary skill in the art who did not want to enpl oy

mechani cal neans to forma di spersion would have used a

di spersion aid as described in Chari.

16
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Appel I ants urge specific el enents of appeal ed clains 3,
5, 6, 9-16, 33, 35, 37, 38 and 41-48 are not found in the
cited clains 1, 4-16, 18-28 and 31-40 of Texter. (Reply
Brief, pages 19-21). The Exam ner, in a suppl enental
Exam ner’s Answer, appears to have provi ded reasons why the
subject matter of appealed clains 3, 5, 6, 9-16, 33, 35, 37,
38 and 41-48 are not patentably distinct fromthe subject
matter of Texter clainms 1, 4-16, 18-28 and 31-40. W presune
t he Appel |l ants have acqui esced to the reasons set forth by the
Exam ner because the Appellants have not responded to the
statenents by filing a Supplenmental Reply Brief.

The rejection of clains 1-16 and 33-49 as unpatentabl e
under the judicially created doctrine of obviousness type
doubl e patenting over clains 1, 4-16, 18-28 and 31-40 of U S
Patent 5, 360,695 in view of Chari is affirned.

No time period for taking any subsequent action In
connection with this appeal may be extended under 37 CFR 8§

1.136(a).

AFFI RVED- | N- PART
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Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge

JEFFREY T. SM TH
Adm ni strative Patent Judge

Joshua G Levitt
East man Kodak Co.
Pat ent Depart nent
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