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FI NDI NGS OF FACT AND CONCLUSI ONS OF LAW
FI NDI NGS OF FACT
We have reviewed the record in its entirety in light of the

argunments of Appellants and the exam ner. Qur decision presunes

1 Attorney docket nunmber AABOSQ38 02103/197001. (Paper 1
at 1.) Application for patent filed August 13, 1991.
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fam liarity with the entire record. A preponderance of the evidence
of record supports each of the follow ng fact findings.

A. The nature of the case

1. This is an appeal under 35 U.S.C. 8§ 134 fromthe final
rejection of clains 34, 35, and 39. (Paper 12 at 1.) No other
rejections are before us. The exam ner has indicated that clainms 1-
33, 36-38, 40, and 41, which are the only other clains pending, are
all allowed. (Paper 9 at 1.)

2. The application on appeal was filed on 13 August 1991.

(Paper 1 at 1.) Appellants have not clainmed any benefit under
35 U.S.C. 88 119 or 120. At the hearing, Appellants' counsel
confirmed that Bose Corporation is the real party in interest.

3. The application is entitled "AM noi se reduci ng".

Appel l ants report that alternating-current (AC) power lines are a
conmon source of radio-frequency noise. (Paper 1 at 2:21-3:19.) The
subject matter of the clainmed invention is a nmethod for reducing
recei ved noise in anplitude-nodul ated (AM signals. (Paper 1 at 1.)
The only independent claimon appeal defines the claimed invention as
foll ows (Paper 1 at 25):

34. A nmethod of processing an AM signal conprising
the steps of:

filtering at least a first portion of said AM
signal to obtain a predeterm ned spectral range of
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sai d signal

detecting the noise present within said predeter-
m ned spectral range, and

processing at | east one portion of said AM signal

in response to the detection of a predeterm ned amount

of noise in said spectral range.
According to Appellants, the filtering and detecting steps correspond
to the acts performed by filter 36 and noi se detector 38. (Paper 15
at 6.) The structures and functions of these conmponents are shown in
Figures 1, 2, and 4 and are discussed in specification at pages 10-
12. The filter 36 may be a narrow bandpass filter centered at AC
power |ine frequency. (Paper 1 at 10:22-24.) The detector 38 has a
conparator 46 that switches fromlow to high when the filtered signal
exceeds a threshold voltage 48. (Paper 1 at 11:28-33.)

4. The exam ner has rejected claim 34 and 39 under 35 U. S.C.
8 102, and has rejected claim 35 under 35 U S.C. § 103, in view of
the follow ng reference (Paper 9 at 2-3):
| noue 4,718, 115 Jan. 5, 1988

5. The exam ner identified Inoue's radio-frequency band-pass

filter (RF BPF) 11 as providing acts equivalent to Appellants’

filtering step.? Simlarly, the exam ner identified |Inoue's squelch

2 Since both Inoue's and Appell ants' detector receive a
processed |IF signal, Inoue's IF band-pass filter (IF BPF) 123 seens a
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signal producing circuit 15 as providing acts equivalent to

Appel | ants' detecting step. (Paper 9 at 2-3.)

B. Clains 34 and 39 were anticipated

6. Inoue's filter 11 passes through only signals fromthe
antenna that correspond to a desired frequency band. (3:12-21.)
Thi s output passes via the internediate frequency (IF) stage 12 to
t he squel ch signal producing circuit 15. (4:18-23.) The squelch
signal producing circuit 15 includes a detector 151 that produces an
envel ope signal based on the IF signal. The envel ope signal passes
to the conparator 152, which conpares the envel ope signal to a
reference signal to produce the squelch signal. (3:50-62.)

7. The acts performed by Appellants' narrow passband filter 36
and I noue's RF band-pass filter 11 (or IF BPF 123) are equival ent.
Both are descri bed as passing a specified frequency band.

8. The acts perfornmed by Appellants' detector 38 and | noue's
vol t age conparator 152, 152a in his squelch signal producing
circuit 15 are equivalent. Appellants' detector 38 may be no nore
than a conparator 46 with a threshold voltage input 48. (Fig. 2;

Paper 1 at 11:29-33.) Thus, fundanentally, Appellants "detect[] the

cl oser equivalent to Appellants' narrow bandpass filter 36.
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noi se present” by conparing the signal to a threshold voltage. The
fact that Inoue's squelch signal producing circuit 15 also contains a
"detector 151" or "noise detector 151a" for producing an envel ope
signal does not affect the anal ysis because Appellants use the term
"conprising” in defining the steps of their clainmd nethod. See

CGenentech Inc. v. Chiron Corp., 112 F.3d 495, 501, 42 USPQd 1608,

1613 (Fed. Cir. 1997) (explaining the effect of "conprising").

9. Inoue further processes the AM signal by producing a
squel ch signal when the noise level in the filtered IF signal does
not meet sone predetern ned threshold. (3:60-62; 6:26-30.)

10. Claim 39, which depends fromclaim 34, further requires
that "said one portion [which is processed] is said first portion
[which was filtered]." |Inoue produces a squelch signal based on
noise in the filtered frequency band. Although | noue does not
specify that the squelch signal is related to the filtered frequency
band, we find |Inoue nmust be squelching at least the filtered
frequency band since nothing in Inoue suggests any reason for squelch
any frequencies other than those in which noise is detected. W find
t he exam ner has sufficiently established that |noue teaches the

limtation of claim39 to shift the burden to Appellants. 1In re
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Spada, 911 F.2d 705, 708, 15 USPQd 1655, 1658 (Fed. Cir. 1990).
Appel l ants have not nmet this burden.

11. Based on Findings 5 to 10, we find that the preponderance
of evidence in this record supports the examner's rejection of
clainms 34 and 39 under section 102.

C. Evi dence of obvi ousness

12. Claim 35, which depends fromclaim 34, further requires
"said filtering step selectively [to] pass[] a spectra of frequency
related to a local AC line frequency."” |Inoue is directed at a
different problem-avoiding creating interfering radio signals during
a di agnostic procedure--and thus is silent about noise from AC power
lines. It is not clear on this record that a person having ordi nary
skill in the art would have considered Inoue to have any rel evance to
the AC power |ine noise problem Consequently, the preponderance of
evidence in the record suggests that any relation of passed spectra
to local AC line frequency would be coincidental. This putative
coi nci dence does not establish notivation or inherency.

13. Appellants have not contested, or provided evidence of,

the level of skill in the art or secondary considerations.
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CONCLUSI ONS OF LAW

A. Cl ai m construction

1. Appel l ants invoke In re Donaldson Co., 16 F.3d 1189,

29 USP2d 1845 (Fed. Cir. 1994) (en banc), in defending their clains.
The Donal dson decision requires the Patent and Trademark Office to
construe nmeans- or step-plus-function limtations in terns of
correspondi ng structures or acts, respectively, disclosed in the
specification. 16 F.3d at 1194-95, 29 USPQ2d at 1850; 35 U.S.C.

§ 112. It is proper for us to rely on this invocation in the record

in determ ning what Appellants intend to claim Al pex Conput er

Corp. v. Nintendo Co., 102 F.3d 1214, 1220, 40 USPQd 1667, 1672

(Fed. Cir. 1996). Accordingly, we understand the steps in the
appealed clains to be limted to the correspondi ng acts set forth in

the specification. O/I. Corp. v. Tekmar Co., 115 F.3d 1576, 1583,

42 USPQ2d 1777, 1782 (Fed. Cir. 1997). Although the disclosure
focuses nore on structures than on acts, the functions of the
structures provide a sufficient basis for us to determ ne the
underlying acts (just as we rely on the structures in the reference
to determne its inherent acts).

B. Obvi ousness

2. | noue does not teach or suggest a reason for tuning the

filter to a frequency related to a |ocal AC line frequency. The fact
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that I noue may incidentally filter such a frequency falls below the

threshold for notivation or inherency. 1n re Rijckaert, 9 F.3d 1531,

1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993).

C. New matter

3. Appel | ants have asked us to reverse the exam ner's
objection to certain amendnents to the draw ngs and specification.
(Paper 15 at 8-11.) The exam ner says that "the features of
claims 18-21, which include the signal and |inear signal
interpolation circuitry, and the circuitry of sanpling and holding a
portion of the signal, nust be shown or canceled."” (Paper 9 at 2,
citing 35 US.C. § 132.) The new matter prohibition in section 132
applies to the disclosure. It is not an appropriate basis for

rejecting new or anended clains.® |n re Rasnussen, 650 F.2d 1212,

1214, 211 USPQ 323, 325 (CCPA 1981).

4. The exam ner has not rejected clainms 18-21. (Paper 9
at 1.) Qur jurisdiction is generally restricted to rejected cl ai ns.
See 37 CFR 8§ 1.191(c). Although we are authorized to review new
matter objections ancillary to claimrejections, in the absence of a
corresponding rejection, the proper vehicle for reviewis a petition

under 37 CFR § 1.181. MPEP § 2163.05(b); § 1002.02(c)(4)(c).

3 Claims 18-21 are original, unamended clainms. (Paper 1
at 21.)
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Appel | ants have identified, and we know of, no authority for us to

review this objection in isolation.

DECI SI ON
We affirmthe examner's rejection of clains 34 and 39, but
reverse the rejection of claim35. W dismss Appellants' request
for relief fromthe exam ner's objection as not being within our
jurisdiction on the facts of this record.
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