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! Application for patent filed March 18, 1992. According
to appellants, this application is a continuation of
Application 07/612,771 fil ed Novenber 6, 1990, now abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 66 through 76 and 85 through 99 which are all of the
clainms remaining in the application.

The subject matter on appeal relates to a nethod for
i ncreasing the resistance to biol ogi cal degradation of a
cutting fluid enmul sion via a bioresistant surfactant
conmposition (in an anpunt sufficient to inpart bioresistant
properties) conprising succinic acid or derivatives thereof
contai ning at | east one branched aliphatic substituent group
having at | east nine carbon atons, at |east three of which are
tertiary carbon atons. The appeal ed subject matter al so
relates to the corresponding cutting fluid. This appeal ed
subject matter is adequately illustrated by independent clains
66, 85 and 99, a copy of which taken fromthe appellants’

Brief is appended to this decision.
The references relied upon by the examner in the

rejections before us are:

Qasterhout et al. (Qasterhout) 2,741, 597 Apr. 10,
1956
Mur phy et al. (Murphy) 4,100, 083 Jul. 11
1978
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Gutierrez et al. (GQutierrez) 4, 664, 826 May
12, 1987

Laenm e et al. (Laemmi e) 4,670, 168 Jun.
2, 1987

Dohner 4,689, 166 Aug. 25,
1987

Malito et al. (Malito) 4,767, 554 Aug. 30,
1988

Rawl i nson et al. (Rawl inson) 4,778, 614 Cct .
18, 1988

Biresaw et al. (Biresaw) 4,781, 848 Nov.
1, 1988

Lenack et al. (Lenack) 4,956, 110 Sep. 11

1990

Under 35 U.S.C. § 102(b), clains 70-72, 76, 88-93 and 99
stand rejected as being anticipated by Biresaw, and clains 66-
72, 87-93 and 99 stand rejected as being antici pated by
Laenmm e2.

Under 35 U.S.C. § 103, clainms 66-76 and 85-99 stand
rej ected as bei ng unpatentabl e over Qasterhout, Raw inson,

Bi resaw or Laemm e alone or in conbination with Gutierrez,

Dohner, Murphy and Malito, and clains 94-99 stand rejected as

2 For sonme unknown reason, each of the 8 102 rejections
i ncongruously includes certain dependent clains but not their
parent i ndependent cl ains.
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unpat ent abl e over these references and further in view of
Lenack?.

W refer to the various Briefs and Answers of record for
a conpl ete exposition of the opposing viewpoints expressed by
the appellants and the exam ner concerning the above noted

rejections.

OPI NI ON
For the reasons which follow, we cannot sustain any of

the rejections presented by the examner in this appeal.

® Onthis record, it is unclear why the exam ner rejected
clainms 94-99 first without and then with the Lenack reference.
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The 8 102 Rejections

Anticipation is established only when a single prior art
ref erence discloses, expressly or under principles of
I nherency, each and every el enent of a clainmed invention. RCA

v. Applied Digital, 730 F.2d 1440, 1444, 221 USPQ 385, 388

(Fed. Cir. 1984). Here, the examner has failed to carry her
burden of establishing that either Biresaw or Laenml e

di scl oses, expressly or inherently, each and every el enent of
the clains under rejection including nost particularly the
clai mrequirenment that the branched aliphatic substituent of
the succinic acid or derivative contain at |east nine carbon
atons, at |east three of which are tertiary carbon atons.

For exanple, the exam ner nakes the finding “Laene
explicitly teaches 2-dodecenyl succinic acid salts” and then
concl udes “which is clearly appellants' dodecenyl (propene
tetramer)” (Answer, page 8). Although her finding is correct,
the exam ner's conclusion is conpletely w thout support.
Moreover, this conclusion is rebutted by the appellants’
argunment that “[t]he term'2-dodecenyl', without nore fails to
suggest branchi ng and neans nothing nore than a 12 carbon

ol efi n having one doubl e bond at the second carbon atonf
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(Reply Brief, page 5) which is supported by the accepted
di ctionary definition of dodecene (e.g., see Hawey's

Condensed Chemi cal Dictionary, 11lth edition)*.

In light of the foregoing, we cannot sustain either the
8 102 rejection of clains 70-72, 76, 88-93 and 99 as being
anticipated by Biresaw or the 8 102 rejection of clainms 66-72,

87-93 and 99 as being anticipated by Laenm e.

The 8 103 Rej ections

On the record of this appeal, the exam ner has failed to

carry her burden of establishing a prima facie case of

obvi ousness with respect to the subject natter defined by the
appeal ed cl ai ns.

For exanple, the answers contain no basis for concl uding
that an artisan with ordinary skill, in the absence of

hi ndsi ght, woul d have nodified the previously discussed

4 Wth this argunment in mnd, we feel obliged to point
out that the previously discussed feature involving at |east
three tertiary carbon atons is not explicitly recited in
appeal ed i ndependent claim99 nor inherently required by the
claim99 term*®2-dodecenyl”. Nevertheless, it is clear to us
that neither Biresaw nor Laenm e expressly or inherently
di scl oses the nonoi sobutyl - 2- dodecenyl succinate surfactant
recited in this claim
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Bi resaw and Laenm e references in such a manner as to supply
the af orenoted deficiencies and thereby obtain the nethod and
cutting fluid clained by the appellants. Simlarly, the

exam ner has advanced no rational proposal for sonehow

nodi fyi ng the subject natter of QCasterhout (which concerns an
al kenyl succinic acid that concededly corresponds to certain
of the appellants' succinic acids but that is for use as an
anti-corrosive for mneral lubricating oil) in such a manner
as to result in the here clained nmethod and cutting fluid. As
for Rawl i nson, the exam ner states that “Raw inson teaches use
of branched C, to C olefin, particularly polyisobutene

sul phonat e and pol yi sobutene succinimde as emulsifier in
aqueous cutting fluid having resistant [sic] to breakdown by

m cr o- organi sns” (Answer, page 4) and concludes that “it woul d
have been obvious to one of ordinary skill in the art to
substitute the secondary references ester succinate for the
primary reference bioresistant surfactant because they are
derivatives of succinic acid or anhydrides and are used for
the sane or simlar functions in netalworking fluids rendering
the clains prinma facie obvious” (Answer, page 5). However, we
find nothing and the exam ner points to nothing in the applied
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ref erences whi ch woul d have suggested, in the absence of

hi ndsi ght, replacing a surfactant of the primary reference to
Rawl i nson with sone ester succinate of the secondary
references, as proposed by the examner, to thereby yield a
nmet hod and cutting fluid as claimed by the appel | ant s®.

For the above stated reasons, we al so cannot sustain the
examner's 8 103 rejection of clainms 66-76 and 85-99 as being
unpat ent abl e over QGasterhout, Rawlinson, Biresaw or Laenm e
al one or in conbination with Gutierrez, Dohner, Mirphy and
Malito or her 8 103 rejection of clains 94-99 as being
unpat ent abl e over these references and further in view of

Lenack.

°® In any further prosecution that may occur, the
appel l ants and the exam ner shoul d consi der whether the
pol yi sobut ene succi ni mi de enul sifier which preferably has a
nol ecul ar wei ght of from 1000 to 3000 (e.g., see lines 64-66
in colum 2) of Rawlinson's cutting fluid would necessarily
and i nherently possess at |least three tertiary carbon atons
and thus woul d necessarily and inherently satisfy the
requi renents, such as the bioresistant surfactant feature, of
at | east sonme of the clains on appeal.
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The deci sion of the examner is reversed.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

M CHAEL SOFOCLEQUS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
BRADLEY R GARRI S ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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Charles J. Speciale
Mobil QI Corporation

O fice of Patent Counsel
3225 Gl | ows Road

Fai rfax, VA 22037
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APPENDI X

66. A nethod for increasing the resistance to biologica
degradation of a cutting fluid enmul sion nade froma
bi oresi stant cutting fluid concentrate and water conprising:

preparing the bioresistant cutting fluid concentrate by
treating a lubricative basestock material wi th an anount
sufficient to inpart bioresistant properties to the cutting
fluid concentrate of a bioresistant surfactant conposition
conprising succinic acid, or derivatives thereof, containing
at | east one branched aliphatic substituent group, derived
froma propyl ene oligoner, on the al pha carbon of the succinic
acid, the substituent containing at |east nine carbon atons,
at |l east three of which are tertiary carbon atons; and

bl endi ng the bioresistant cutting fluid concentrate wth
water, in the absence of a biocide, to produce a bioresistant
enul si on.

85. In an aqueous cutting fluid conprising water, an oi
conmponent and a surfactant conponent for maintaining the oi
in the formof an enul sion, wherein the inprovenent conprises
use as a bioresistant surfactant of succinic acid or
derivative thereof containing branched aliphatic substituent
group, derived froma propylene oligonmer, on the al pha carbon
of the succinic acid, said substituent containing at |east
ni ne carbon atons, at |east three of which are tertiary carbon
at ons.

99. An aqueous cutting fluid conprising water, an oi
conmponent and a bioresistant surfactant conponent for
mai ntaining the oil in the formof an emul sion, the surfactant
conponent i s nonoi sobutyl -2-dodecenyl succi nate.
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