TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROLAND J. AUBER and
JOSEPH M MOSLEY

Appeal No. 95-3158
Application 08/038, 4241

ON BRI EF

Bef ore THOMAS, JERRY SM TH and LEE, Adninistrative Patent Judges.

LEE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 fromthe
examner's final rejection of clains 1 and 4-7. No claimhas
been allowed. Cdains 1 and 6 are independent clains. Claimi4
depends fromclaim1l. Cdaimb5 depends fromclaim4. daim7
depends from cl ai m 6.

Ref erence Relied on by the Exaniner

Aoki U S. Patent No. 5,078, 019 Jan. 7, 1992

Application for patent filed March 29, 1993.
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Haski ns U S. Patent No. 4,718, 085 Jan. 5, 1988

Ki r chgessner U S. Patent No. 4,927,987 May 22, 1990

The Rejection on Appeal

Clains 1 and 4-7 stand rejected under 35 U S.C. § 103 as
bei ng unpat ent abl e over Aoki, Haskins and Kirchgessner.

The | nvention

The invention is directed to a handheld trackbal |l pointing
device for use with a data processing apparatus. It includes
structure which permts a user to readily change the cable
position to reduce cable interference with user mani pul ati on of
t he devi ce.

Claiml is representative and reads as foll ows:

1. A hand-held, finger-operated trackball pointing
devi ce conpri si ng:

a housing for housing electrical conponents of
sai d device, said housing being box shaped and having a
top wall, a bottomwall, and side walls extending
bet ween said top wall and said bottomwall, said
housi ng being of a size adapted to be held in a user’s
hand and havi ng cursor controls nounted thereon which
are adapted to be mani pul ated by a user while said
housing is being held in the user’s hand;

said curser controls conprising a trackbal
mount ed in said housing and having a portion projecting
upwardly fromsaid top wall, for manipulation by a
user’s finger;

said cursor controls further conprising
sel ectively actuated button neans nounted said top wall
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adj acent to said trackball, for actuation by a user’s
finger;

a cable for attaching said pointing device to a
conputer, said cable passing downwardly through said
bottomwal | of said housing;

said bottomwall having two recessed
channel s extendi ng orthogonally relative to each ot her
bet ween said sides of said housing, said channels
i ntersecting where said cable passes through said
bottomwall, each of said channels having a U shaped
cross section opening dowmwardly from said bottomwall,
each channel having a depth at |east as great as the
t hi ckness of said cable so that said cable can be
positioned vertically within said channel and lie
wholly within said channel w thout projecting
downwar dl y beyond said bottom wall;

said cable being flexible allowng a user to
selectively position said cable in any one of said
channels so as to direct said cable away fromsaid
housing in a direction selected by the user and
m nimze interference between the cable and the user’s
hand during operation of said pointing device; and

tab means | ocated in said channels for
frictionally holding said cable in place in the one of

sai d channel s where said cable is positioned by the
user.

Qpi ni on
We do not sustain the rejection of clains 1 and 4-7 under
35 U.S.C. §8 103 as being unpatentabl e over Aoki, Haskins and
Ki r chgessner.

The clainmed invention is directed to a handhel d trackbal

poi nting device for use with a conputer. A cable is included for
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attaching the pointing device to the conputer. Aoki discloses a
trackbal |l pointing device. Kirchgessner discloses a handheld
poi nting device. Haskins is a reference specifically identified

in the background portion of the appellants' specification
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wherein the appellants assert their belief that Haskins bel ongs
to the category of non-anal ogous art. Haskins discloses a groove
and cord retaining neans for a desk or wall nounted tel ephone.
The appel |l ants argue that Haskins is outside the field of
applicable prior art for trackball pointing devices, and that
even if it is assunmed to be anal ogous art, the teachings from
Aoki , Haskins and Kirchgessner [do] would not have reasonably
suggested the appellants' clainmed invention. On both of these
points, we agree with the appellants.
G ven two useful devices of whatever type, if one can
broaden or generalize the inventive field to whatever extent
subj ectively desired, at sonme point the two devices wll
inevitably be in the sane field of endeavor no matter how
different they originally may be. |f that happens, the inquiry
of whether two devices are within the sane field of endeavor
beconmes neaningless. Certainly, a rule of reason nust apply.
The exam ner defines the relevant field of endeavor as
anyt hi ng concerning the "cable of an input device" (answer at 8).
In our view, that is unduly broad. The clained invention
specifically concerns a hand-held trackball-type pointing device
having cursor controls for use with a conputer. Defining the

field of the inventors' endeavor as any input device with a cable
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i's unreasonably broad. Haskins discloses a desk or wall nounted
t el ephone. Moreover, to the extent that Haskins' tel ephone is an
i nput device, it provides input to a tel ephone network or
exchange, not a conputer or anything which provides a
control |l abl e cursor through the input.

In our view, Haskins is also not reasonably pertinent to the
particul ar problemw th which the appellants were involved. It
shoul d be noted that the problemw th which the appellants were
i nvol ved concerns the position of the cable extending fromthe
housi ng of the device. A plurality of user sel ectable positions
are provided so that the user may place the cable in a position
nost suitable for himor her and mnimze the resulting
interference with user mani pul ati on of the hand-held device.

See the appellants' specification at pages 3-4. The exam ner has
not pointed to anything which indicates or otherw se explained
why a desk or wall nounted tel ephone suffers or experiences a
probl emin which the position of the Iine cord connection would
interfere with one's usage of the tel ephone. It is true that
Haskins' Figure 1 shows a tel ephone with two Iine cord grooves
(one for desk nounting and one for wall nounting), but they are

i ntended for accommodating different length Iine cords (colum 1,

lines 15-23). The appellants' problem concerns reorienting the
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sane cable to different selectable positions. |In Haskins
t el ephone, each cable has only one fixed position.

Because Haskins is not within the appellants' field of
endeavor or reasonably pertinent to the problemw th which the
appel l ants were involved, it constitutes non-anal ogous art and
thus is not applicable in a rejection under 35 U.S.C. § 103.
However, even assum ng that Haskins is anal ogous art and
therefore is applicable against the appellants' clains, the
appel l ants are correct that the conbination of Aoki, Haskins, and
Ki rchgessner woul d not have reasonably suggested the appel |l ants’
clainmed invention. The follow ng discussion assunes that Haskins
constitutes anal ogous art.

Nei t her Aoki nor Kirchgessner discloses recessed channels on
the wall of the housing through which the cable passes. There is
no need for such recessed channels in Aoki and Kirchgessner
because in both Aoki and Kirchgessner the cable does not extend
t hrough the bottom housi ng of the device. However, we find that
the basic skill intrinsically possessed by one with ordi nary
skill in the art enconpasses the know edge that the cable can be
made to pass through any wall of the housing, including the
bottomwall, albeit with associ ated di sadvantages. But even if

Aoki and Kirchgessner's cable were to extend through the bottom
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of the housing, in our view there would have been insufficient
notivation for one wwth ordinary skill in the art to use Haskins
mul tiple recessed grooves in either Aoki or Kirchgessner.

I n Haskins, the nultiple grooves are designed for
alternative line cords. A long line cord for desk nmounting would
go into the long groove, and a short line cord for wall nounting
would go into the shorter groove (colum 1, lines 15-23). \Were
the sane cable is used as in the pointing devices of Aoki and
Kirchgessner, one with ordinary skill in the art would not have
been led to use Haskins' nultiple grooves.

Even assum ng that Haskins' nultiple grooves for the |ine
cord (not the handset cord) would have been reasonably suggested
for use with the cable of Aoki or Kirchgessner, Haskins would not
have reasonably suggested the specific arrangenent of the
mul ti pl e channel s as required by the clainmed invention.
According to claim1l, the recessed channels nust (1) extend
orthogonally relative to each other, and (2) intersect where the
cabl e passes through the bottomwall of the housing.

I n Haskins' Figure 3 enbodi nent, the optional groove for
wal | mounting is not shown and thus to say that the channels
woul d neet the requirenments of claim11 anmounts to nere

specul ation and is inproper. |In Haskins' Figure 1 illustration
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of the prior art, the long groove 15 and the short groove 19

do not intersect at where the cable or line cord is connected or
attached to the housing. To dism ss these differences as being
routi ne design choices for one with ordinary skill in the art
woul d be arbitrary, w thout support on this record, and
tantanount to ignoring the features of the clained invention.
Accordi ngly, we conclude that orthogonal channels intersecting at
where the cabl e passes through a wall of the housing would not
have been suggested by Haskins or any conbi nation of Haskins,
Aoki and Kirchgessner.

The features of claim1l as di scussed above are al so incl uded
in independent claim6. Caim6 additionally requires two nore
recessed channels and all four channels would intersect at where
the cable energes fromthe housing. For simlar reasons as those
di scussed above, the four channel version also would not have
been reasonably suggested by the prior art. The appellants are
correct that the nere fact that the prior art may be nodified in
t he manner as suggested by the exam ner does not make the
nmodi fi cation obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d 1260,

1266, 23 USPQRd 1780, 1783-84 (Fed. Cir. 1992).

For the foregoing reasons, the rejection of clains 1 and 4-7
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under 35 U.S.C. 8 103 as bei ng unpatentabl e over Aoki, Haskins

and Kirchgessner cannot be sustai ned.
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Concl usi on

The rejection of claims 1 and 4-7 under 35 U. S.C. § 103 as

bei ng unpat ent abl e over Aoki,

reversed

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

)
)
)
)
JERRY SM TH )
Adm ni strative Patent Judge )
)
)
)
)
)

JAMVESON LEE
Adm ni strative Patent Judge
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| BM Cor porati on

Intell ectual Property Law,
Depart ment 9CCA, Bl dg. 205/2
P.O Box 12195

Research Triangl e Park, NC 22709
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