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THES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CARL A. M LLER

Appeal No. 95-3178
Application 08/ 055,477

ON BRI EF

Bef ore COHEN, KIM.I N and LYDDANE, Adni ni strative Patent Judges

COHEN, Adnministrative Patent Judge

DECI SI ON_ON APPEAL

This is an appeal fromthe final rejection of clains 1

through 5 and 8, and fromthe refusal of the exam ner to allow

! Application for patent filed May 3, 1993.
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clains 6 and 7, as anended subsequent to the final rejection.
These clains constitute all of the clains in the applicatioh

Appel l ant's invention pertains to a nechanismfor sealing an
envel ope (clainms 1 through 7) and to a nethod for sealing an
envel ope (claim8). A basic understanding of the invention can
be derived froma reading of exenplary clains 1 and 8, copies of
whi ch appear in the "APPENDI X' to the brief.

In rejecting appellant's clains under 35 U.S.C. 8§ 102(b),

the exam ner has relied upon the references |isted bel ow

Jaynes 826, 169 Jul. 17, 1906
Mar koe 366, 099 Sep. 26, 1906
(France)?

The follow ng rejections are before us for review.

Clains 1 through 6 and 8 stand rejected under 35 U S. C.
8 102(b) as being anticipated by Jaynes.

Clainms 1 through 4 and 6 through 8 stand rejected under

35 U S.C § 102(b) as being anticipated by Markoe.

2 The panel designated in this appeal, upon review of appellant's brief,
di scovered appellant's request for an oral hearing. A Program and Resource
Adm ni strator of the board, responsible for setting hearings, inquired of
appel l ant as to whether an oral hearing was still sought. As indicated in
Paper No. 15, appellant chose to waive the oral hearing requested. This pane
t heref or proceeded to decide the appeal on brief.

8 Qur understanding of this docunent is derived froma reading of a

transl ation thereof prepared in the United States Patent and Trademark Office.
A copy of the translation is appended to this opinion.
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The full text of the exam ner's rejections and response to
the argunent presented by appell ant appears in the answer (Paper
No. 14), while the conplete statenent of appellant's argunent can
be found in the brief (Paper No. 13).

In the brief (page 3), appellant points out that the
followi ng groups of clains do not stand or fall together and are
argued separately: claims 1 through 5 and 8; claim®6; and claim
7. As to the first claimagrouping, like appellant in the brief
(page 3), we focus out attention, infra, exclusively upon clains
1 and 8, with clainms 2 through 5 standing or falling with claim

1

OPI NI ON
In reachi ng our conclusion on the anticipation issues raised
in this appeal, this panel of the board has carefully considered
appel l ant's specificationt and clainms, the applied references,

and the respective viewpoints of appellant and the exam ner. As

4 Appell ant's "Background Of The Inventiond section of the specification
(page 1) informs us that prior to the present invention it was a known nethod
of sealing an envelope to drive the envel ope between a pair of rollers and
then deflect a | ower edge of the envel ope upwards against a resilient stop.
When the envel ope is decoupled fromthe rollers, the resilient stop and the
force of gravity urge the upper edge of the envelope into the nip of a second
pair of rollers to fold and seal the envelope flap against the rear panel of
the envel ope. As further disclosed, to avoid buckling the envelope as it is
defl ected, the deflecting surface is typically curved so that the rate at
which the lower edge is deflected is limted so that thicker, stiffer
envel opes do not buckl e.
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a consequence of our review, we nake the determ nations which

foll ow

The rejection based upon the Jaynes reference

We sustain the rejection of clainms 1 through 5 and 8 under
35 U S.C § 102(b) based upon the teaching of Jaynes, but not
the rejection of claimb®.

At the outset, we recognize that anticipation under
35 U.S.C. 8 102(b) is established only when a single prior art
reference discl oses, either expressly or under principles of
i nherency, each and every elenent of a clained invention. See

In re Paul sen, 30 F.3d 1475, 1478-1479, 31 USPQRd 1671, 1675

(Fed. Cir. 1994), In re Spada, 911 F.2d 705, 708, 15 USP@@d 1655,

1657 (Fed. Cir. 1990), and RCA Corp. v. Applied Digital Data

Sys.. Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir.
1984). However, the |law of anticipation does not require that
the reference teach specifically what an appell ant has discl osed
and is claimng but only that the clains on appeal "read on"
sonet hing disclosed in the reference, i.e., all limtations of

the claimare found in the reference. See Kal man v. Kinberly
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Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir.
1983); cert. denied, 465 U. S. 1026 (1984).

We turn now to the clained subject matter.

Claim 1l on appeal is drawn to a nechanismfor sealing an
envel ope conprising, inter alia, stop neans displaced froma path
for engaging a | ower edge of an envel ope and urgi ng an upper edge
of the envel ope towards an intake, and resilient deflecting neans
for deflecting the | ower edge towards the stop neans at a
vari able rate of deflection, the rate of deflection varying
inversely with the stiffness of the envel ope to prevent buckling
of the envel ope.

Cl aim 8 on appeal addresses a nethod for sealing an envel ope

conprising, inter alia, the steps of deflecting a | ower edge from

a path as the envel ope noves forward; the rate at which the | ower
edge is deflected being varied inversely with the stiffness of
the envel ope to avoid buckling; after deflecting the | ower edge
continuing to apply a first force and sinultaneously applying a
second, smaller force to urge the envel ope rearward towards an

i ntake, and when the upper edge is proximate the intake ceasing
to apply the first force; whereby the envel ope responds to the
second force to nove the upper edge into the intake to fold and

seal a flap.
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The Jaynes patent discloses an envel ope seal i ng machi ne
(Figures 1 through 3) including rollers 3 and 4 for noving an
envel ope z, a so-called "deflecting-leaf" made up of a transverse
rod 12 and a rod 13 (page 1, lines 78 through 80), a skeleton
fl ap-pressing |l ever pivoted on rod 14, preferably fornmed froma
single piece of wire bent to forma bail 15, having rearwardly-
extendi ng arnms 15a and having the internediate portion of its
| ateral |l y-spaced arns coiled around the rod 14 (page 1, lines
89 through 95), and rollers 3 and 5 for passing the envel ope
t herebetween. As noted by Jaynes (page 2, lines 29 through 34),

The skel eton supporting shelf or |eaf 12, 13,
as well as the spring-arns 15a, wll yield
very considerably, so that envel ops that vary
a great deal in size may be run through this

machi ne and seal ed wi thout readjusting any
parts of the nmachine.

Clains 1 through 5 and 8

We share the examner's view that the subject matter of
clains 1 and 8 is anticipated by the teaching of Jaynes. From
our perspective, one versed in the art would understand that the
| ower edge of an envel ope passing through the nip of the rollers
3,4, of Jaynes (Figure 1) would be deflected by the so-called
"deflecting leaf" (12, 13) towards the spring-arns 15a. Thus, we

consider the spring-arnms and "deflecting leaf" to correspond to
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the clainmed stop neans and resilient deflecting neans
respectively of claiml1l. Additionally, it is clear to us that in
operation the machi ne of Jaynes causes a deflecting of the |ower
edge of the envelope (by "deflecting leaf") and after deflecting
effects sinultaneously applying of a second snaller force (by
spring-arnms 15a) to urge the envel ope toward the intake to
rollers 3, 5, as required by steps of nethod claim8.

The argunent advanced by appellant (brief, page 5) is not
convincing. In particular, for the reasons addressed, supra, we
do not share appellant's point of viewthat the rollers 3 and 4
di scl osed by Jaynes would apply a rearward force to the envel ope

even before any deflection m ght occur.

Claim 6
As to the rejection of claim6, it is apparent to this pane
of the board that the subject matter thereof is not anticipated
by the Jaynes patent. More specifically, we are of the opinion
that the fixed ends of the "deflecting leaf" attached to the
supporting-plates 2 (page 1, lines 78 through 84) in the Jaynes

patent cannot be fairly said to be "proximate", i.e., very near
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or close®, to the stop neans, as required by claim6. Thus, the
rejection of claim6 under 35 U. S.C. § 102(b) based upon the

Jaynes patent is not sustained.

The rejection based upon the Markoe reference

We sustain the rejection of nmethod claim@8, but not the
rejection of clainms 1 through 4, 6, and 7 under 35 U.S.C
§ 102(b).

Met hod claim8

Qur review of the Markoe disclosure, and in particular the
percei ved operation of the envel ope sealing nmachi ne construction
of Figure 6 (translation, page 6) relied upon by the exam ner,
indicates to us that the nmethod steps of appellant's claim8 are
anti ci pated thereby.

In appellant's view (brief, page 4), the Markoe docunent
(the French reference) does not teach the step of applying a

rearward force to the | eading edge (|l ower edge) of an envel ope

5> Webster's New Coll egiate Dictionary, G & C. Merriam Conpany,
Springfield, Massachusetts, 1979.
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only after it is deflected froma path. Appellant's argunent is
not commensurate with the scope of the subject matter of claim$8
Claim8 recites, inter alia, that after deflecting a | ower edge
of an envel ope continuing to apply a first force and sinmnul -

t aneously applying a second force to urge an envel ope rearward
towards an intake. Thus, contrary to appellant's argunent, the
second force is not required to be applied to the | ower "edge",
as clained. Based upon the configuration of conponents in Figure
6, in particular, we are of the view that those skilled in this
art woul d understand that the | ower edge of an envel ope emanati ng
fromthe nip between rollers 24, 25 of Markoe woul d engage and be
defl ected by the directing plate and thereafter a second, smaller

force effected by the roller 48 cooperating with the directing

pl ate 49 urges the envel ope rearward towards the intake between
the rollers 25, 26. Accordingly, the nethod of appellant's claim

8 is determ ned to be anticipated by the Markoe di scl osure.

Clains 1 through 4, 6. and 7

As to the subject matter of independent claiml1, I|ike

appel l ant, we do not discern a stop neans in the teaching of
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Mar koe (Figure 6) for engaging a "l ower edge" of an envel ope and
urgi ng an upper edge towards an intake. At best, it appears to
us that the roller 48 would hel p make an envel ope descend between
rollers 25 and 26 by engagi ng aside of an envel ope after the
envel ope is deflected by the directing plate 49. Thus, we cannot
sustain the rejection of clains 1 through 4, 6, and 7 under
35 U S.C § 102(b) based upon the teaching of Markoe.

In summary, this panel of the board has:

affirmed the rejection of clains 1 through 5 and 8 under
35 U S.C § 102(b) as being anticipated by Jaynes, but reversed
the rejection of claim6 on the sane ground; and

reversed the rejection of clainms 1 through 4, 6, and 7 under
35 U S.C § 102(b) as being anticipated by Markoe, but affirnmed

the rejection of claim8 on the sane ground.

The decision of the examner is affirmed-in-part.

No time period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

AFFIl RVED- | N- PART
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