THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 99

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte H DEKUNI ODA, TATUO KI NOSH TA
and AKI YOSH SH MJZU

Appeal No. 95-3484
Appl i cati on 08/ 098, 2361

ON BRI EF

Bef ore WNTERS, WLLIAMF. SM TH and OAENS, Adninistrative
Pat ent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

1 Application for patent filed July 29, 1993. According to appellants,
the application is a continuation of Application 07/813,043, fil ed Decenber
23, 1991, now abandoned, which is a continuation of Application 07/567, 709,
filed August 14, 1990, now abandoned, which is a continuation of Application
07/ 364,535, filed June 12, 1989, now abandoned, which is a continuation of
Application 07/220,954, filed June 23, 1988, now abandoned, which is a
continuation of Application 06/885,399, filed July 18, 1986, now abandoned
which is a continuation of Application 06/770,019, filed August 29, 1985, now
abandoned, which is a continuation of Application 06/553,873, filed Novenber
21, 1983, now abandoned, which is a continuation of Application 06/ 338,138,
filed January 8, 1982, now abandoned
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This is an appeal fromthe examner’s final rejection of
clainms 1, 4-8, 38-46 and 49-53, which are all of the clains
remai ning in the application.

THE | NVENTI ON

Appel  ants cl ai ma copol yner of ethylene and an al pha-
olefin. The copolynmer is a transparent liquid at 20E and has
an et hyl ene content, nunber average nol ecul ar wei ght, ratio of
wei ght average nol ecul ar wei ght to nunber average nol ecul ar
wei ght, and ratio of maxi mnum val ue of the nol ecul ar weight to
m ni rum val ue of the nol ecul ar wei ght, which are within
recited ranges. Appellants state that the copol yner is useful
as a synthetic lubricant oil, a lubricant oil additive, and a
fuel oil additive (specification, page 1). Cdaim1lis
illustrative and reads as foll ows:

1. A copol yner of ethylene and an al pha-ol efin having a
et hyl ene content of from40 to 60 nol e% a nunber average
nol ecul ar wei ght of from 300 to 8,200 and a nol ecul ar wei ght
di stribution value Q which is the ratio of the weight average
nol ecul ar wei ght to the nunber average nol ecul ar wei ght, of
not nore than 3 and a Z value, which is the ratio of the
maxi mum val ue of the nol ecul ar weight to the m ni num val ue of
t he nol ecul ar wei ght when the nol ecul ar wei ght i s neasured by
gel perneation chromatography, of from15 to 200 said
copol yner being a transparent liquid at 20EC

THE REFERENCES
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Biswell et al. (Biswell) 3,679, 380 Jul . 25,
1972 Stearns et al. (Stearns) 3,851,011 Nov.
26, 1974

THE REJECTI ON

Clainms 1, 4-8, 38-46 and 49-53 stand rejected under 35
U S. C 8§ 103 as being unpatentable over Stearns in view of
Bi swel | .

OPI NI ON

One of the applications (Application 06/885,399) in the
chain of continuation applications which led to the present
application has been before the board (Appeal No. 87-3093).
Caim1 of that application differed fromclaim1 of the
present application only in that the recited ethyl ene content
of the polymer was 30-90 nol % and there was no recitation that
the copolyner is a transparent liquid at 20EC. The sole
rejection in that case was under 35 U S.C. 8§ 103 over Biswell,
whi ch di scl oses a copol yner containing 58-68 wt% (67.4-76.1
nol %9 ethylene units. The board, relying upon In re Best, 562
F.2d 1252, 195 USPQ 430 (CCPA 1977), held that appellants’
cl ai med copol yner was prima facie obvious over Biswell because

the copol yners of appellants and Bi swel| appeared to be
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identical or substantial identical and that, consequently,
appel | ants had the burden of providing conpetent objective
evi dence to the contrary (decision, pages 3-4). The board
found the evidence relied upon by appellants to be deficient
and affirnmed the rejection (decision, pages 4-7). Appellants
subsequently narrowed the recited range of the ethyl ene
content of the copolyner to 40-60 nol % which is outside the
range di scl osed by Biswell. The exam ner now rejects the
clainms over Stearns in view of Biswell, and the issue of the
propriety of the exam ner’s rejection over this conbination of
references is before us in the present appeal.

We have carefully considered all of the argunents
advanced by appel lants and the exam ner and agree with
appel l ants that the examner’s rejection is not well founded.
Accordingly, we do not sustain this rejection.

St earns di scl oses an et hyl ene-propyl ene copol yner havi ng
an ethyl ene content of 29-71 nol % preferably about 40-60
nol % and a nunber average nol ecul ar wei ght of 300-4000 (col.
1, line 68 - col. 2, line 1; col. 3, lines 50-52; col. 5,
lines 13-16; col. 6, lines 55-57; col. 10, lines 6-10), which
is useful as a lubricating oil (col. 1, lines 59-61).
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Bi swel | discloses an additive which inproves the | ow
tenperature fluidity and pourability of mddle distillate fue
oils (col. 1, lines 39-42 and 49-53). The additive is a
substantially |inear ethylene copolynmer which is soluble in

f uel

oil and consists of 58-68 wt% (67.4-76.1 nol % pol ynerized

et hyl ene units, 32-42 wt % pol yneri zed propyl ene units, and up
to 10 wt % pol yneri zed 1, 4- hexadi ene units, and has a nunber
aver age nol ecul ar wei ght of about 1,000 to 10,000 (col. 1,
lines 60-71). The preferred ratio of weight average nol ecul ar
wei ght to nunber average nol ecul ar wei ght of the copol yner,
i.e., “Q in appellants’ clains 1 and 42, is about 2 to 6
(col. 2, lines 68-70).

Nei t her reference discloses any value of the Z paraneter
defined in appellants’ clains 1 and 42.

Appel  ants point out that Stearns is directed toward
providing lubricating oils whereas Biswell is directed toward
provi di ng pour inprovers for mddle distillate fuels, and
argue that due to the disparate utilities of the copolyners in

-5-



Appeal No. 95-3484
Application 08/098, 236

the references, one of ordinary skill in the art would not use
the teachi ngs of one of the references to nodify the teachings
of the other reference (reply brief, page 5).

The exam ner argues that the notivation to conbine the
references is that both references disclose the preparation of
et hyl ene- propyl ene copolyners in the lubricating oil range,
wi th considerabl e overlap of ethylene content and nol ecul ar

wei ght ,

usi ng the sane catal yst and pol ynerization conditions (answer,
page 10). The exam ner, however, provides no evidence that
one of ordinary skill in the art woul d have consi dered

Bi swel |’ s di scl osure of properties of a copol yner which

I nproves the flowability and pourability of fuel oils to be
suggestive of desirable properties of Stearns’ copolynmer which
serves as a lubricating oil. Biswell teaches (col. 3, lines
2-4) that “[c]opolyners falling with this narrow definition

[ of nol ecul ar structure, conposition, nolecular weight and Q
range of 2-6] are soluble in the mddle distillate fuel oils
and provide the desired inprovenent in flowability.” The
exam ner does not explain, and it is not apparent, why this
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teachi ng or any other teaching in Biswell would have |ed one
of ordinary skill in the art to prepare Stearns’ copolyners,
whi ch are to have properties which render them suitable for
use as a lubricating oil, such that they have a Q value of no
nore than 3 as recited in appellants’ claim1l or no nore than
2.8 as recited in appellants’ claim42.

The exam ner argues that due to the simlarities of the
processes for preparing the Biswell and Stearns copol yners,

the properties of Biswell’s copolyners having Q val ues of 3-6

are
i nherent in Stearns’ copolyners (answer, page 7). It appears
that the exam ner is arguing that Biswell indicates that the Q

val ue of Stearns’ copolyners can be 3, which is wthin the
range recited in appellants’ claim1l. The exam ner’s argunent
IS not persuasive because the exam ner has not explai ned why
the teachings of Stearns and Biswell would have | ed one of
ordinary skill in the art to prepare any Stearns’ copol yner
such that it has a Q value of no nore than 3.

If a copolyner such as that of Stearns reasonably appears
to be the sanme or substantially the sanme as appel |l ants’
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cl ai med copol yner, then the burden shifts to appellants to
provi de evidence that the prior art copol yner does not
necessarily or inherently possess the relied-upon
characteristics of appellants’ clainmed copolyner. See In re
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980);
Best, 562 F.2d at 1255, 195 USPQ at 433-34; In re Fessnann,
489 F.2d 742, 745, 180 USPQ 324, 326 (CCPA 1974). The reason
is that the Patent and Trademark O fice is not able to

manuf acture and conpare products. See Best, 562 F.2d at 1255,
195 USPQ at 434; In re Brown, 459 F.2d 531, 535, 173 USPQ 685,

688 (CCPA 1972).

The Stearns copolynmers and the method of nmaking them are
simlar to those of appellants. The preferred Stearns
copol ynmers have an et hyl ene content of about 40-60 nol % (col.
10, lines 8-10), which is essentially the sane as that recited
in appellants’ only independent clains, i.e., clains 1 and 42,
and have a nol ecul ar weight in the 300-4000 range (col. 5,

lines 13-16; col. 6, lines 55-57), which is within the range
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recited in those clainms. The Stearns copol yners are prepared
usi ng a two-conponent catal yst wherein one conponent is an

al um num al kyl halide and the other conponent can be a
vanadi um conpound having the formula VOO , (RO, wherein Ris
an alkyl radical and nis 0 to 2 (col. 4, lines 14-24).

Appel  ants al so use a two-conponent catal yst wherein one
conmponent is an organoal um num conpound whi ch can be an

al um num al kyl halide, and the other conponent can be a
vanadi um conpound having the fornmula VO(OR) X,.,, where Ris an
al i phati ¢ hydrocarbon group having 1-20 carbon atons, X is a
hal ogen atom and n is a nunber fromO to 3 (specification,
page 3, line 27 - page 4, line 3; page 5, lines 1-23). The
Al/V ratio of Stearns’ catalyst is 1-14 (col. 6, lines 18-19),
whereas that of appellants is 2-50, preferably 3-20

(speci fication, page

7, lines 18-21). Stearns’ preferred reaction tenperature is
15-55EC (col. 4, lines 59-60), whereas that of appellants is
20- 80EC (specification, page 8, lines 21-23), and both

reactions are carried out in the liquid phase (Stearns, col.
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8, lines 65-66; specification, page 5, lines 32-33).
Appel | ants, however, provide in the declaration of Tatsuo
Ki noshita (filed on April 21, 1983, paper no. 8, Appendi x G of
appel lants’ brief), test results which show the Q and Z val ues
of the copolynmers of Exanples I-IV of US. 3,676,521 to
Stearns et al.? These exanples are the sanme as Exanples |-1V
of the Stearns reference relied upon by the exam ner. The
decl aration (page 2) shows that the Q and Z val ues of the
St earns exanpl es range, respectively, from3.4 to 4.96 and
fromd470 to 6700. Al of the Q and Z values are outside the
ranges recited in appellants’ independent clains 1 and 42,
whi ch are appellants’ only independent clains. Thus, the
declaration indicates that the Q and Z values recited in
appel l ants’ clains are not inherent properties of Stearns’

copol ymers.

The exam ner argues that the nol ecul ar weights of the

copolynmers in the declaration are not within Stearns’ range of

2 A discussion of the other declarations of record (Appendices Bto F

of appellants’ brief) is not necessary to our deci sion.
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1500- 4000 (answer, page 9). This argunent is based on an

i ncorrect reading of Stearns, which discloses nol ecul ar

wei ghts of 300-4000 (col. 5, lines 13-16; col. 6, |ines 55-
57).

W note that there is a difference between the nunber
average nol ecular weights in Stearns’ Exanples | and Il the
correspondi ng nunber average nol ecul ar weights in the
decl aration.** In Stearns’ Exanples | and |1, the nol ecul ar
wei ghts are, respectively, 706 and 453, whereas the
correspondi ng nol ecul ar weights in the declaration are,
respectively, 650 and 570. The reason for this discrepancy,
and whether it indicates that the values of Q and Z for
Exanples | and Il in the declaration are questionable, are
I ssues which were not raised by the exam ner or appell ants.
On the basis of the present record, we find, in view of the
Ki noshita declaration filed on April 21, 1983, that the Q and

Z values recited in appellants’ clains are not inherent

3 Stearns states that the nol ecul ar wei ghts throughout the specification
are nunber average nol ecul ar weights (col. 3, lines 50-52).

4 The nol ecul ar weight for Stearns’ Exanple Ill is simlar in Stearns
and the declaration, i.e., 1059 in Stearns (col. 13, line 73) and 1029 in the
declaration (page 2). The nolecular weight for Exanple IV prior to
hydrocracking is not reported by Stearns.
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properties of the copol yners disclosed by Stearns.
For the above reasons, we do not sustain the exam ner’s
rejection.
DECI SI ON
The rejection of clains 1, 4-8, 38-46 and 49-53 under 35
U S.C § 103 over Stearns in view of Biswell is reversed.

REVERSED

SHERMAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
WLLIAMF. SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
TERRY J. OWENS )
Adm ni strative Patent Judge )
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Sher man & Shal | oway
P.O. Box 788
Al exandria, VA 22313

TJIO Ki
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