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Paper No. 18

UNITED STATESPATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Ex parte TYRONE D. MITCHELL,
STUART R. KERR I,
and MARK W. DAVIS

Appea No. 95-4033
Application 07/669,125

ON BRIEF

Before JOHN D. SMITH, WEIFFENBACH and OWENS, Administrative Patent Judges.

WEIFFENBACH, Administrative Patent Judge.

DECISION ON APPEAL

Thisisadecision on appea under 35 U.S.C. § 134 from the decision of the examiner refusing to

' Application for patent filed March 14, 1991.
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allow claims 1-37 which are all of the claimsin the application. We reverse.

The Claimed Subject Matter
The subject matter on appeal isdirected to amultilayered laminate. Claim 1 isrepresentative of
the claimed subject matter and is appended to this opinion.
Prior Art References
Thefollowing prior art references arerelied upon by the examiner in support of thergection of the

claims for obviousness;

Smith, Jr. et a. (Smith) 4,273,698 Jun. 16, 1981
Mitchell 4,764,560 Aug. 16, 1988
The Rejection

Claims 1-37 stand rejected under 35 U.S.C. 8 103 as being unpatentable over Smithin view of
Mitchell .2
Opinion
We have carefully considered the entirerecord in light of the respective positions advanced by

appelantsand by theexaminer. Indoing so, wewill not sustain the rejection of the claimsfor obviousness.

*The rejection as set forth in the final rejection included two additional references: Dziark et al. (Patent No.
4,395,507) and Smith, Jr. et al. (Patent No. 4,308,372). According to the examiner, the rgjections based on Dziark or Smith
(Patent No. 4,308,372) in view of Mitchell have been withdrawn (answer: p. 6) leaving only the rejection as stated in this
decision for our consideration.
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Itiswell settled that the examiner hasthe initial burden of establishing a prima facie case of
obviousness. In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); Inre
Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976). Thisburden can be satisfied when
the examiner provides objective evidence that some teaching or suggestionin the applied prior art, or
knowledge generdly available, would have led one of ordinary skill in the art to combine the teachings of
thereferences and to produce the claimed subject matter. InreFine, 837 F.2d 1071, 1074, 5 USPQ2d
1596, 1598 (Fed. Cir. 1988).

Thecdamsaredirected to amultilayered laminate comprising afirst and third layers of plagtic, metd
or glass; a second layer between the first and third layers comprising a curable silicone adhesive
composition whichwill bondin theabsenceof aprimer tothefirst and third layers. Theclaimed silicone
composition comprises avinyl-containing polydiorganosiloxane, ahydrogen containing polysiloxane, a
catalytic amount of a hydrosilation catalyst, and an effective amount of an adhesion promoter.

Smithisdirected to asdf-bonding silicone adhesive composition comprising asilanol-terminated
diorganopolysiloxane, an adhesion promoter such asthat claimed by gppellants, and ahydrogen-containing
polysiloxane (cal. 2, lines29-44; cal. 5, line61 tocal. 6, line 68; cal. 8, line43to cal. 9, line 10; cal. 11,
lines8-20). The examiner concedesthat Smith does not disclose avinyl-containing diorganosiloxane
polymer composition and relies on Mitchdll to show that such apolymer composition isknown in the art.

Mitchell discloses preparing a film comprising an interpenetrating polymer network comprising
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polytetrafluoroethylene and a curable polysiloxane composition comprising a vinyl-containing
polydiorganosiloxane, an organohydrogen-polysiloxane crosdinking agent, ahydrosilation catalyst (a
preciousmeta containing catalyst), and an adhes on promoter such asthe mal eate or fumarate functional
slanes disclosed by Smith (cal. 4, line5tocal. 5, line 1). The examiner concludesthat “[i]t would have
been obviousto one having ordinary skill in the art at the time the invention was made to replace a self-
curablesilicon[sic, silicone] composition of Smith <698 by self-bonding compositions of Mitchell <407,
sinceit wasknown inthe art that a composition containing vinyl-contai ning polydiorganosiloxaned],]
hydrogen-containing polysiloxanes, and acatalytic amount of ahydrosilation catalyst are self-bonding
compositions and have improved adhesive properties’ (answer: p. 5).

On thisrecord, the examiner has not provided cogent reasons as to why it would have been
obviousto oneof ordinary skill inthe art to arrive at the claimed laminate from the combined teachings of
Smith and Mitchell. The examiner hasnot provided any analysis and rationale to explain how aperson
having ordinary skill in the art would have been motivated by the combined teachings of the prior art to
subgtitute Mitchd |’ s vinyl-containing diorganosiioxane polymer composition for Smith’ s slanol-terminated
diorganopolysiloxane polymer composition. Mitchell does not disclose that his vinyl-containing
diorganosiloxane polymer composition isaself-bonding adhesive, let done that the composition can be
used without pol ytetrafluoroethylene as an adhesive to bond layers of plastic, metal and/or glasswithout

theuseof aprimer. Theexaminer reliesonthe”improved adhesive properties’ of the Mitchell composition
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asabasisfor obviousness. However, the examiner has not pointed to any datain the referenceswhich
comparesthe adhesve properties of the vinyl-containing polydiorganosiloxane composition of Mitchell to
the silanal-terminated diorganopolysiloxane of Smith to show that Mitchd |’ scomposition has*“improved”
adhesive properties over Smith’s composition.

Evenif asuggestion to substitute the compositions did flow from the prior art, neither Smith nor
Mitchell teach or suggest the basic three layered laminate defined by appellants’ claims. The examiner
concedesthat Smith “does not specificaly mention that multilayered laminates comprising a self-bonding
slicon[sc, slicone] compositions|[sic, composition] may beformed” (answer: p. 4). Mitchell isdirected
to an film comprising an interpenetrating polymer network of polytetrafluoroethylene and a
polydiorganosiioxane having vinyl unsaturation on monofunctiona siloxane units(col. 3, lines 55-67; col.
4, lines5-57). The examiner doesnot point to any portion of the Mitchell disclosure which would disclose
or suggest amultilayered laminate as set forth in gppellants claims. The examiner has smply failed to
explain how one having ordinary skill inthe art would have been led to the claimed multilayered laminate

comprising a curable silicone adhesive between layers of plastic, metal and/or glass.
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For the reasons given above, wefind that the examiner has not established aprima facie case of
obviousness over the combined teachings of Smith and Mitchell. Accordingly, the decison of the examiner

isreversed.

REVERSED

JOHN D. SMITH .
Administrative Patent Judge

N N N N

) BOARD OF PATENT
CAMERON WEIFFENBACH ) APPEALSAND
Administrative Patent Judge ) INTERFERENCES

TERRY J. OWENS
Administrative Patent Judge
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1. A multilayered laminate comprising at least three layers and having improved ped strength,
comprising:

(1) afirst layer, comprising a material selected from:
(@) plastic meterials selected from polyphenylene/styrene blends, polyacrylamides,
polystyrenes, conditioned polycarbonates, polyesters, polyimides, polybutyleneterephtha ates,

and polyetherimides,

(b) metd materidssdected from dclad duminum, anodized duminum, galvanized sed, cold-
rolled steel, cast aluminum, and cast magnesium, and copper; and

(c) dlass materids;

(2) asecondlayer comprising an addition curable silicone adhesive composition directly bonded
to thefirst layer in the absence of a primer, the composition comprising by weight:

(A) 100 parts of avinyl-containing polydiorganosiloxane composition comprising:

(@ from about 50 to about 100 partsby weight of an essentidly cyclic-free vinyl-terminated
polydiorganosiloxane having the general formula

()
R,ViSIO(R,Si0), (RViSiO), SIR,Vi

wherein Vi representsavinyl radical, R is selected from the class consisting of akyl radicals
of 1 to 8 carbon atoms, phenyl radicals, fluoroakyl radicals of 3 to 10 carbon atoms and
mixtures thereof, wherein “m+n” isanumber sufficient to provide aviscosity of 100 to about
100,000 centipoiseat 25°C, thevinyl content of the polydiorgano-siloxane being from about
0.02 to about 2.0 weight %, and

(b) from about O to about 50 parts by weight of a solid, benzene-soluble vinyl-
containing resin copolymer comprising

RLSIO,,units and SiO,,units
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(1)

wherein each R isavinyl radica or amonovalent hydrocarbon radical free of aliphatic
unsaturation and containing no more than six carbon atoms, theratio of R*; SO, ,unitsto
SiO,,unitsfromabout 0.5:1 to about 1.5:1, theresin having avinyl content of from about 1.5
to about 3.5% by weight;

(B) a hydrogen-containing polysiloxane having an average unit formula

(1)
RzaH bSi O(4—a—b)/2|

wherein R?isamonovalent hydrocarbon radical or halogenated monova ent hydrocarbon
radica having from 1 to about 10 carbon atomsand freeof aiphatic unsaturation, “a’ isavaue
of from about 0 to about 3, “b” isavaue of from about 0 to about 3, and thesum of “&’ +“b”
isfrom O to 3, there being at least two silicon-bonded hydrogen atoms per molecule; the
polysiloxane being present in an amount sufficient to provideamolar ratio of silicon-bonded
hydrogen atomsin (B) to olefinically unsaturated radicasin (A) of from about 0.75:1 to about
251,

(C) acatalytic amount of a hydrosilation catalyst;

(D) an effective amount of an adhesion promoter selected from the group
consisting of

(1) big3-(trimethoxysilyl)akyl]fumarates having the general formula:

@)
!
HCssssssss C 8388898 () $8989556 R3 86389388 G ORY),
O
! 4

(RA0),Si 556556855 3 555688685 () $69565865 (- 569569598 Sy



Appeal No. 95-4033
Application 07/669,125



Appeal No. 95-4033
Application 07/669,125

(i1) big 3-(trimethoxysilyl)akyl]maleates having the general formula:

(V)

@)

!
CH $$EES$$S C $$3EE$$ @) $SEES$SS RS $EE$$ Si (OR4)3

3
CH $SEES$S C $EES$S @) $EESSSES RS $SEEES S (OR4)3

3
@)

(i) mixtures of (i) and (ii);

(iv) alyl-[3-(trimethoxysilyl)alkyl]maleates having the general formula

V)

O

!
CH $PEES$$S C $$3SE$$ @) $SEES$SS RS $$5$$ Si (OR4)3

3

CH 9588535 (- 5553555 () 356533388 5
!
@)
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(v) alyl-[3-(trimethoxysilyl)a kyl]fumarates having the general formula

D)
O
!
Hc$$$$$$$$ C $EES$S @) BRG] RS $EEP$$S Sl (OR4)3
4
R5 RRGLUUG @) $ES$$E8S C $ES$$EES CH
l
O
and
(vi) N-[3-(trimethoxysilyl)alkyl]maleimides having the general formula
V1)
I
CH c
| TS N—Ri——si(0RY,
CH ﬁ
(o)

wherein R®, R*, and R® are each alkyl radicals of 1 to about 8 carbon atoms; and

(E) from about 0 to about 200 parts of an extending filler; and
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(F) from about 0 to about 50 parts of areinforcing filler; and

(3) athirdlayer, towhichisdirectly bonded in the aosence of aprimer the addition curablesilicone
adhesive composition of (2), the third layer comprising a material selected from:

(@) plastic materials selected from polyphenylene/styrene blends, polyacrylamides,
polystyrenes, conditioned polycarbonates, polyesters, polyimides, polybutyleneterephtha ates,
and polyetherimides,

(b) metd materidssdected from dclad duminum, anodized duminum, galvanized sed, cold-
rolled steel, cast aluminum, and cast magnesium, and copper; and

(c) glass materials.



