TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TUKARAM K. HATWAR AND DOUGLAS G STI NSON

Appeal No. 95-4066
Application 07/963, 1891

ON BRI EF

Before METZ, WEI FFENBACH and OAENS, Admi ni strative Patent
Judges.

METZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
examner's refusal to allowclains 1, 4, 6, 7, 10, 12, 13,

17 and 20, all the clainms in this application.

! Application for patent filed Cctober 19, 1992.
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THE | NVENTI ON

The clained invention is directed to an inproved conpact
di sk capabl e of having information witten thereon by a
radi ati on beam The inprovenent is obtained by substituting
for the prior art reflective gold layer an alloy of silver
wi th pal | adi um and optionally copper or an alloy of silver
wi th copper and optionally palladi um

Clains 1 and 7 are reproduced below for a nore facile

under st andi ng of appellants' clained invention.

Claim1. A conpact disk capable of having infornmation
witten thereon by a radi ati on beam said conpact disk
conpri si ng:

a protective over coat ;

a reflecting | ayer proximate said protective
overcoat, wherein said reflecting |layer is a silver-
pal | adi um al | oy having a pall adi umcontent in the range
of from1-15 at.%

a recording |ayer coupled to
said reflecting layer; and
a plastic substrate

coupled to said recording |ayer

Caim7. A
conpact di sk capable of having information witten
thereon by a radiati on beam said conpact disk
conpri si ng:

a protective over coat ;
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a reflecting |l ayer coupled to said protective

over coat ;
a recording |layer coupled to said
| ayer; and
a plastic substrate

coupled to said recording |layer, wherein said reflecting
| ayer is a silver-copper alloy, wherein said copper
content of said silver copper alloy is in the range of 1-
30 at. %

THE PRI OR ART

In addition to what the exam ner has characterized as
"appel l ants' adm ssions”, the references of record which are

being relied on by the exam ner as evidence of obvi ousness

ar e:

Takahashi et al. (Takahashi) 4,717, 628 Jan.
5, 1988

Shindo et al. (Shindo) 5,032,470 Jul .
16, 1991

Tomie et al. (Tom e) 03- 25737 Feb. 4, 1991

(Japanese Kokai)

Kobayashi et al. (Kobayashi) 01- 204243 Aug. 16,
1989

(Japanese Kokai)

Hasegawa et al. (Hasegawa) 04- 102241 Apr . 3,



Appeal No. 95-4066
Application 07/963, 189

19922
(Japanese Kokai)

Clainms 1, 4, 6, 7, 10, 12, 13, 15, 17 and 20 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
"appel I ants' adm ssions" considered with Tom e, and further in
vi ew of Kobayashi, Takahashi and Shindo. Clains 1, 4, 6, 7,

10, 12, 13, 15, 17 and 20 stand rejected under 35 U.S.C. § 103
as being unpatentabl e over "appellants' adm ssions”" in view of
Takahashi, in further view of Hasegawa and Shindo. Claim7
stands rejected under 35 U. S.C. 8 103 as bei ng unpatentable
from "appell ants' adm ssions” considered with Tom e and
Shindo. W shall reverse the first stated rejection under 35
US C 8§ 103 to the extent it extends to clainms 1, 4, 6, 10,
12, 13, 15, 17 and 20 but affirmthe first rejection to the
extent it applies to claim7. W shall reverse the second
stated rejection in its entirety. W shall affirmthe sole

rejection of claim7 under 35 U.S.C. § 103.

APPELLANTS' ADM SSI ONS

2 Reference to each of Tonie, Kobayashi and Hasegawa is a ref erence

to an English | anguage transl ation thereof.
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The exam ner relies on what he characterizes as
"appel l ants' adm ssions” in each of his rejections of
appel l ants' clains. Rejections founded on evi dence of what
appel | ants have conceded to be prior art with respect to their

claimed invention is not wthout precedent. See In re Nom ya,

509 F.2d 566, 570-71, 184 USPQ 607, 611 (CCPA 1975).
Accordingly, we shall first determ ne the scope and content of
"appel l ants' adm ssions. ™

As "appel lants' adm ssions”, it appears that the exam ner
relies on appellants' Figure 1 of the draw ngs which is
characterized by appellants as "an exanple of the structure of
a typical witable storage nedi um such as a conpact disk."
(page 3, lines 34 through 36 of the specification). In Figure
1 there is described a |ayered structure conprising a plastic
substrate; an organic dye recording layer; a netal reflector
| ayer, typically gold; and, a protective overcoat, such as
| acquer (page 1, lines 16 through 24 of the specification).
Appel  ants all ege to have di scovered that the problens
associated with a gold reflector |ayer may be mtigated by
substituting for gold a silver-palladiumalloy with a
pal | adi um content of from1l to 15 atom c percent (clainms 1, 4,
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6, 10, 12, 13, 15, 17 and 20) or a silver-copper alloy with a

copper content of from1l to 30 atom c percent (claim7).

THE CLAI N5

There are four independent clains before us for our
consideration. Caiml is an independent claimdirected to a
conmpact disk conprising, inter alia, a reflecting |layer which
is a silver-palladiumalloy having a palladium content of from
1 to 15 atomc percent. CAaim?7 is an independent claimdrawn
to a conpact disk conprising, inter alia, a reflecting |ayer
which is a silver-copper alloy having a copper content of from
1 to 30 atomc percent. Caim13 is an independent claim
directed to a nethod for inproving the storage characteristics
of a conpact disk having a recording |ayer proximate to a
reflecting |ayer conprising depositing a reflecting |ayer of a
silver-palladiumalloy having a palladiumcontent of from1l to
15 atom c percent on the recording |ayer of said disk. Caim
17 is an independent claimdraw to a storage nedi um for
storing information by vertically oriented nagnetic donai ns
conprising, inter alia, a reflecting |layer coupled to the

recording layer and including a silver-palladiumalloy having
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a palladiumcontent of from1 to 15 atom c percent.

Cl ai m4 depends fromindependent claim1 and further
includes in the alloy of claim1 copper in an anount |ess than
30 atomic percent. Claim 10 depends fromclaim7 and further
i ncludes in the silver-copper alloy of claim7 from1 to 15
atom c percent palladium d aim 15 depends from i ndependent
claim 13 and further requires in the alloy of claim13 from1
to 30 atom c percent copper. C aim 20 depends from i ndependent
claim 17 and further includes in the alloy of claim17 from1l

to 30 atom c percent of copper.

OPI NI ON

The examner's first stated rejection under 35 U S.C. 8§
103 over appellants' adm ssion considered with Tom e,
Kobayashi, Takahashi and Shindo is apparently founded on the
exam ner's unsubstantiated position that a person of ordinary
skill in the art would have been notivated to substitute for
the adm tted, conventional gold reflector |layer, the reflector
| ayer of Tome as nodified in accordance with Kobayashi,

Takahashi and Shindo. Thus, as a first error in his rejection,
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the exam ner has failed to provide, as was his burden,
evi dence establishing that the skilled routineer would have
been notivated to substitute for gold of the admtted prior
art configuration the silver-copper alloy reflector |ayer of
Tom e as nodified by Kobayashi, Takahashi and Shi ndo.
Secondly, and nore significantly, clains 1, 4, 6, 10, 12,
13, 15, 17 and 20 require a silver-palladiumalloy and none of
Tom e, Kobayashi or Takahashi is directed to silver-palladium
alloys. Tome is directed to silver-copper alloys. Kobayash
is directed to alum num |l ayers or alum num alloys covered with
protective |ayers of tantalum While Kobayashi does disclose
pal | adium as a useful netal for alloying netal reflector
| ayers, the nmetal to which it is suggested that palladi um my
be added is alumnum Simlarly, Takahashi alloys al um num
wi th nickel, palladium platinum chrom um or nol ybdenum
Shi ndo recogni zes a problemw th the adherence of the
organi c dye recording layer to the nmetal reflector |ayer and
resol ves the problem by further including an organic
het er ocycl i ¢ conmpound internedi ate | ayer between the recording
| ayer and the netal reflector layer. Wile Shindo does
recogni ze, in the broadest sense, that alloys of silver and

8
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copper nake useful netal reflector layers, no alloy within the
range cl ained by appellants is described or suggested.

Mor eover, Shindo always requires an internedi ate |ayer of an
organi ¢ heterocyclic conpound between the netal |ayer and the
recording layer. Claim1l requires that the recording |ayer is
coupled to the reflecting |ayer.

Thus, in his first stated rejection, as it applies to al
claims except claim7, the exam ner has failed to discharge
hi s burden of persuasion by failing to provide both a factua
basi s which supports a | egal conclusion of obviousness and by
failing to provide evidence which woul d establish the
requi site notivation for making the proposed substitution and,
assum ng notivation existed, that an ordinarily skilled
routi neer woul d have had a reasonabl e expectati on of success
by maki ng the various sel ections and substitutions suggested
by the prior art on which the exam ner relies.

Wiile there is a nodicumof logic to the exam ner's
stated position, we find it is flawed for at |east two
reasons. First, making the proposed sel ections and
substitutions does not yield a silver-palladiumalloy as

clained in clainms 1, 4, 6, 10, 12, 13, 15, 17 and 20. Second,

9



Appeal No. 95-4066
Application 07/963, 189

t he exam ner has nade the proposed sel ections and
substitutions using appellants' clainms as a guide.
Neverthel ess, claim7 stands on a different footing than
all the other clains which the exam ner has rejected on the
first stated grounds. Caim?7 requires a conpact disk having a
reflective |ayer which is a silver-copper alloy having from1
to 30 atom c percent copper. Tom e describes an alloy wthin
the netes and bounds of claim7 and Tom e provides notivation
for using said alloy rather than conventional conpact disk
metal reflective |layers. Specifically, the silver-copper alloy
of Tome is said to yield a reflective layer with an inproved
signal to noise ratio wth superior corrosion resistance.
Thus, we are satisfied that a person seeking a reflective
| ayer of inproved signal to noise ratio would have been
notivated to substitute for the prior art gold reflective
| ayer the silver-copper alloy reflective |ayer of Tom e.
Accordingly, we shall affirmthe rejection of claim7 under 35
U S C 8 103 as being unpatentable from "appell ants’
adm ssions" taken with Tome. W find Kobayashi, Takahashi and
Shindo to be nerely cumul ative and represent the state of the

art.
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The exam ner's second stated rejection under 35 U S.C. §
103 is founded on "appellants' adm ssions” considered with
Takahashi in further view of Hasegawa and Shi ndo. Havi ng
di scussed above all the prior art on which the exam ner relies
here except for Hasegawa, we shall here |imt our specific
di scussion of the prior art to Hasegawa.

Hasegawa recogni zes that a probl em exists between the
organi c dye recording |ayers of a conpact disk and the netal
reflective |ayer. Specifically, Hasegawa recogni zes that there
I s poor adhesion between the netal reflective |ayer and the
organi c dye | ayer. Hasegawa overcones this probl em by
i ncluding a | ayer of an organic heterocyclic conpound
contai ning at | east one of nitrogen or sul fur between the
recording layer and the reflective |ayer. Appellants' clains,
however, require that the recording |layer and reflective | ayer
are coupled, one to the other. Still further, Hasegawa at best
only generically suggests silver-copper alloys as useful for
the reflective layer. The specific exanples of alloys used by
Hasegawa i nclude, in atom c percents: 60/40 gol d/ copper; 70/ 30
gol d/ copper; 70/30 gold/silver; and, 50/50 gold/silver. No
silver-palladiumor silver-copper alloys in the atomc
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percents clained by appellants are descri bed.

Accordingly, to the extent the rejected clains require
either a silver-palladiumalloy or a silver-copper alloy, the
proposed conbi nation of prior art does not nmake out a prina
faci e case of obviousness. As we noted above, Takahashi is
directed to lowering the coefficient of thermal conductivity
of alum num alloys not silver alloys. Hasegawa does not
descri be silver-palladiumalloys at all and only broadly
suggests silver-copper alloys to be useful. Additionally,
Hasegawa requires a | ayer between the recording | ayer and the
reflective layer we find is excluded by appellants' cl ains.
Shindo is directed to alum num hafnium alloys as reflective
| ayers and neither describes nor suggests silver-palladi um nor
silver-copper alloys. Where the | egal concl usion of
obvi ousness i s not supported by facts it cannot stand. See |n
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).

The exam ner's rejection of claim7 as bei ng unpatentable
under 35 U.S.C. § 103 from "appellants' adm ssions” consi dered
with Tomie in further view of Shindo is affirned for reasons

expressed above with respect to the examner's first stated
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rejection.

SUMVARY

The rejection of clains 1, 4, 6, 10, 12, 13, 15, 17 and
20 under 35 U.S.C. 8 103 as bei ng unpatentabl e over
"appel l ants' adm ssions" considered with Tom e, and further in
vi ew of Kobayashi, Takahashi and Shindo is, REVERSED. The
rejection of claim7 under 35 U.S.C. §8 103 as being
unpat ent abl e over "appellants' adm ssions” considered with
Tom e, and further in view of Kobayashi, Takahashi and Shi ndo
I's, AFFIRVED. The rejection of clains 1, 4, 6, 7, 10, 12, 13,
15, 17 and 20 under 35 U.S.C. § 103 as bei ng unpat entabl e over
"appel | ants' adm ssions” in view of Takahashi, in further view
of Hasegawa and Shindo is, REVERSED. The rejection of claim?7
under 35 U.S. C
8§ 103 as being unpatentable from "appellants' adm ssions”
considered with Tom e and Shindo is, AFFIRVED

The deci sion of the exam ner is AFFI RVED- | N- PART.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED- | N- PART

ANDREW H. METZ
Adm ni strative Patent Judge

CAVERON VEI FFENBACH
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge

14

may be extended under 37 C. F. R

BOARD OF PATENT
)
APPEALS AND

| NTERFERENCES

)



Appeal No. 95-4066
Application 07/963, 189

AHM yr t

Thomas H. C ose

East man Kodak Conpany
Patent Legal Staff
Rochester, NY  14650-2201
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