THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GOPAL K. SRI VASTAVA and PETER C. SKERLGOS

Appeal No. 95-4131
Application No. 08/089, 320!

ON BRI EF

Bef ore HAI RSTON, BARRETT and TORCZON, Adm ni strative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
t hrough 8.
The di scl osed invention relates to a nmethod and appar at us
for operating an interactive video comruni cati ons system
Caimlis illustrative of the clainmed invention, and it

reads as foll ows:

! Application for patent filed July 9, 1993.
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1. A nethod of operating a video conmunication system
conpri si ng:

repetitively transmtting sequential video data defining a
vi deo program organi zed i nto equal duration segnents, each
segnent conprising a fixed nunber of fields, in a fifo nenory
havi ng i ndi vi dual segnent taps corresponding to said segnents,
said video data including information identifying the beginning
and endi ng segnents of said video program

sel ecting a segnent tap corresponding to the begi nning of
said video programresponsive to a viewer request;

suppl ying said video programfromthe sel ected segnent tap
to a one segnent-long resettable fifo menory having field taps
corresponding to said fields; and

supplying said video programto said viewer fromone of said
field taps.

No references were relied on by the exam ner.

Claims 1 through 8 stand rejected under the first paragraph
of 35 U S.C. §8 112 as being based upon a non-enabling discl osure.

Reference is made to the brief and the answer for the

respective positions of the appellants and the exam ner.

OPI NI ON
According to the exam ner (Answer, pages 3 and 4), the | ack
of enabl enent rejection was instituted because:

Applicant has failed to adequately describe the
menory neans (segnent nenory (12)) as shown in the
Figure which is a FIFO nenory having the capability of
storing at all tines an entire video program as stated
wi thin the specification on page 2, lines 16-21.

Exam ner is unaware of any presently available single
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FI FO nenory devi ce having sufficient storage
capabilities to store an entire video program at al
tinmes.

In addition, as previously nentioned above,
Appl i cant has disclosed within the specification on
page 2, lines 16-17, that the segnent nenory (12) is a
first-in-first-out nenory (FIFO . However, the segnent
menory (12) is disclosed as being divided into segnent
taps each of which can be individually accessed by a
program request fromthe viewer to be a starting point.
Therefore, the first segnent tap need not be sel ected
as the starting point. This would | ead one of ordinary
skill in the art to the conclusion that the segnment
menory is not a single FIFO nenory device as discl osed
by applicant but instead nust conprise several segnment
taps each representing a FIFO nenory device. |If the
menory was a FI FO nenory devi ce as disclosed by the
specification, drawing, and clains then the data first
stored in the first segnent tap would have to be read
out first, as is inherent of a FIFO nenory devi ce.
However, Applicant discloses in the specification that
such is not the case because the user may nmake a
sel ection such that the data stored within the first
segnent tap is not accessed first. This once again
reinforces the conclusion that the device as disclosed
in the specification, drawing, and clainfs] fails to
provi de enabling disclosure.

Appel l ants response (Brief, pages 3 and 4) to the examner’s
position is that:

The Exam ner is arbitrarily defining a fifo nenory
as a single device. Presumably this neans that the
menory nust be available in a single package. It is
respectfully submtted that there is absolutely no
justification for this position. Wile it seens clear
that those skilled in the art would recognize that no
currently avail abl e single nmenory device could contain
an hour or so of video program they would certainly
know to cascade a plurality of nenories or delay |lines.
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Since the disclosed and cl ai med i nvention never nentions a
“single” FIFO, we are of the opinion that the exam ner is reading
the clained invention in a much too restrictive light. During
patent exam nation, clains nmust be interpreted as broadly as

their ternms reasonably allow. See In re Zletz, 893 F. 2d 319,

321, 13 USPQ2d 1320, 1322 (Fed. G r. 1989). The exam ner has
astutely recogni zed that a single FIFO does not possess
sufficient storage capability to store a whole program and that
a FI FO does not have taps. The exam ner has |ikew se recogni zed
that a FIFO type nenory with taps woul d have to be inpl enented
using a FIFO nenory at each tap. The program data from each tap
woul d then be read out in a first-in-first-out manner. Thus, we
agree with appellants (Brief, page 4) that the skilled artisan
“woul d certainly know to cascade a plurality of nmenories” to
properly inplenment a FIFO type nenory with taps. The skilled
artisan would not have to resort to undue experinentation to

arrive at such an inplenentation. As indicated in Genentech

Inc. v. Novo Nordisk A/S, 108 F.3d 1361, 1364, 42 USPQ2d 1001,

1004 (Fed. Cir.), cert. denied, 118 S.C. 397 (1997), the

enabl enment cl ause of the first paragraph of 35 U S.C. 8§ 112 only
requires that the disclosure adequately describe the clained

invention so that the artisan could practice it w thout undue
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experinmentation. The |ack of enablenent rejection of clains 1
through 8 is reversed.
DECI SI ON
The decision of the examner rejecting clains 1 through 8
under the first paragraph of 35 U.S.C. 8§ 112 is reversed.

REVERSED

Rl CHARD TORCZON
Adm ni strative Patent Judge

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
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) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)



Appeal No. 95-4131
Application No. 08/089, 320

Pat ent Depart nent

Zenith El ectronics Corporation
1000 M | waukee Avenue
Genview, IL 60025

KW jrg



APPEAL NO 95-4131 - JUDGE HAI RSTON
APPLI CATI ON NO. 08/ 089, 320

APJ HAI RSTON
APJ TORCZON

APJ BARRETT

DECI SI ON:  REVERSED

Typed By: Jenine Gllis

DRAFT TYPED: 12 Jan 99

FI NAL TYPED:

3 MEMBER CONF. Yes No



