TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

1 Application for patent filed Novenber 2, 1992.
According to appellants, this application is a continuation of
Application No. 07/883,799 filed May 15, 1992, now abandoned;
which is a continuation of Application No. 07/488,518 filed
February 27, 1990, now abandoned; which is a continuation-in-
part of Application No. 07/417,163 filed Cctober 4, 1989, now
abandoned; which is a continuation-in-part of Application No.
07/ 324,177 filed March 16, 1989, now abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 13 through 27 which are all of the clains remaining
in the application. On page 2 of the Brief, the appellants
have indicated that clainms 16 and 24 are withdrawn fromthis
appeal , thereby |eaving for our consideration only clains 13
t hrough 15, 17 through 23 and 25 through 272

The subject matter on appeal relates to a nmethod for
treating a mammal suffering froma viral infection conprising
adm nistering to the manmal a virus inhibiting anmount of
certain conpounds. This appeal ed subject matter also rel ates
to a pharmaceutical conposition for treating mammal s suffering
fromviral infections conprising a pharmaceutically acceptable

carrier or diluent in conmbination with an antiviral effective

2 Contrary to the appellants’ inpression, clainms 17, 21
and 25 do not read in the manner reflected by the claim
reproductions which appear in the appendi x of the Brief.
Specifically, clains 17 and 25 recite that R and R are H
rat her than OH as reproduced in view of the anendnent filed
April 8, 1993. Additionally, line 4 of claim?2l recites
“effect amount” rather than --effective anount-- as
reproduced. In our disposition of this appeal, we wll treat
the aforenentioned clains as though they contain the |anguage
desired by the appellants as shown in the Brief appendi x.
However, in any further prosecution that may occur, the
appel l ants shoul d anend these clains to that they contain the
desi red | anguage.
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anount of the aforenentioned conpounds. This subject matter
is adequately illustrated by clains 13 and 14, a copy of which
taken fromthe appellants’ Brief appendix is appended to this

deci si on.
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The references relied upon by the exam ner as evidence of

obvi ousness ar e:

Brockmann et al. (Brockmann) 2,707,704 May
3, 1955

Flem ng et al. (Flem ng) 3,974,186 Aug.
10, 1976

Sydi skis et al. (Sydiskis) 4,670, 265 Jun. 2,
1987

Japanese patent applic. (Suzuki) 52- 44231 Apr. 7

1977

Lavie et al. (Lavie), “Antiviral pharnaceutical conpositions
cont ai ni ng hypericin or pseudohypericin,” Chem cal Abstracts,
Vol . 109 (1988) p. 70.

Merck I ndex, 10th edition, Abstract No. 4786 (1983).

Al'l of the clains now on appeal are rejected under 35
U S.C. 8§ 103 as being unpatentable over Sydiskis and Fl em ng
in view of Brockmann, Lavie and Suzuki and clains 21 through
23 and 25 through 27 are rejected under 35 U . S.C. 8§ 103 as
bei ng unpat ent abl e over Brockmann in view of Lavie and the

Merck | ndex3.

3 On page 16 of the Brief, the appellants have indicated
that method clainms 13 and 18 through 20 will stand or fal
together and that conposition clainms 21, 26 and 27 wll stand
or fall together but that each of clains 14, 15, 17, 22, 23
and 25 shoul d be consi dered separately.
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We refer to the Brief and Reply Brief and to the Answer
for a conplete exposition of the opposing viewpoints expressed
by the appellants and the exam ner concerning the above noted
rej ections.

OPI NI ON

For the reasons set forth below, we will sustain the
examner’s prior art rejection of clains 13 through 15, 18
t hrough 23, 26 and 27 but not the prior art rejection of
clainms 17 and 25.

As acknow edged by the appellants and as evinced by, for
exanpl e, the Brockmann and Lavi e references, hypericin was
known in the prior art to possess antiviral activity. 1In our
vi ew, the compounds defined by clains 14 and 22 and by cl ai ns
15 and 23 are so simlar in structure to hypericin that one
having an ordinary level of skill in the art would have
nmodified the latter to obtain the forner based upon a
reasonabl e expectation of obtaining conpounds which, |ike
hypericin, possess antiviral activity. This conclusion of
obvi ousness i s based upon the theory that compounds simlar in

structure will have simlar properties as expl ained, for
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exanple, in the case of In re Payne, 606 F.2d 303, 313, 203

USPQ 245, 254 (CCPA 1979).

More specifically, it would have been obvious for the
artisan to replace the nethyl substituents of hypericin with
hydr ogen, thereby yielding the conpound of clains 14 and 22,
with a reasonabl e expectation of obtaining a conmpound
possessing antiviral activity. See, for exanple, In re

Zi ckendraht, 319 F.2d 225, 228, 138 USPQ 22, 25 (CCPA 1963)

and conpare In re Wod, 582 F.2d 638, 641, 199 USPQ 137, 139

(CCPA 1978). The appellants’ contrary view is based on their
position that the antiviral activity under consideration “is
exceedi ngly evanescent” (Reply Brief, page 4) which would not
have been expected to remain in elimnating the nmethyl groups
of hypericin. However, we find no evidence of record in
support of this position, and the appellants point to none.

On the other hand, Lavie' s disclosure of antiviral activity
for hypericin and for pseudohypericin supports the proposition
that conmpounds simlar in structure will have simlar
properties even when the involved properties relate to

antiviral activity.
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Furthernore, an artisan with ordinary skill also would
have repl aced the hydroxyl groups of hypericin (e.g., at the
10 and 11 positions shown by Brockmann) with sinple ester
groups, thereby resulting in conmpounds which include the
conpound of clains 17 and 23, with a reasonabl e expectation of
obt ai ni ng conpounds whi ch, |ike hypericin, possess antiviral

activity. In re Ward, 329 F.2d 1021, 1023, 141 USPQ 227, 228

(CCPA 1964). In addition to the unpersuasive argunent

di scussed above, the appellants urge that an obvi ousness
conclusion is inproper because, while “OCH, mi ght be a sinple
ester of the alcohol, OCOR is not a sinple ester” (Reply
Brief, page 7). The appellants are confused. Contrary to
their belief, OCH, is an ether not an ester whereas the here
cl ai med substituent OCOR i s unquestionably a sinple ester as
explained in Ward, id. at footnote 2.

Qur obvi ousness conclusion with respect to the conpounds
defined by dependent clains 14, 22 and 15, 23 nmandates a
correspondi ng conclusion for the generic parent clainms 13 and
21. Further, as nentioned earlier, the appellants have stated
t hat dependent clains 18 through 20, 26 and 27 will stand or
fall with their parent clainms 13 and 21. It follows that we
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W Il sustain the examner’s 8 103 rejection of clains 13

t hrough 15, 18 through 23, 26 and 27 as bei ng unpatentabl e
over Sydiskis and Flem ng in view of Brockmann, Lavie and
Suzuki as well as his

8§ 103 rejection of clains 21 through 23, 26 and 27 as being
unpat ent abl e over Brockmann in view of Lavie and the Merck
| ndex.

We cannot sustain, however, the exam ner’s prior art
rejections of clains 17 and 25 for the reasons argued by the
appellants in their Brief and Reply Brief. Stated succinctly,
t he exam ner’ s obvi ousness conclusion is inappropriately based
upon his proposition that “clains 17 and 25 sinply recite
positional isonmers of the conpounds set forth in clainms 14 and
22" (Answer, page 8). In other words, the exam ner’s
conclusion is based upon the clearly inappropriate treatnent
of clainms 14 and 22 as though they were prior art.

The decision of the examner is affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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AFFI RVED- | N- PART

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

DOUGLAS W ROBI NSON
Adm ni strative Patent Judge
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Browdy and Nei mar k
419 Seventh Street, N W
Washi ngton, DC 20004
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APPENDI X

13. A nethod for treating a mammal suffering froma
viral infection conprising admnistering to a manmal in need
of such treatnent an anmount effective to provide a significant
inhibition of the virus causing said viral infection of a
conmpound having antiviral activity of the follow ng formula
(I') or the formula (11):

(I)

(II)

wherein R and RR. are HL R, COOH, OH or OR or are joined
together to forma benzene ring which is optionally
substituted with OHor R R - R are H OH OCOR or OCOCH;;
and Ris C - C, alkyl, with the proviso that Rt and R® are not
R when RR - R are all OH
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14. A nethod in accordance with claim 13, wherein said
conpound is of fornmula (1) wherein R and R are Hand R - R
are all OH
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