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Appel | ant has appealed to the Board fromthe exanmi ner's
final rejection of clainms 1 to 9, which constitute all the
clainms in the application.

Representative claim1l is reproduced bel ow

1. A display apparatus for displaying a wi ndow i mage
t hereon, the w ndow i mage having an inmage area, the displ ay
apparatus conpri sing:

(a) a display for displaying the window i mage at a
sel ected position of the display, the display having a visible
ar ea;

(b) a coordinate data i nput device for choosing the
sel ected position by pointing to a w ndow di splay area so as
to display the wi ndow i nage on the display;

(c) a menory for storing the wi ndow i nage;

(d) a controller for supplying the wi ndow i mage from said
menory to said display; and

(e) correction nmeans for correcting the selected position
of said window inmage if the w ndow i mage protrudes fromthe
vi sible area of the display, wherein if the wi ndow inage is
di spl ayed on the w ndow di spl ay area chosen by the coordinate
data i nput device, said correction nmeans corrects the position
of the wi ndow i mage so that the inmage area of the w ndow i nage
is displayed in the visible area.

The follow ng references are relied on by the exam ner:

Nor wood 5, 063, 600 Nov. 5,
1991
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Borl and, Quattro® Pro User Manual, p. 235-250; 1989
M crosoft, Wndows 3.0 User Mnual, p. xi-xvi, 20-22, 46, 157,
and 494; 1990
Clains 1, 2, 5 and 6 stand rejected under 35 U S.C. §
102(a) as being anticipated by Mcrosoft,, Al clains also
stand rejected under 35 U . S.C. §8 103. As evidence of
obvi ousness, the exam ner relies upon Mcrosoftg, in view of
Borland as to clainms 1, 2, 5 and 6. As to clains 3, 4, and 7
to 9, the exam ner relies upon Mcrosoft, in view of Norwood.
Rat her than repeat the positions of the appellant and the
exam ner, reference is made to the briefs and the answers for

the respective details thereof.

Qoi ni on
Generally for all the reasons expressed by the exam ner
in the answers, and for the additional reasons presented here,
we W ll sustain all three prior art rejections of all the
clainms on appeal. To round-out the examner's detail ed
anal ysis of the clained invention and appellant's argunents,

we add the foll ow ng.



Appeal No. 95-4629
Application 07/831, 953

Qur study of the briefs and the answers |eads us to
conclude there is an undercurrent of dispute between the
exam ner and the appellant as to what the clains on appea
really recite. [Inasnuch as appellant's argunents focus only
upon the correction neans clause of claim1l on appeal and that
correspondi ng cl ause and the detecting neans cl ause of
i ndependent claim5 on appeal, we focus upon these portions of
these respective clains. As alluded to by the examner in the
answers, there is recited in each i ndependent claimtwo
different conditions, each of which may be answered in the
affirmative or negative. The first question with respect to
claiml1l is whether an image is even displayed at all on a
wi ndow di spl ay area chosen by a coordi nate data input device.
If this question is answered in the negative, there is no
correction nmeans clause operative in the claim Assumng it
Is answered in the positive, there still may be no correction
nmeans operative in the claimsince the correction neans cl ause
is nmerely for correcting a selective position of a window if
the wi ndow i mage "protrudes fromthe visible area of the

di splay.” Thus, even if a window inmage is displayed in the
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di splay area it nay not protrude fromthe visible area of the
di spl ay, thus causing the correction neans clause to be

i noperative or not needed in the context of the overal

claimed invention. Even still, the function of the correction
nmeans is that it "corrects the position of the w ndow i nage so
that the image area of the wi ndow inage is displayed in the
visible area.” This |anguage of the correction neans cl ause
of i ndependent claim 1l on appeal is nore explicitly recited in
both the correction nmeans and detecti on neans cl auses of

i ndependent claim5 on appeal, wth the sane end result when
the sane clained "conditions" are followed through, that is,
answered in the positive or the negative.

From our review of the disclosed invention, it appears
that independent claiml is apparently directed to focus on
the disclosed "first aspect” of the disclosed invention.
However, the scope of claim1l, as noted by the exam ner, is
much broader than appellant's argunents appear to obtain.
Initially, we observe that there is no automatic correction
that occurs which is plainly an intent of the disclosed

i nvention. Secondly, the function of the correction neans is
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nerely to correct the position of the wi ndow i nage so that the
I mage area of the wi ndow inmage is displayed in the visible
area. What is disclosed is the correction neans is operative
such that the effective display area of the windowis wholly
di spl ayed within the display screen. Note the specification
as filed at page 3, lines 5 to 10 and at page 22, lines 8 to
12. A simlar aimis expressed in the Anendnent to the top of
page 16 of the specification as filed where a correcti on neans
is operative in such a manner as to pernmt the inage 84L to be
di spl ayed "substantially in whole.” Simlar |anguage is
expressed at page 17, where the correction neans is operative
such that the imge is displayed “at substantially the center
of the display screen 8 correctly” at lines 10 and 11.

It is believed that the second i ndependent claim5 on
appeal is intended to cover the disclosed "second aspect” of
the disclosed invention. Appellant's remarks at the m ddl e of
page 4 of the principal brief on appeal indicate that as to
i ndependent claim5 the above-noted | anguage refers to the
situation where the user intentionally wi shes to have the icon

i mge protrude fromthe visible display area. At page 3 of
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the specification as filed the "second aspect” of the
invention it is stated at lines 14 through 18 that "when the
position pointed by the coordinate input device is out of the
tol erance range of the protrusion of the wi ndow, the display
position is corrected or not corrected depending on the
condition.” This aspect is nore specifically described at
page 22, lines 16 to 21 where it is stated that "since the

di splay position is corrected or not corrected on the basis of
the condition when the display position designated |lies
outsi de of the tolerance range, the user can operate the

wi ndow di spl ay apparatus in accordance with the user's own
intention and the w ndow di spl ay apparatus can be operated
nore conveniently."

When the subject natter of the |last two paragraphs of
thi s di scussi on have been consi dered agai nst the cl ai ned
invention, it is noted that there is no statenent in
i ndependent claiml or 5 as to any correction being
automatically effected and in any manner such as that the
wi ndow i nage woul d be whol ly displayed within the display

screen or substantially centered. Mreover, at least as to
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the invention intended to be recited in independent claimb5
and its nost dependent claim claim9, there is no statenent
of any tol erance range and whether a given image displ ay
position is within or without this tol erance range as rel ated
to any conditions recited. These considerations are al
significant because they wi den the breadth of applicability of
prior art against the present clainms. The exam ner has taken
full advantage according to the reasoning that we understand
fromthe answers to this w der-scoped | anguage of the clains.
Appel l ant's argunents are therefore not coextensive with the
actual recited conditional |anguage of the clains and
therefore do not show a full appreciation of the breadth of
the subject mtter set forth in the clains on appeal.

As to the first rejection of clains 1, 2, 5 and 6 under
35 U.S.C. 8 102 as being anticipated by Mcrosoft,, we add to
the examner's view our view as to the show ng at page xii the
i mage showi ng of two wi ndows overl appi ng each other. The
statenent bel ow these two depictions indicates to the user
that "to review a spreadsheet and a report fromtwo separate

applications, you change the size of their w ndows so that
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they can fit side by side on the desktop.” This show ng
clearly shows that a given wi ndow i mage may "protrude from' a
vi sible area of the display such as to be overl apped by
anot her wi ndow closer to the user. The statenent that the
size of them may be changed so that they may fit side by side
operates as a clear teaching of the
correctability of themto the extent clainmed, with such a
corrected version shown at page xiii. Fromthe user's
perspective, to display the inmages side by side is an
operational or conditional feature within the Wndows
software, which feature may be chosen or may not be chosen by
t he user.

Furthernore, the teaching at the bottom of page 21 of
W ndows i ndicates that controls exist to change the size and
to nove Wndows, to maximze and mninmze their size by use of
a nouse, a coordinate data input device, noted by the exam ner
in the Answer. As to the protrusion feature, we also note the
teachi ng at page 22 of Mcrosofty which indicates that the
scroll bars allow parts of a docunent to be viewed when the

entire docunent won't fit within the window Therefore, when
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portions of the docunent protrude fromthe visible area,

hori zontal and vertical scroll and size change correction
nmeans exi st wherein the docunment nmay be conpletely or wholly
viewed in a normal sense within the display area.

Al'l of this is to say that there are many nore teachings
within the Mcrosoft, Wndows di scl osure relied upon by the
exam ner other than the sizing grid variation at page 157 the
di scussion of which we fully agree wwth as basis for
correctability to the extent recited in independent clains 1
and 5 on appeal. Appellant's argunents are m splaced to the
extent appell ant argues that the exam ner has ignored
limtations in the clains on appeal, as nust surely be
apparent in light of our extensive initial discussion in this
opinion. Furthernore, follow ng the exam ner's reasoning, if
the grid lines feature is activated as the exam ner argues
fromthe teaching at page 157 of Wndows, it is operative
under all conditions, that is, whether or not an inage
protrudes or not. Therefore, if an inmage does protrude it is
operative to the extent clainmed. The exam ner has not

rewitten the clains to cover the cited references but in fact
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has interpreted the breadth of the clains on appeal and
applied the reference's teaching to this broad | anguage.

We turn next to the rejection of the sane clains, clains
1, 2, 5 and 6 under 35 U.S.C. 8 103 in light of the collective
teachi ngs of Mcrosoft, in view of Borland. Cearly, Borland
I's designed to operate in a Wndows environnment such as set
forth in the Mcrosoft, reference relied upon initially by the
exam ner. \Wat Borl and does add to the Mcrosofty is
addi ti onal teachings that are particular to Borland but al so
whi ch enhance upon basic Mcrosoft, features. The zoom tile,
stack and nove/size optional w ndow features first introduced
at page 237 of Borland's reference also contain additiona
options to which the user may obtain and directly relate to
the correctability and the conditional operability froma
user's perspective of features that affect the Wndow i nages
and their relationship to each other and the size of any one
of them For exanple, the tile display feature is stated at
the bottom of page 239 to automatically, once activated by the
user, reposition and resize the displayed wi ndows as necessary

gi ving the wi ndows equal roomon the screen. The ability of
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the user to nove a window by dragging it with a nouse has been
explicitly noted at the top of page 242 of Borland, which
feature is already present in Wndows.

As to the last stated rejection, that of clains 3, 4 and
7 to 9 under 35 U.S.C. 8§ 103 in light of the collective
teachi ngs of Mcrosoft, in view of Norwood, appellant does not
traverse the conbinability of Norwood with Mcrosofty, within
35 U S.C 8 103. Norwood's discussion at colum 3 begi nni ng
at line 19 indicates that conbined flat panel displays and
screen tablets with an attached pen were known in the art to
Norwood. Such is relied upon by Norwood at col unm 9 begi nni ng
at line 51.

The selective correctability to the extent clainmed and to
the extent argued appears to have been net by the teachings of
the art relied upon as argued by the exam ner and as
additionally pointed out by us from additional teachings and
showi ngs fromthe references relied upon by the exam ner. The
sel ective dragability of any icon or novability of any
di spl ayed wi ndow by the user is an inherent part of the

di scl osed invention as well as each of the three references
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relied upon by the exam ner. From our perspective, it

al so appears in passing that the subject matter of claiml in
the correction neans cl ause reads upon appellant's admtted
prior art since there is no requirenent of this claimthat the
i mage be autonmatically substantially centered or wholly

di spl ayed within the display screen since the claimdoes not
recite any of these particulars. |Indeed, the function of the
correction neans to nerely position the wi ndow i mage so that
the i mage area of the window inage is displayed in the visible
area i s broad enough to permt the novenent of a w ndow by a
user and still "protrude" beyond the display screen since the
entire or whole image is not recited to be displayed in the
claim This understanding is derived fromour earlier study
of the subject matter of independent clains 1 and 5 on appea
and appellant's recognition at pages 1 and 2 of the disclosed
invention as to how the prior art figures operate. As to
claims 1, 5 and 9 on appeal, clearly, fromthe normal use of
the system shown in prior art Figures 1 to 4, the user may
optionally or conditionally choose to allow the display of a

protruded i mage fromthe display screen to remain or it may be
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slightly noved or noved in its entirety. Still, an inmage nay
never need to be repositioned because it may never protrude
fromthe display screen at all as an alternative condition to
the normal usage of appellant's prior art Figures 1 to 4. 1In
such a case, there would be no operative condition to correct
anything, which again is within the anbit of the subject
matter of the clains on appeal.

We further observe in passing that clains 2 to 4 and 6 to
8 are respectively identical, are not argued in the briefs and
read on appellant’s prior art Figures 1 to 4 and their
correspondi ng specification discussion.

We believe that the exam ner has provi ded evi dence of
reasonabl e equi val ent neans perform ng the clainmed functions,
to the extent broadly recited. The exam ner’s and our own
anal ysis of the prior art relied upon by the exam ner add
further understanding of this and the w de scope of the
cl ai ns.

Qur own anal ysis provided nore insight of the disclosed
and cl ai med invention than do appellant’s brief and reply

brief. The dissent would require appellant to read the claim
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narrow ng specification into certain portions of the clainmed

I nvention wthout invoking In re Donaldson, 16 F.3d 1189, 29

USPQ2d 1845 (Fed. Cir. 1994) (in banc) and 35 U. S.C. § 112,
si xth paragraph. Qur opinion points out that the clains are
much broader than a reasonabl e view of the correspondi ng
di scl osure, that is, of what appellant regards as his own
invention as he disclosed it. The dissent would appear to
burden appellant with a narrow interpretation of the clains
that the record does not reflect appellant desires to invoke.
The dissent’s reference to the correction nmeans operating
where the user intentionally wi shes to have the icon inage
protrude fromthe “visible area of the display” is only
reflective of the “second” aspect of the disclosed invention
and the subject matter of clains 5 to 9 and not of clains 1 to
4. The “visible area of the display” is not defined in the
clains as the edge of the display device as the dissent seens
to say, and it is also not recited as a neans.
In view of the foregoing, the examner's rejection of

clainse 1, 2, 5 and 6 under 35 U S.C. § 102 is affirned as is
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the rejection of clains 1 to 9 under 35 U.S.C. § 103.

Accordingly, the decision of the examner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RMED

JAMES D. THOVAS )
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Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
ERRCL A. KRASS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

CARM CHAEL, Dissenting

| dissent. The exam ner has based the rejections on an
unreasonably broad interpretation of the clains.

Cl ai ns undergoi ng exam nation are given their broadest
reasonabl e interpretation consistent with the specification.
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In re Donal dson, 16 F.3d 1189, 1194, 29 USP@d 1845, 1850
(Fed. Cir. 1994) (in banc). A neans-plus-function elenent is
limted to the disclosed neans and equivalents. Id.; 35
US C 8 112, sixth paragraph.

In the present case, appellant argues that the correction
means, as disclosed in the specification, operates where the
user intentionally wi shes to have the icon inage protrude from
the visible area of the display, and operates to correct the
position of the icon depending on the occurrence of a first or
second condition. Appeal Brief at 4. The exam ner ignored
those limtations. That is contrary to what the Federa
Crcuit intended in Donal dson.

The recited nmeans refers to the “visible area of the
di splay.” The exanminer relies on the Borland reference, which
has wi ndows overl apping within the visible area of the
di splay. While the overl apped portion of a wi ndow becones
invisible in Borland, it does not thereby protrude beyond the
edge of the display device as disclosed in the specification

and required by the clains.
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The exam ner’s conbi nati on does not reach these ignored

l[imtations. Therefore, | would reverse.

)

) BQOARD OF PATENT
JAMES T. CARM CHAEL ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

Philip M Shaw
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