THI S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
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Ex parte CARLA A HAYNES
and W LSON HARVEY
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ON BRI EF

Before WNTERS and WLLIAMF. SM TH, Adninistrative Patent
Judges and McKELVEY, Senior Adm nistrative Patent Judge.

W NTERS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner’s deci sion
rejecting clainms 2 through 9, 11 and 12, which are all of the

clainms remaining in the application.

1 Application for patent filed March 22, 1993.
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REPRESENTATI VE CLAI MS

Clainms 11 and 12, which are illustrative of the subject

matter on appeal, read as foll ows:

11. A nethod of treating burns or wounds conprising
applying to the surface of the burn or wound an effective
anmount of an oil-in-water enulsion conprising from1%to 50%
by weight of an oil, fromO0.5%to 25% by wei ght of an
insoluble protein and from25%to 98.5% by wei ght of water.

12. An ointnent for the treatnment of burns or wounds
conprising an oil-in-water erul sion conprising from1%to 50%
by weight of an oil, fromO0.5%to 25% by wei ght of an
i nsol ubl e protein and from25%to 98.5% by wei ght of water.

THE REFERENCES

As a prelimnary matter, we find it necessary to clarify
the record respecting the citation of a Japanese reference
relied on by the examner. This reference is Koho No. 60-
34923, which is an exam ned patent application published
August 12, 1985, based on Application No. 53-159001 filed

Decenber 20, 1978. That sane application was “Laid open” June
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25, 1980, as Laid-open Patent Application (Kokai) No. S 55-
84167. W shall hereinafter refer to this reference by the
name of its lead inventor, nanely, Yanagi bashi.? For the
pur poses of this appeal, we have relied on an English
Transl ati on of Kokai No. S 55-84167 which was supplied by
applicants and is of record. W further observe that the
Board obtai ned an English Transl ati on of Koho No. 60-34923,
after this case was appeal ed. For the sake of conpl et eness,
we enclose a copy of the latter translation with this opinion.
In rejecting the appealed clains on prior art grounds,
the examner also relies on U S. Patent No. 3,435,117, issued

March 25, 1969, to Joseph Ni chols (Nichols).

THE | SSUE

The i ssue presented for review is whether the exam ner
erred inrejecting clains 2 through 9, 11 and 12 under 35 USC
8 103 as unpatentabl e over the conbi ned di sclosures of Nichols

and Yanagi bashi .

2 The exaniner cites the Yanagi bashi reference in the Answer, page 2, last line.

Li kewi se, applicants cite this reference in their Brief before the Board, page 2, |ast
paragraph. Neither citation is correct.
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DEL| BERATI ONS

Qur deliberations in this matter have included eval uation
and review of the followi ng materi al s:
(1) The instant specification, including all of the
cl ai ms on appeal ;
(2) Applicants’ Brief before the Board;
(3) The Exam ner’s Answer; and
(4) The Ni chols and Yanagi bashi references relied on
by the exam ner.
On consideration of the record, including the above-

listed materials, we affirmthe rejection of clains 2 through

9 and 12. W vacate the rejection of claim11.

CLAIMS 2 THROUGH 9 AND 12

As stated in the Brief before the Board, page 3, section
V, “[f]or purposes of this Appeal, clains 12, and 2-9 are
grouped together”. Accordingly, for the purposes of this
appeal, we shall treat dependent clainms 2-9 as standi ng or
falling together with claim12.

Al t hough the Examiner’s Answer is not a nodel of clarity,
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neverthel ess, the examner invites attention to Exanple V of

Ni chol s (Answer, pages 3 and 4). Likew se, applicants focus
on Exanple V of Nichols in the Brief before the Board, pages 5
and 6. W agree with applicants and the exam ner that the
Exanpl e V conposition of N chols constitutes the closest prior
art with respect to conposition claim12.

In Exanple V, N chols discloses an oil-in-water emul sion
cont ai ning 500 parts by weight liquid petrolatum (oil) where
the total conposition contains 1,000 parts. That is, the
Exanpl e V enul si on contains 50% by weight oil which neets the
terms of claim12. Wthout question, the anount of water in
Exanple Vis within the range recited in claim12 (25%to
98. 5% by wei ght water). The only remaining question is the
preci se percent by weight of collagen solids contained in the
oil-in-water enul sion of Exanple V.

The col | agen di spersion used in Exanple V is that of
Exanple | of Nichols. |In Exanple I, N chols discloses the
fol | ow ng:

To one hundred parts of a nass of
swol I en collagen fibrils, prepared as
described in Exanple | of United States

Patent No. 3,123,482 is slowy added with
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stirring 640 parts of a dilute solution of

lactic acid in water (1.2% |l actic acid).

The resulting di spersion of swollen

collagen fibrils is honogeni zed and

filtered through a 7-m | filter screen.
Thus, to determ ne the percent by weight of collagen solids
contained in the oil-in-water emul sion of Exanple V, one would
have to obtain U S. Patent No. 3,123,482, review Exanple |
t herein, and make an appropriate calculation. On this record,
nei ther applicants nor the exam ner have done so.

Be that as it may, there is a factual basis on this
record to conclude that the percent by weight of collagen
solids in the oil-in-water enulsion of Exanple V is identical
or substantially identical to the percent by wei ght of
insoluble protein recited in claim12. See colum 1, lines 59
t hrough 62 of N chols, stating that

Preferably, the amobunt of coll agen present
in said conposition will amunt to from
about 0.2%to about 0.9% by wei ght
(cal cul ated on the basis of dry coll agen
solids).

That preferred range brackets the | ower end of the range

recited in claim12, i.e., 0.5% by weight of insoluble
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protein. Under these circunstances, it is reasonable to shift
t he burden of persuasion to applicants to establish that the
oil-in-water enulsion of claim 12 patentably distingui shes
fromthe oil-in-water enulsion disclosed by Nichols in Exanple

V. See In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34

(CCPA 1977).

Applicants argue that the claim 12 oil-in-water enul sion
is intended for use as an ointnment for treating burns or
wounds, whereas the oil-in-water emul sion disclosed by N chols

in Exanple V is described as a “laxative product”. First, the

terns “an ointnment for the treatment of burns or wounds”
nmerely set forth the intended use for, or a property inherent
in, applicants’ conposition. Those terns do not differentiate
the clained conposition fromthose known to the prior art,
i.e., oil-in-water emul sions containing the same percentages

by weight of oil, insoluble protein, and water. [In re

Pearson, 494 F.2d 1399, 1403, 181 USPQ 641, 644 (CCPA 1974).

Second, assum ng arguendo that the percent by weight of

coll agen solids in the Exanple V enul sion of N chols does not
neet the terns of claim 12, nevertheless, it would have been
obvious to vary that amount per the teachings in Nichols,
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colum 1, lines 59 through 62. In this manner, a person
having ordinary skill in the art would have arrived at the
subject matter sought to be patented in claim12 including a
percent by weight of insoluble protein at the | ower end of the
range recited therein (0.5%9. 1In this regard, the notivation
to nodify a prior art reference to arrive at the clainmed

subj ect matter does not have to be identical to that of

applicants to establish obviousness. See In re Kenps, 97 F. 3d

1427, 1430, 40 USPQ2d 1309, 1311 (Fed. Cir. 1996).
For these reasons, we affirmthe exam ner’s deci sion
rejecting claim212 under 35 USC § 103. As previously

indicated, clainms 2 through 9 fall together with claim 12.

CAMI11

As stated in the Brief before the Board, page 3, section
V, claim 1l stands alone. Further, at pages 7 and 8 of the
Brief, applicants argue claim 11 separately. Accordingly, for
t he purposes of this appeal, we have treated claim 11

separately.?

3 In the Examiner’'s Answer, page 2, Section (5), the exam ner states that all of

the appeal ed clains are presuned to stand or fall together because applicants fail to
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Al'l of the appealed clains, including claim11, stand
rejected under 35 USC 8§ 103 based on the conbi ned di scl osures
of Yanagi bashi and Ni chols. However, the exam ner does not
present a cogent explanation why the nethod of treating burns

or wounds

defined in claim111l, would have been obvious froma
consi deration of Yanagi bashi and N chol s.
In setting forth the rejection under 35 USC § 103, the

exam ner states that

it would be [sic, would have been] obvious
to one of ordinary skill in the art at the
time of the invention, notivated by a
reasonabl e expectation of success, to
obtain the [clained] o/w enul sion because
JP- 85/ 034923 [ Yanagi bashi] di scl oses wat er,
oil, drug, a protein (gelatin), alginate,
etc.; the notivation to substitute one
protein with another (gelatin for collagen)
is derived fromNi chols (colum 1, |ines
35-44, Exanples Ill and V).

See the Exam ner’s Answer, paragraph bridgi ng pages 3 and 4.

On its face, that statement of obviousness is directed to the

present reasons supporting the separate patentability of any claim This is factually
incorrect.
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cl ai med conposition, not to the clainmed nethod. In fact, that
statenment does not nention claim1ll

The only specific reference to claim1ll in the Exam ner’s
Answer is found at page 7. There, the exam ner states that

The assertion that claim1ll is directed to
a nmethod and is therefore sonmehow not
obvious is not found persuasive. The
clainmed nethod is inherent to the clained
conposition because “treating burns or
wounds” with the o/w emul sion ointnments
disclosed in the art is within the scope of
the cited art. Contrary to the appellants’
statenent, no significant advance in the
treatment of burns and wounds has been
acconpl i shed. For exanple, no criticality
of the specific concentrations of the

clai med i ngredi ents has been established.

The examiner’s treatnent of claim 11l is inconprehensible.

Apparently, the standard applied by the exam ner is that “no
significant advance in the treatnent of burns and wounds has
been acconplished” (enphasis in original). That, however, is
not the statutory standard of non-obviousness. See 35 USC §

103; G ahamv. John Deere Co., 383 U S. 1 (1966).

In light of the foregoing, it is our judgnent that the
patentability of claim 11l has not been properly determ ned on
this record and that a justiciable issue has not been
presented for review. Accordingly, we vacate the exanm ner’s
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decision rejecting claim 11l under 35 USC § 103 based on the

conbi ned di scl osures of Yanagi bashi and N chol s.

CONCLUSI ON

For the reasons set forth in the body of this opinion, we

affirmthe rejection of claims 2 through 9 and 12 under 35 USC

8 103 as unpatentabl e over the conbined di scl osures of

Yanagi bashi and N chols. W vacate the rejection of claim1l

on the same grounds. On return of this application to the
exam ni ng corps, the exam ner should reeval uate the

patentability of claim 11 using appropriate |egal standards.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART
VACATED- | N- PART
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SHERMAN D. W NTERS
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

Robert L. Mnier
One Johnson & Johnson Pl aza
New Brunswi ck, NJ 08933-7003
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