TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-5059
Application 08/157, 872!

Bef ore COHEN, ABRAMS and STAAB, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the examner finally
rejecting clains 1 through 5 and 9 through 12. Cdains 6 and 7
have been allowed, and claim8 has been indicated as containing

al | owabl e subject matter.

1 Application for patent filed Novenber 24, 1993.
According to appellant, this application is a continuation of
Application 07/978,830 filed Novenber 19, 1992, now abandoned.
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The appellant's invention is directed to a vehicle body
extension for nounting upon the exterior fender surface of a
vehicle. The subject matter on appeal is illustrated by
reference to claim1, which appears in an appendix to the

appel lant’s Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Rant al a 3, 580, 628 May 25, 1971
Pur cel | 4,115, 974 Sep. 26, 1978
Jacobson 5, 044, 688 Sep. 3, 1991
Italian patent 621, 392 Jun. 7, 1961

(Dai m er Benz)?

THE EXAM NER' S REJECTI ONS

Clains 1 through 3 stand rejected under 35 U.S.C. § 102(b)
as being anticipated by Dainmer Benz.
Claim4 stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Dainmler Benz in view of Purcell.

2 Qur understanding of this reference has been obtained
through a PTO transl ation, a copy of which is encl osed.
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Clains 5, 11 and 12 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentabl e over Daim er Benz in view of Jacobson.

Clains 9 and 10 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Daim er Benz in view of Jacobson and
Rant al a.

The rejections are explained in the Exam ner's Answer and
Paper No. 11.

The opposi ng viewpoi nts of the appellant are set forth in

the Bri ef.

CPI NI ON
The Exam ner’s Rejection Under 35 U.S.C. § 102(b)

Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every el enent of the clainmed invention. See
RCA Corp. v. Applied Digital Data Systems, Inc., 730 F.2d 1440,
1444, 221 USPQ 385, 388 (Fed. Cir.), cert. dismssed sub nom,
Hazel tine Corp. v. RCA Corp., 468 U. S. 1228 (1984). A reference
anticipates a claimif it discloses the clained invention such
that a skilled artisan could take its teachings in conbination
with his own know edge of the particular art and be in possession

of the invention. In re Gaves, 69 F.3d 1147, 1152, 36 USPQd
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1697, 1701 (Fed. G r. 1995), cert. denied, 116 S.Ct. 1362 (1996),
quoting fromln re LeGice, 301 F.2d 929, 936, 133 USPQ 365, 372
( CCPA 1962) .

According to the exam ner, Dainmer Benz discloses a fender
flare extension unit “having an inner edge 15! which generally
confornms to the shape of the wheel opening; [and] an outer edge
152" (Paper No. 11, page 2). Al of the other conponents of the
body extension as defined by claim1l are | ocated between these
two | andmarks. This nmeans that in order for claim1 to be
anticipated by Daimer Benz, the “exposed” contour of the clained
device, that is, the “protuberant region,” the “shoul der region,”
the “reverse-turned region” and “a nonprotuberant border flange
region,” all must be found in portion 14 of the disclosed device,
which is pictured in several enbodinents in Figures 2, 3 and 4.
The exam ner has descri bed how he reads the various portions on
the Daimer Benz device on page 3 of the Answer. Because of how
the examner is reading the clainmed structure on the reference,
we find sone deficiencies, which cause us not to sustain the
Section 102 rejection of clains 1 through 3.

Claim1 requires an inner edge, which the exam ner reads on
the lower of the two edges 15 of Daimer Benz, and an outer edge,

whi ch he reads on the upper one of the edges 15. According to
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the exam ner, the “protuberant regi on” reads on the “bul ge”
directly below the upper finger 15, the “reverse-turned region”
bet ween the bulge and the tip of the upper edge 15, and the
“nonpr ot uberant border flange regi on” between that and upper edge
15. The exam ner has not stated where the “shoul der region” is

| ocat ed, which constitutes a deficiency in his rejection. The
rejection clearly fails, however, because the claimrequires that

t he “protuberant region” be adjacent the inner edge of the

extensi on and not the outer edge, where it has been | ocated by
the examner in his analysis of Daimer Benz. Moreover, to cal
t he protuberant region the bul ge adjacent to the inner edge 15
woul d cause it to be on the opposite surface of the device from
t he ot her conponents, thus not being in conformance with the
other requirenments of the claim

For the reasons expressed above, it is our conclusion that
the examner’'s rejection of clains 1 through 3 under Section
102(b) shoul d not be sustai ned.

The Examiner’s Rejections Under 35 U.S.C. § 103

The test for obviousness is what the conbi ned teachi ngs of
the prior art would have suggested to one of ordinary skill in
the art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Al three of the exam ner’s rejections under
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Section 103 are based upon the application of Dainler Benz as
di scussed above with regard to the Section 102 rejection. Since
the secondary references cited by the exam ner agai nst ot her
aspects of the clained subject matter fail to alleviate the
shortcom ng in the manner in which Dainler Benz was applied
above, it is our viewthat in none of the rejections is a prim
faci e case of obviousness established agai nst the clai ned subject
matter.

This being the case, none of the Section 103 rejections are

sust ai ned.

REJECTI ONS MADE BY THI S PANEL OF THE BOARD OF PATENT APPEALS AND
| NTERFERENCES PURSUANT TO 37 CFR 8§ 1.196(Db)

New Rej ection Under 35 U.S.C. § 102(h)

Clains 1 through 4 are rejected as being anticipated by
Dai Ml er Benz. At the outset, we point out that the appellant’s
clainms are directed to a vehicle body extension “for” nounting on
an exterior fender surface, and not to the conbination of a
vehi cl e body extension and an exterior fender surface of a
vehicle. That is, the intended use of the body extension is upon

a vehicle in a particular |ocation.
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Usi ng the | anguage of claim1 as a guide, Dainler Benz
di scl oses a vehicle body extension that is capable of being
mount ed on the exterior surface of a vehicle in the region
surroundi ng a wheel opening. VWhile Daimer Benz does not show a
wheel opening per se in the drawi ngs, the shape of the body
extension (Figure 1) clearly indicates that it is conplenentary
to a wheel opening, and a wheel is shown in Figure 2. The
Daimer Benz unit is in the formof a contoured sheet-|ike body
having an inner edge (the | ower right-hand edge of panel 11 in
Figure 2) which generally conforns to the shape of a wheel
opening (see Figure 1), and an outer edge (generally at the upper
15 in Figure 2) which is nonconformng to the shape of the wheel
openi ng and which is capable of fitting generally conformngly to
a vehicle fender. The contour of the body being exposed, when
mount ed on a vehicle, reveals a protuberant region adjacent the
i nner edge (the | owernost of the downwardly curved portion of
elenment 11 in Figure 2), a shoulder region extending fromthe
prot uberant region toward the outer edge (the uppernost of the
downwardly curved portion of elenent 11), a reverse-turned region
bet ween the shoul der and sel ected portions of the outer edge (the
upwardly curved corner portion imredi ately beneath the |lead |ine

to the nuneral 14 in Figure 2), and a nonprobuberant border
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fl ange region which wll extend substantially parallel wth a
vehi cl e body when installed thereon and which will term nate

i mredi ately adj acent the outer edge of the unit (the flange

i mredi ately beneath upper edge 15 in Figure 2). The Daimer Benz
unit will provide a snooth visual transition between the exterior
surfaces of a vehicle fender when installed thereon.

Wth regard to claim2, as shown in Figure 1, the outer edge
of the Dainmer Benz device includes rectilinear segnents
enconpassi ng maj or portions of the length of the outer edge.
Looking to claim3, the outer edge includes a generally straight
hori zontal segment enconpassing a najor portion of the uppernost
edge, and a vertical segnent enconpassing a major portion of the
outer edge. These segnents are “generally perpendicular” (Figure
1), giving the unit a “generally squared-off appearance,” as
required by claim4.

New Rej ections Under 35 U . S.C. § 103

Clains 5, 11 and 12 are rejected as bei ng unpat ent abl e over
t he conbi ned teachings of Daimer Benz and Jacobson. Daimer
Benz has been di scussed above with regard to our Section 102
rejection. That reference discloses the unit nounted over a
vehi cl e wheel (Figure 2), and behind what appears to be a door

opening. Daimer Benz fails to teach providing the unit with an
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opening in registration wwth a fuel access port in the vehicle,
as is added to the basic structure by claimb5.

However, such a feature was known in the prior art at the
time of the appellant’s invention, as exenplified by Jacobson
(see the fuel opening, unnunbered, in Figures 1 and 2). It would
have been obvious to one of ordinary skill in the art to nodify
the Daimer Benz unit by adding such an access opening in
registration with an access port on the vehicle, suggestion being
found in the sel f-evident advantages thereof, such as permtting
the continued use of the existing fuel port, which would have
been known to the artisan, who is presuned to possess a
reasonabl e | evel of skill rather than the |ack thereof. See In
re Sovish, 769 F.2d 738, 742, 226 USPQ 771, 774 (Fed. G r. 1985).

Claim 1l adds to claim1 the limtation that the extension
unit be secured to the vehicle via an adhesive, and independent
claim12 effectively adds the sane limtation to the structure
also recited in claim1l. Daimer Benz discloses securing the
unit to the vehicle by neans of fasteners that fit through
openings in the vehicle body. Jacobson discusses several neans
for attaching panels to the outer surface of a vehicle, including
fasteners (colum 1), and suggests a preference for using an

adhesi ve at the edges (colum 2, lines 32 and 33). From our
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perspective, it would have been obvious to one of ordinary skil
inthe art to utilize such a known alternative fastening system
as a substitute for the one disclosed in Dainmer Benz, for the
sel f-evident advantages thereof. |In this regard, while it is
true that the Daimer Benz unit is attached by neans which render
it nore easily renovabl e than one attached by adhesive, it is our
view that one of ordinary skill in the art woul d have recogni zed
fromthe discussion in Jacobson that both fastener and adhesive
systens were known in the art at the tine of the appellant’s

i nvention, thus suggesting the use of either, dependi ng upon the
obj ectives of the artisan.

Clains 9 and 10 are rejected as bei ng unpatentabl e over the
conbi ned teachings of Dainler Benz, Jacobson and Rantala. 1In
addition to the matters discussed i nmedi ately above, Jacobson
di scl oses a panel 14 which overlies the entire | ower portion of
the side of a vehicle body. It includes a front fender panel 16,
whi ch surrounds the front wheel opening, and a box panel 24,
whi ch surrounds the rear wheel opening (Figures 1 and 2). Panel
14 further conprises a rocker panel 20 nounted on the body
beneath the door and a cowl panel 22 behind the door, which
t oget her conprise an elongate generally rigid nmenber which

extends between the two fender units, as is required by claim?9.
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Such also is created by considering door panel 18 and cow panel
22 as the elongate generally rigid extension.

It is our opinion that one of ordinary skill in the art
woul d have found it obvious to utilize two units as disclosed in
Dai Ml er Benz, one to surround the front wheel opening and the
other to surround the rear wheel opening, and to connect the two
t oget her by an extension unit, suggestion being found in the
t eachi ngs of Jacobson as well as in the self-evident advantage of
providing the protection and appearance of such to both wheel
openings as well as to the internediate parts of the vehicle
body. To the extent that the Jacobson structure does not include
a “nolding strip,” evidence of such a well-known feature in the
art is provided by Rantala, and it would have been prima facie
obvious to install it where deemed necessary for protection on
the extension unit constructed in accordance with the teachings
of Daimer Benz and Jacobson.

As for claim1l0, we note that Jacobson discl oses the
required |ower strip, and Rantala attaches a nolding at such a

| ocati on.
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SUMVARY

In fornulating the new rejections set forth above, we
consi dered the argunents presented by the appellant in response
to the exam ner’s rejections, as they mght apply to the
positions we have taken. They have not di ssuaded us, however,
from maki ng these new rejections. W wish to reiterate that the
appellant’s clains are directed to a body extension for use upon
a vehicle, and it is well settled that the manner in which a
device is to be used is not gernane to the issue of the
patentability of the device itself. See In re Casey, 370 F.2d
576, 580, 152 USPQ 235, 238 (CCPA 1967), and Inre Oto, 312 F.2d
937, 939, 136 USPQ 458, 459 (CCPA 1963). The fact is that the
body extension disclosed in Daimer Benz is capabl e of being used
in the manner recited in the appellant’s clains.

None of the exam ner’s rejections are sustained.

Pursuant to 37 CFR 8§ 1.196(b) the follow ng new rejections
are entered:

Clains 1 through 4 are rejected under 35 U S.C. § 102(b) as
bei ng antici pated by Dainmer Benz.

Clains 5, 11 and 12 are rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over the conbi ned teachings of Daimer Benz

and Jacobson.
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Claims 9 and 10 are rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over the conbi ned teachings of Daimer Benz,
Jacobson and Rant al a.

The decision of the exam ner is reversed. 37 CFR
§ 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark Ofice 63, 122 (Cct. 21, 1997)). 37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not be
considered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of
rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected cl ai ns:

(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

REVERSED, 1. 196(b)

| RW N CHARLES COHEN )
Adm ni strative Patent Judge)

)
)

)
NEAL E. ABRAMS ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
LAWRENCE J. STAAB
Adm ni strative Patent Judge)
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Walter W Karnstein

Kol i sch, Hartwell, Dickinson,
McCor mack & Heuser

200 Pacific Building

520 S.W Yamhill Street

Portl and, OR 97204

15



