THL'S OPI NI ON WAS NOT_WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore KRASS, JERRY SM TH and BARRETT, Adm ni strative Patent
Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 20-27, which constitute

all the clains remaining in the application.

! Application for patent filed Novenber 12, 1993.
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The clained invention pertains to a |ongitudinal track
recording systemin which a nulti-gap magnetic head records and
reproduces information fromlongitudinal tracks on a nmagnetic
tape. The magnetic head has a contact face for cooperating with
the tape face of the magnetic tape. The invention concerns the
pl acement of a cl eaning groove of predeterm ned size in the
contact face of the magnetic head for preventing the accunul ation
of dust and dirt particles.

Representative claim20 is reproduced as foll ows:

20. A longitudinal track recording system conprising a
magneti c tape apparatus for use with a nmagnetic tape having one
or nore |ongitudinal recording tracks, the nagnetic tape
apparatus conprising a nulti-gap magnetic head for witing and/or
readi ng the magnetic tape, which magnetic head has a contact face
for cooperation with a tape face of the nmagnetic tape, the head
conprising a transducing structure having transduci ng gaps
termnating in the contact face, characterized in that the
contact face is provided with at | east one cl eaning groove for
cl eaning the tape face, which groove at the contact face has a
wi dt h di nensi on of between 100 and 300 Fm and whi ch groove
extends at |east substantially parallel to the transduci ng gaps
and has at | east one wall portion oriented at |east substantially
transversely to the contact face and constituting a scraping edge
at the contact face, which scraping edge has a radi us of
curvature of between 1 and 5 Fm

The exam ner relies on the follow ng references:

Soda et al. (Soda) 5, 313, 342 May 17, 1994
(effectively filed Nov. 29, 1990)

Kinmura et al. (Kinura) 1- 317261 Dec. 21, 1989
(Japanese Kokai)
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Brock et al. (Brock), “War-Resistant Coating,” |BM Techni cal
Di sclosure Bulletin, Vol. 11, No. 10, March 1969.

Cl ainms 20-27 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Soda in view of
Kimura with respect to clains 20 and 22-26, and adds Brock with
respect to clainms 21 and 27. A rejection of the clains under the
second paragraph of 35 U S.C. 8 112 has been w thdrawn by the
exam ner [answer, page 7].

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the brief and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evidence
of obviousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner's
rationale in support of the rejections and argunents in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
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ordinary skill in the art the obviousness of the invention as set
forth in clainms 20-27. Accordingly, we reverse.

We consider first the rejection of clains 20 and 22-26
under 35 U.S.C. §8 103 as unpatentable over Soda in view of
Kimura. These clains stand or fall together [brief, page 5].
Therefore, we will consider the rejection against independent
claim 20 as representative of all the clains subject to this
rejection. In rejecting clains under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.
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776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

The exam ner has cited Soda as representative of a
conventional magnetic head which can record and reproduce on
| ongi tudi nal magnetic tracks of analog or digital cassette tapes.
The exam ner acknow edges that Soda does not teach a cl eaning
groove on the contact face of the nmagnetic head as recited in
i ndependent claim 20 [answer, page 4]. The exam ner cites Kinura
as disclosing a magnetic head having a cl eaning groove. The
exam ner asserts that it would have been obvious to provide the
Soda magnetic head with a cleaning groove as taught by Kinura.
Wth respect to the various dinmensions recited in claim20, the
exam ner argues that the specific clained val ues would have been
obvi ous through routine design experinentation [answer, pages 4-
5].

Appel I ant argues that the indentations 2b which the

exam ner has referred to as the cleaning grooves in Kinura are
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not cleaning grooves at all [brief, page 7]. Appellant also
argues that the clainmed dinmensions have been di scl osed as being
critical for proper operation of the magnetic tape recordi ng and
reproduci ng apparatus, and that the examner has failed to
denonstrate that the prior art suggests any di nensi onal
characteristics for a scraping edge [brief, pages 7-8].

We agree with appellant that indentations 2b of Kinura
are not on the contact face of the magnetic head for the purpose
of cleaning the tape face. Although Kinura discusses a desire to
reduce the amount of magnetic powder and binder which falls off
of the magnetic tape, Kinmura achieves this result by elimnating
friction between the contact face of the nagnetic head and the
tape. Thus, Kinmura discloses that the magnetic tape of his
i nvention does not nake contact with the head at |arge portions
along the width of the tape [translation, page 7]. Kinura
directs the artisan to elimnate contact between the tape face
and the contact face of the nmagnetic head.

| ndentations 2b of Kimura’s Figure 3 are the result of
elimnating material fromthe contact face which woul d ot herw se
contact the tape face. Kinura states that “[t]he areas at the
runni ng surface of the magnetic tape (2) near the magnetic cores

(4) at both sides in directions A and B are elim nated so that




Appeal No. 95-5146
Appl i cation 08/152, 557

said resin (7) does not nmake contact with the nmagnetic tape (5),
and are forned as concave areas (2b) and (2b) as indicated in
Figure 3" [translation, page 8, underlining added]. Thus, it is
clear to us that indentations 2b sinply represent areas where
material fromthe conventional nagnetic head has been renoved to
reduce the amount of frictional contact between the head and the
tape. Therefore, we agree with appellant that indentations 2b of
Kimura are not properly considered cleaning grooves with a
scrapi ng edge as recited in the clains.

Even if we were to assune that the edges of Kinmura's
indentations 2b mght frictionally scrape the surface of the
magneti c tape at these edges, the specific dinensions of the
cl eaning groove recited in claim20 would not have been obvi ous
in view of the teachings of the applied prior art. The exam ner
considers the specific dinensions to be the result of routine
desi gn experinmentation. Since Kinmura designs indentations 2b to
reduce the surface contact between the head and the tape and not
to provide a scraping edge, the factors |l eading to the dinensions
of Kinmura’s indentations 2b are totally unrelated to the factors
| eading to the design of a cleaning groove. Since Kinura's
i ndentations are designed for an entirely different purpose, we

agree with appellant that the specific dinmensions of claim 20
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woul d not have been an obvious result fromthe teachings of
Ki mura. Accordingly, we do not sustain the rejection of clains
20 and 22- 26.

We now consider the rejection of clainms 21 and 27 under
35 U.S.C. §8 103 as unpatentable over Soda in view of Kinmura and
further in view of Brock. These clains depend from and
incorporate the limtations of independent claim?20 discussed
above. Since the additionally applied Brock reference does not
overcone the deficiencies noted above with respect to Soda and

Kimura, we also do not sustain the rejection of clainms 21 and 27

In sunmary, we have not sustained either of the
examner’s rejections of the clainms. Therefore, the decision of
the exam ner rejecting clainms 20-27 is reversed.

REVERSED
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