THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed August 23, 1993. According
to appellants, the application is a continuation of Application
07/ 796, 826, filed Novenber 25, 1991, now abandoned.
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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 13-21, which constitute
all the clains remaining in the application.

The clained invention pertains to a | aser apparatus which
uses a solid regular pyram d having a square base and four
triangul ar faces which neet at the apex.

Representative claim 13 is reproduced as foll ows:

13. A laser apparatus conprising a solid regular pyramd
made of |aser material, having a square base and four triangul ar
faces of equal size and shape neeting at the apex and a | aser
beam directed perpendicularly to said base and characterized as
havi ng substantially OE refl ection.

The exam ner relies on the follow ng references:

Almasi et al. (Al nmasi) 3,631, 362 Dec. 28, 1971
Koechner 4,357,704 Nov. 02, 1982

Clains 13-21 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Koechner or Al nmasi.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
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consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along wwth the examner's
rationale in support of the rejections and argunents in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in clainms 13-21. Accordingly, we reverse.

Appel l ants have nomnally indicated that the clainms on
appeal do not stand or fall together [brief, pages 5-6].

However, appellants have made no separate argunments with respect
to any of the clainms within each rejection. Since appellants
have failed to appropriately argue the separate patentability of
the clains, all contested clains stand or fall together. See In
re King, 801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. G r. 1986);
In re Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. G

1983). Accordingly, we will only consider the rejections against
claim 13 as representative of all the clains on appeal.

We consider first the rejection of the clainms under 35
U S.C 8§ 103 as being unpatentabl e over Koechner. 1In rejecting

clainms under 35 U.S.C. 8 103, it is incunbent upon the exam ner
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to establish a factual basis to support the | egal conclusion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQ2d 1596,

1598 (Fed. Cir. 1988). 1In so doing, the exam ner is expected to

make the factual determ nations set forth in G ahamyv. John Deere

Co., 383 U S 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art would
have been led to nodify the prior art or to conbine prior art
references to arrive at the clained invention. Such reason nust
stem from sone teachi ng, suggestion or inplication in the prior
art as a whole or know edge generally available to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-Wley Corp.,

837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cr.), cert.
denied, 488 U. S. 825 (1988); Ashland QI, Inc. v. Delta Resins &

Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed.

Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS Hospital

Systens., Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the exam ner
are an essential part of conplying wwth the burden of presenting

a prinma facie case of obvi ousness. Note In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992).
As indicated by the cases just cited, the exam ner has at

| east two responsibilities in setting forth a rejection under 35
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US C 8 103. First, the examner nust identify all the

di fferences between the clainmed invention and the teachi ngs of
the prior art. Second, the exam ner nust explain why the
identified differences would have resulted from an obvi ous

nodi fication of the prior art. In our view, the exam ner has not
properly addressed his first responsibility so that it is

i npossi bl e that he has successfully fulfilled his second

responsi bility.

It is not entirely clear fromthe exam ner’s rejection
just what the perceived differences are between claim 13 and the
t eachi ngs of Koechner. The exam ner notes that the slab type
| aser in Koechner can be pyramidal or the like in configuration
[answer, page 5]. The exam ner concludes that it “woul d have
been obvious to one of ordinary skill in the art at the tine the
i nvention was made to use [the] teaching of both references for a
| aser apparatus, as clainmed if so desired” [answer, page 6].

Appel  ants argue that Koechner does not disclose a solid
regul ar pyramd as recited in claim13 [brief, page 7]. More
specifically, appellants argue that the truncated pyram ds of the
applied prior art would not have suggested the specific solid

pyramd as recited in the clainms [reply brief, page 1].
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It should be noted that claim 13 as reproduced above
specifically recites an optical article having the shape of a
solid regular pyramd in which the sides of the pyramd neet at
t he apex of the pyramd. The correspondi ng device in Koechner
whi ch may be “pyramdal” is the | aser nodul e bounded by faces 8
and 9 and concentrator 7. This device in Koechner is described
as a “truncated pyramd’” [colum 4, line 30]. A truncated
pyramd is a pyramd in which the top portion has been cut off.
Therefore, the truncated pyram d of Koechner does not have
triangul ar faces which neet at the apex of the pyramd as recited
in the clainmed invention.

The exam ner never recognizes this difference between the
“pyram d” of Koechner and the pyram d as specifically recited in
claim13. The exam ner’s position sinply assunes that the
pyram d of Koechner neets the pyramd of the clains which is not
the case. Consequently, the exam ner never addresses why the
pyramd as recited in the clainms would have been obvious to the
artisan in view of the truncated pyram d of Koechner. The
failure of the exam ner to even acknow edge the difference
bet ween Koechner’s truncated pyram d and the pyramd of the
clainms results in a failure by the examner to establish a prima

faci e case of obviousness. Wile we are not able to say whet her
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the prior art in general m ght suggest the optical elenent of
claim 13, we can say that the invention as specifically recited
in claim13 is not rendered obvious on this record.

Si nce Koechner does not suggest an optical elenent in the
shape of a pyramd as specifically recited in the clains, we do
not sustain the rejection of clains 13-21 based on the teachings
of Koechner.

We now consider the rejection of the clains under 35
U S.C. 8§ 103 as being unpatentabl e over the teachings of Al nmasi.
The exam ner relies on the “pyram d’” 20 of Al masi as neeting the
pyramd as recited in the clains [answer, page 10]. Appellants
argue that Al nmasi does not teach a solid regular pyramd as set
forth in the clains [brief, page 8].

Pyramd 20 in Almasi is a truncated pyramd simlar to
the truncated pyram d of Koechner [note colum 4, |line 14]. The
truncated pyram d of Al nasi does not suggest the specific pyramd
of the clains for the sane reasons di scussed above wth respect
to Koechner. Therefore, the rejection of clains 13-21 based on

Almasi fails to make a prima facie case of obviousness for the

sane reasons di scussed above. Therefore, we also do not sustain

this rejection of clains 13-21.
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We have not sustained either rejection of clains 13-21 as
formul ated by the exam ner. Therefore, the decision of the
exam ner rejecting clains 13-21 is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH

Adm ni strative Patent Judge
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JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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