THIS OPINION WASNOT WRITTEN FOR PUBLICATION

The opinion in support of the decison being entered today
(1) was not written for publication in alaw journd and
(2) isnot binding precedent of the Board.
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ON BRIEF

Before WARREN, WALTZ and SPIEGEL, Administrative Patent Judges.

WARREN, Administrative Patent Judge.

Decision on Appeal and Opinion

Thisis an goped under 35 U.S.C. § 134 from the decison of the examiner findly regecting

claims 12 through 14, 16 and 17.

We have carefully considered the record before us, and based thereon, find that we cannot

sustain any of the grounds of rejection of the appeded clams under 35 U.S.C. § 103, each of which is

1 Application for patent filed June 11, 1993. According to appellants, this application is a division of
application 07/604,925, filed October 29, 1990, now United States Patent 5,221,523, issued June 22,

2 Amendment of April 4, 1994 (Paper No. 5).

-1-



Appeal No. 96-0172
Application 08/076,000

essentially based on the combined teachings of Foral, Pobst and Seebold® (answer, 3-8). It iswell
ettled that the examiner may satisfy his burden of establishing a prima facie case of obviousness under
8§ 103 by showing some objective teachings or suggestionsin the prior art taken asawhole or that
knowledge generdly avallable to one of ordinary skill in the art would have led that person to combine
the relevant teachings of the applied prior art in the proposed manner to arrive at the clamed invention,
including each and every limitation of the clams, without recourse to the teechingsin appdlant’s
disclosure. Seegenerally Inre Oetiker, 977 F.2d 1443, 1447-48, 24 USPQ2d 1443, 1446-47
(Fed. Cir. 1992) (Nies, J., concurring); In re Fine, 837 F.2d 1071, 1074-76, 5 USPQ2d 1596,
1598-1600 (Fed. Cir. 1988); In re Dow Chem. Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531-32
(Fed. Cir. 1988). In the apped before us, the examiner hasfailed to carry his burden.

We disagree with the examiner thet one of ordinary skill in this art would have modified the
process of Ford in view of the teachings of Pobst and Seebold and thus arrived at the claimed
inventior for the two reasons identified by the examiner as the differences between the claimed
invention and Fora (answer, page 4). Fird, we construe steps (@) through (c) of the claimed method
encompassed by claim 17 to require “heating the vaporized mixture’ from the “regenerator” prior to
“conducting said vaporized mixture. . . to aliquid collection chamber” (emphasis supplied). In contrary
manner, Fora cools the vapors from the rebailer ill in *conventiona condenser 48” and collects the
resulting condensed materid in “conventiond liquid knock-out 52" (e.g., cal. 4, lines 68-72, cal. 5, lines
59-61, col. 5, line 66, to col. 6, line 23). The examiner has proposed that Pobst would have provided

the motivation to one of

% The references relied on by the examiner with respect to the grounds of rejection are listed at page 2
of the answer. We refer to these references in our opinion by the name associated therewith by the
examiner.

* Wefind that the portion of Foral’s apparatus, as seen from Foral Fig. 1 and cols. 3-7, which pertains
to the seps of clam 17, extends from till column 10 through conduit 46 to condenser 48, thence to the
knock out vessel 52, from which conduit 55 extends to jet gector 56, and thence from jet gector 56,
with the addition of fue gas, through conduit 60 to burner 28 located in the reboiler. We observe that
aopdlants refer to the “reboiler” asthe “rebailer,” the “reboiler still column” and the “regenerator”
(specificetion, e.g., page 5, line 4, and specification Fig. 2, numerd 40).
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ordinary skill in thisart to modify the process of Fora by “heeting the wet gaseous mixture in a hegter,
after conducting said mixture from the regenerator and before conducting it to the knockout vessd”
(answer, page 4). However, as pointed out by appellants, Pobst does not address the combustion of
gases asin Ford’ s gpparatus and method (principd brief, pages 7-8), and we find no suggestion in
Pobst to replace a condensation system as found in Fora with a heated system as claimed by

appel lants.

Second, wefail to find in the record, any reason why one of ordinary skill in this art would have
modified the teachings of Ford as proposed by the examiner, in relying on the combined teachings of
the applied references for the “ concept of flaring Ford’s combustible gas mixture in aflare rather than
burning it to provide boiler duty for Foral’ s reboiler 26 (fig. 2)” (answer, page 13; seeadso page 5). As
pointed out by appellants, such amodification “to achieve [appdlants ] invention would . . . require a
redesign of Ford” (reply brief, page 3) and is not suggested by the applied references. Indeed, such a
modification would have to provide a different source of fud for the burner of Ford’sreboiler aswell as
provide for a different manner of digposing of the waste vapors. The examiner has provided no reason
why one of ordinary skill in this art would have found the motivation in Seebold or in Pobst to make the
proposed modifications of Ford.

It iswell settled that the “mere fact that the prior art may be modified in the manner suggested
by the Examiner does not make the modification obvious unless the prior art suggested the desirability of
the modification.” In re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992).
Without such a suggestion in the prior art, the examiner has engaged in hindsght in concluding thet the
clamed invention is obvious over the combination of references. 1d. Because Fora, Pobst and
Seebold do not separately or severdly provide the motivation to modify the apparatus of Fora to arrive
a the daimed method, it is manifest that the only direction to gppdlants clamed invention asawhole
on the record before usis supplied by appdlants own specification.

The examiner’ s decison is reversed.
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Reversed
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