TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-0601
Appl i cation 08/ 104, 965

Bef ore LYDDANE, MElI STER and ABRAMS, Adm nistrative Patent Judges.

MElI STER, Adm ni strative Patent Judge.

lApplication for patent filed August 10, 1993.
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DECI SI ON ON APPEAL

James A. Rtz and Brian L. Fideler (the appellants) appeal
fromthe final rejection of clains 4-7, 9, 10, 12 and 13, the
only clains remaining in the application.? W reverse.

The appellants’ invention pertains to a tool which is used
in the placenent of inplantable |eads during a surgical
procedure. Independent claim4 is further illustrative of the
appeal ed subject matter and reads as foll ows:

4. A tool for use in the placenent of inplantable |Ieads,
conpri si ng:

a capsule having a forward end, a rearward end and an
internal cavity, said internal cavity open to the rearward end of
sai d capsul e, said capsule conprising first and second
| ongi tudi nally extending sections pivotally nmounted to one
another at a pivot point, said first section fabricated of a
materi al which may be deformed manual |y, said capsule further
provided with | atch neans spaced from said pivot point for
mechani cally latching said first and second sections to one
anot her and for nechanically unlatching said first and second
sections fromone another in response to manual deformation of
said first section between said pivot point and said | atch neans.

The reference relied on by the exam ner is:

Canps et al. (Canps) 5,241, 957 Sep. 7, 1993
(filed Nov. 18, 1991)

2 Caim 13 has been anmended subsequent to final rejection.
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Clainms 4-7 stand rejected under 35 U.S.C. § 102(e) as being
antici pated by Canps.

Clains 9, 10, 12 and 13 stand rejected under 35 U. S.C. § 103
as bei ng unpat ent abl e over Canps.

Each of the above-noted rejections is based upon the
exam ner’ s view t hat

since the force that can be applied by different people
varies greatly, the examner is of the opinion that
maki ng the box and lid [of Canps] out of the disclosed
materials would inherently allow the box and lid to be
defornmed to sone extent by a person. Wth sufficient
pressure exerted on the box and lid, the exam ner
contends that the Iid woul d becone renoved fromthe
box. It should also be noted that the claimdoes not
prohibit the application of sonme other force at sone
other location to assist in the operation of the latch
means. One could manually grasp and flex the box and
lid while additional pressure is exerted directly on

the latches and tabs. In either situation, the claim
limtations are deened to be net by CAMPS. [ Answer,

page 4.]

W w Il not support the exam ner’s position. [|ndependent

clains 4 and 9 each expressly requires a |atch neans

for mechanically latching said first and second
sections to one another and for nechanically unlatching
said first and second sections fromone another in
response to manual deformation of said first section
bet ween sai d pivot point and said | atch neans.

[ Enphasi s ours. |

The exam ner concedes that Canps does not specifically teach such

an arrangenent but, neverthel ess, takes the position that the
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materials disclosed by Canps would “inherently” allow the box to
be defornmed to sone extent and that with “sufficient pressure”
the Iid woul d beconme renoved. This position is based on
specul ati on and unfounded assunptions. Even if we were to agree
with the exam ner that Canps’ first section could be deforned to
“sone extent” with sufficient pressure, there is absolutely
nothing to indicate that this deformation of “some extent” would
have any effect at all on Canps’ |atches 31, nmuch | ess function
to unlatch them It is well settled that inherency may not be
establ i shed by probabilities or possibilities. In re Celrich,
666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981) and In re
Rijckaert, 9 F.3d 1531, 1534, 28 USPQ@2d 1955, 1957 (Fed. Cr

1993) .

As to the exam ner’s contention on page 4 of the Answer that
one “could manually grasp and flex the box and lid [of Canps]
whil e additional pressure is exerted directly on the | atches and
tabs,” the plain | anguage of each of the independent clainms on
appeal expressly requires a latch neans which functions in such a
manner that, upon manual deformation of the first section between

the pivot point and the latch neans, the | atch means unl at ches.
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In short, the clainms expressly require that unlatching occur in
response to manual deformation of the first section between the
pi vot and the latch neans. There is absolutely nothing in Canps

whi ch either teaches or suggests such an arrangenent.

The examner’'s rejections of clainms 4-7 under 35 U. S. C.
8§ 102(e) and clainms 9, 10, 12 and 13 under 35 U.S.C. § 103 are
reversed

REVERSED

W LLI AM E. LYDDANE )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
JAMES M MEI STER ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
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NEI L E. ABRAMS
Adm ni strative Patent Judge
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