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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 1-9, which are all of the clainms in the application.
The rejection of claim3 is withdrawn in the exam ner’s answer
(page 5).
THE | NVENTI ON
Appel lant clainms a nol ded el enent and a nold for making

t he nol ded el enent.
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In a reply brief filed on October 30, 1995 (paper no.
11), appellant requested that claim1, which is the sole
i ndependent claimdirected toward the nol ded el ement, be
anended to read as foll ows:

1. In a nolded elenment containing therein a horizontally
di sposed bore for receiving a fastener therein, the
i mprovenent conpri sing:

a plurality of downwardly disposed first el enents having
distal ends, said plurality of first elenments being spaced
apart from one another; and

a plurality of upwardly disposed second el enents havi ng
distal ends, said plurality of second el enents bei ng spaced

apart from one anot her;

wherein said plurality of first elenments are offset from
said plurality of second el enents;

wherein said distal ends of said plurality of first
el emrents and said distal ends of said plurality of second
el emrents are outwardly arcuate and conbine to forma
hori zontal Iy di sposed bore cylindrical having at | east one end
open for receiving a threaded fastener therein.
Thi s amendnent, which added “are outwardly arcuate and”,
“cylindrical” and “threaded” in the |ast element of claiml,
and canceled claim 3, was not submtted in a separate paper
and entered into the record. In a subsequent anendnent filed

on May 27, 1997 (paper no. 15), an anmendnent was submtted

whi ch included adding “cylindrical” but did not include adding
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“are outwardly arcuate and” or “threaded”. This anmendnent was
entered and is the nost recent amendnment of record.

Appel lant (brief, page 3; reply brief, page 1) and the
exam ner (answer, pages 3-5) argue the case as though the
anmendnent in the Cctober 30, 1995 reply brief has been
entered. For purposes of expediting prosecution and making
efficient use of the board s resources, we decide the appeal
of the rejection of claim1 based upon the claimas argued by
appel lant and the examner, i.e., as it appears in the October
30, 1995 reply brief, even though the amendnent therein has
not yet been clerically entered.?

Caim9, which is the sole claimdirected toward the
mol d, is argued by appellant and the exam ner as it appears of
record. That claimis as follows:

9. In anold for producing a nolded el enent contai ni ng
therein a horizontally disposed bore for receiving a threaded
fastener therein, the inprovenment conprising:

an upper portion containing a plurality of downwardly
di sposed el enents, said downwardly di sposed el enents bei ng

spaced apart in parallel planes and having arcuate distal
ends; and

! See the renmand at the end of this opinion.

3



Appeal No. 1996-1049
Application No. 08/238, 681

a lower portion containing a plurality of upwardly
di sposed el enents, said upwardly disposed el enents being
spaced apart in parallel planes and having arcuate di stal
ends,

wherein said | ower portion and said upper portion are
al i gned so that upon closing the nold, said upwardly di sposed
el enents and said downwardly di sposed el enents are |ocated in
alternating planes, and the arcuate ends of said upwardly
di sposed el enents and the arcuate ends of said downwardly
di sposed el enents define a horizontally di sposed cylindrical
bore having an opening in at | east one end thereof for
receiving a threaded fastener therein.

THE REFERENCE
Harri son 4,514, 356 Apr. 30,
1985
THE REJECTI ON
Claims 1, 2 and 4-9 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Harri son.
OPI NI ON
We have carefully considered all of the argunents
advanced by appell ant and the exam ner and agree with
appel l ant that the aforenentioned rejection is not well
founded. Accordingly, we reverse this rejection
Appel lant’s clainms require that the upwardly and

downwar dl y di sposed el enents are arcuate and forma
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cylindrical bore capable of receiving a threaded fastener.
Harrison’s upwardly and downwardly di sposed el enents have
teeth which face, respectively, dowwardly and upwardly, for
| ocking with upper and | ower sawtooth surfaces of nale

connectors which are inserted between the upwardly and

downwar dl y di sposed el enents (col. 2, lines 20-29; col. 4,
lines 47-66; col. 5, lines 44-47). The nale connectors can be
square or rectangular (col. 5, lines 3-15), and can have

vertical and canted surfaces which extend over their sides as
well as the top and bottom (col. 4, line 67 - col. 5, line 3).
The exam ner argues that “[i]t would have been an obvi ous
matter of design choice to nodify Harrison’s distal ends to
have outwardly arcuate shape, since such a change woul d have
i nvolved a nere change in the shape of a conponent. A change
in shape is generally recognized as being wwthin the |evel of
ordinary skill inthe art. In re Dailey, [357 F.2d 669,] 149
USPQ 47 (CCPA 1976 [sic, 1966]).” |In Dailey, the majority was
not convinced that the “less than hem sphere” shape of each
section of a nursing bottle which has a rigid section near the
ni pple and a flexible section which is drawn into the rigid
section as the bottle is enptied, “is significant or is
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anyt hing nore than one of nunerous configurations a person of
ordinary skill in the art would find obvious for the purpose
of providing mating surfaces in the collapsed container” of
the applied reference. See Dailey, 357 F.2d at 672-73, 149
USPQ at 50.

Appel  ant argues that appellant’s arcuate el enents are
significant because they result in a cylindrical bore which
allows for a threaded fastener to be used rather than
Harrison’s square or rectangular fastener which is pushed into
the femal e connector (brief, page 3). The exam ner provides
no reasoning as to why one of ordinary skill in the art would
have consi dered the difference between Harrison’s
configuration and appellant’s arcuate configuration to be
insignificant such that Harrison's configuration wuld have
fairly suggested appellant’s configuration to one of ordinary
skill in the art. The examner, instead, nerely relies upon a
per se rule that mere changes of shape are obvious. As stated
by the Federal Circuit inIn re Cchiai, 71 F.3d 1565, 1572, 37
UsP@d 1127, 1133 (Fed. Cir. 1995), “reliance on per se rules

of obviousness is legally incorrect and nust cease.”
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The exam ner argues that Harrison’s colum 6, lines 11-15
suggest that this reference is not limted to rectangul ar or
square lugs (answer, page 5). That portion of Harrison
states: “Wiile nunmerous nodification [sic, nodifications] of
t he di scl osed enbodi nents will undoubtedly occur to those of
skill in the art, it should be understood that the spirit and
scope of the invention is to be |limted solely by the appended
clainms.” The exam ner’s argunment is not convincing because
t he exam ner has not explained why this disclosure would have
fairly suggested, to one of ordinary skill in the art, use of
arcuate elenments which forma cylindrical bore which is
capabl e of receiving a threaded fastener.

The exam ner argues that appellant’s clains 1, 2, 4-6 and
8 are directed to a nol ded product and that the particul ar
arcuat e shape of the elenents of the nold are not part of the
product as clainmed and, therefore, are not a positive
limtation (answer, page 5). As indicated by page 5 of the
exam ner’s answer, claiml as interpreted by the exam ner
expressly recites that the distal ends of the elenents of the

nol ded product are outwardly arcuate.
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The exam ner argues that Harrison clearly shows a
cylindrical fastener in figures 2 and 4 and, therefore,
di scloses a cylindrical bore (answer, page 5). Harrison,
however, states that “[t]he bottomlugs 34 are positioned out
of vertical alignment with respect to the upper |ock lugs 32

and are bisected by a vertical plane bisecting the space

bet ween adj acent ones of the upper lock lugs 32 as wll be
apparent frominspection of FIG 4. The upper |ock lugs 32
extend transversely with respect to the seat in a horizontal
manner at an el evati on above the el evation of the |ower
portion of the bed plate ...” (col. 3, lines 58-65). This

di scl osure indicates that the upper and | ower |ock lugs are
flat rather than arcuate and, therefore, provides no
indication that the bore is cylindrical. Figure 2 shows these
sane upper and lower lock lugs (32 and 34).

For the above reasons, we conclude that the exam ner has
not carried the burden of establishing a prim facie case of
obvi ousness of appellant’s clained invention. W therefore
reverse the examner’s rejection

REMAND
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We remand the application to the exam ner for the
exam ner to obtain from appellant a separate paper wherein
claim1l is anended to read as argued by appellant and the
examner in this appeal, i.e., as it appears on page 2 of the
reply brief filed on Cctober 30, 1995% and claim3 is

cancel ed, and to enter this amendnent into the record.

2 As indicated by the amendnent filed on May 27, 1997
(paper no. 15), in claiml in the Cctober 30, 1995 reply
brief, "cylindrical" should appear before rather than after
"bore".
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DECI SI ON
The rejection of clains 1, 2 and 4-9 under 35 U S. C
8 103 over Harrison is reversed.

REVERSED and REMANDED

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

BRADLEY R GARRI S APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

TERRY J. OWNENS
Adm ni strative Patent Judge
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