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ON BRI EF

Bef ore McKELVEY, Senior Adm nistrative Patent Judge, and
SCHAFER and TORCZON, Adninistrative Patent Judges.

TORCZON, Admini strative Patent Judge.

DECI S| ON ON APPEAL

Appel  ants seek review under 35 U.S.C. § 134 of the
examner's final rejection of clains 2-4, 7, and 15-19 under
35 U S.C 8§ 103. (Paper No. 31 (Not. App.)). W reverse.

BACKGROUND

We sel ect claim15, reproduced bel ow, as representative
of the claimed invention:

15. A method of inhibiting desensitization of a
cell to the effects of a conpound conprising causing
the cell to be contacted with a pharmaceutically
acceptabl e agent that inhibits $2 adrenergic
receptor protein kinase-induced phosphorylation of
$2 adrenergic receptors for said conpound, which $2
adrenergic receptors are present on the surface of
said cell, wherein said contacting is effected under
conditions such that said inhibition is effected.
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The exam ner rejected clains 2-4, 7, and 15-19 under 35
U S.C. 8 103 as bei ng unpatentabl e over

RJ. Lefkowitz & MG Caron, "Adrenergic receptors:

nodel s for the study of receptors coupled to guanine

nucl eotide regulatory proteins”, 263 J. Biol. Chem 4993-
96 (1988) ("Lefkowitz")

or

R L. Huganir & P. Greengard, "Regulation of receptor
function by protein phosphorylation", 8 Trends Pharm
Sci. 472-77 (1987) ("Huganir")

in view of Appellants' own adm ssions (Paper No. 33 (Ex.
Ans.) at 3).

Lefkow tz and Huganir teach that phosphoryl ation of the
$ adrenergic receptor ("$,AR')! desensitizes the receptor to an
agoni st. The desensitization may be heterol ogous (i.e.,
wi t hout the receptor being occupied by agonist) or honol ogous
(i.e., only occurs in agoni st occupied receptor).
Het er ol ogous desensitization is thought to be caused by
phosphoryl ati on of the $,AR by cAMP?>-dependent protein kinase

whi | e honol ogous desensitization is thought to be caused by

II'n referring to the $ adrenergic receptor, Appellants use
the term"$,AR'. In referring to the receptor's kinase,
Appel | ant uses the shorthand term "$ar kinase" (Paper No.
1(Spec.) at e.g., 10, 13). W will use the sane shorthand
term nol ogy that Appellants use.

2Cycl i ¢ adenosi ne nmonophosphat e.
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phosphoryl ati on of the $,AR by $ adrenergic receptor Kkinase
($ar kinase) (Lefkowitz at 4995 and Huganir at 474-475).

The exam ner states that "[t]he primary references do not
teach inhibition of the phosphorylation by using an inhibitor
of the kinase."® The exam ner relies upon Appellants' "own
adm ssi ons" at page ten of Appellants' specification for
t eachi ng "known conpounds capabl e of inhibiting receptor
ki nases involved in nediating honol ogous desensitization of
adenyl yl cycl ase-coupl ed receptors” (Paper No. 33 at 3). The
rel evant di sclosure at page ten of Appellants' specification
is as foll ows:

Compounds suitable for use in the present invention

i ncl ude those capable of inhibiting receptor

ki nases, for exanple, specific protein kinases

i nvol ved in nediating honol ogous desensitization of

adenyl yl cycl ase-coupl ed receptors (i.e. $ar

ki nase). (See al so Bl ackshear (1988) EASEB J.

2:2957; Mddleton (1988) Ann. Allergy 61:53; Hunnan
[ sic, Hannun] (1988) Science 243:500.)

Dl SCUSSI ON

3Claim 15 requires inhibition of $ar kinase-induced
phosphoryl ati on whi ch does not necessarily require inhibition
of

t he kinase. An agent capable of inhibiting the $ar ki nase
woul d be expected to inhibit phosphorylation of the receptor
and in fact this does appear to be how the clained invention
wor ks(Paper No. 1 (Specification) at 10).
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In the context of Appellants' clainms, we find that $2
adrenergic receptor protein kinase-induced phosphorylation is
phosphoryl ati on of the receptor induced specifically by $ar
ki nase. Appellants describe (Paper No. 1 at 1:25-2:12) $ar
ki nase, as do Lefkowitz (at 4995) and Huganir (at 475). $ar
ki nase appears to phosphorylate a particular portion of $,AR
that differs fromthe portions phosphoryl ated by ot her kinases
(Huganir at 474 and 475 (Fig. 4)).

Lef kowi tz and Huganir woul d have suggested to one skilled
in the art that an agent capable of inhibiting $ar kinase or

$ar

ki nase i nduced phosphoryl ation would inhibit desensitization.
Nei t her reference, however, teaches such an agent.

The exam ner relies on a portion of the Appellants
di sclosure that refers to three references (Bl ackshear,
M ddl et on, and Hannun) that teach inhibitors of protein C
ki nase and cAMP-dependent kinase (See Bl ackshear at 2957
M ddl eton at 56, and Hannun at 243). The exam ner has not
shown where these references teach an agent that inhibits $ar
ki nase or $ar ki nase induced phosphorylation. Absent such

showi ng, we do not find that the cited disclosure is an
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adm ssion that agents known to inhibit $ar kinase or $ar
ki nase i nduced phosphoryl ation were known in the art.

To establish obviousness of a clained invention under
35 US.C 8103, all the claimlimtations nust be taught or

suggested by the prior art. 1n re Royka, 490 F.2d 981, 985,

180 USPQ 580, 583 (CCPA 1974). The exam ner has not pointed
out where the prior art teaches or suggests an agent capable
of inhibiting $ar kinase or $ar kinase induced

phosphoryl ation. Wthout such a teaching or suggestion, the
ref erences suggest a course for further research, but not the

present invention. In re OFarrell, 853 F.2d 894, 903,

7 USPQ2d 1673, 1680-81 (Fed. Cir. 1988). (An invitation to
experinment is not obviousness). The rejection of claim15
under 35 U.S.C. § 103 is reversed.

Clainms 2-4, 7, and 16-19 are also directed to nethods of
inhibiting desensitization that require an agent that inhibits
$ar ki nase-i nduced phosphoryl ation. Accordingly, the
rejection of these clains under 35 U.S.C. §8 103 is also
reversed

DECI SI ON
The exam ner's rejection of clains 2-4, 7, and 15-19

under 35 U.S.C. § 8 103 is
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REVERSED

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

Rl CHARD E. SCHAFER

PATENT
Adm ni strative Patent Judge
RI CHARD TORCZON
Adm ni strative Patent Judge
cc: Mary J. WI son

NI XON & VANDERHYE, P.C.
1100 NORTH GLEBE RD 8TH FL
ARLI NGTON VA 22201-4714
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