TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner’s rejection of clains 1-15, which constitute

! Application for patent filed January 3, 1994.
According to the appellants, the application is a continuation
of Application 07/888, 221, filed May 26, 1992.
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all the clains in the application. An anmendnent after fina
rejection was filed on April 10, 1995 and was entered by the
exam ner.

The invention pertains to a nethod and apparatus for
operating a graphical user interface on the display of a
conputer. More particularly, an icon is placed in the nenu
bar of a wi ndow being displayed. The icon is associated with
one or nore actionable objects, and a sel ection nessage is
sent to the associ ated actionabl e objects in response to
selection of the icon in the nenu bar.

Representative claim1l is reproduced as foll ows:

1. An apparatus for operating a user interface
having one or nore icons in a nenu bar of a wi ndow on a
di spl ay, conpri sing:

(a) neans for producing a nmenu bar in a w ndow on
t he displ ay;

(b) means for placing a nmenu bar icon in the nenu
bar ;

(c) means for associating one or nore actionable
objects in said window with said nmenu bar icon, each of said
actionabl e objects represented by a different icon, said
acti onabl e obj ects having data and procedural information and
bei ng operabl e i ndependent of said nenu bar icon; and

(d) nmeans for sending a selection nessage to the one
or nore associ ated actionabl e objects in response to operator
sel ection of the nenu bar icon
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The exam ner relies on the follow ng references:

Mul | er 4,984, 152 Jan. 08, 1991
Flem ng et al. (Flem ng) 5,140, 677 Aug. 18, 1992

(Filed May 11,
1990)

Clains 1-15 stand rejected under 35 U . S.C. § 112,
second paragraph, for failing to particularly point out and
distinctly claimthe invention. Cains 1-15 al so stand
rejected under 35 U . S.C. 8 103. As evidence of obviousness
the exam ner offers Flem ng and Mul |l er taken together.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of obvi ousness
relied upon by the exam ner as support for the obviousness
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’

argunments set forth in the brief along with the exam ner’s

rational e in support of the rejections and argunents in
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rebuttal set forth in the exam ner’s answer

It is our view, after consideration of the record
before us, that clains 1-15 particularly point out the
i nvention in a manner which conplies with 35 U.S.C. § 112. W
are also of the viewthat the rejection as formul ated by the
exam ner does not support the obviousness of the invention in
t he manner suggested by the exam ner. Accordingly, we reverse
the examner’s rejections. Neverthel ess, we add a new
rejection of independent clains 1, 6 and 11 using our
authority under 37 CFR § 1.196(b).

We consider first the rejection of clains 1-15 under
the second paragraph of 35 U S.C. 8 112. The examner’s
rejection states the follow ng:

The recitation of "each of said

acti onabl e objects represented by a
di fferent icon, having data and
procedural information and being

oper abl e i ndependent of said nenu bar
i con; and neans for sending a

sel ection nessage to the one or nore
associ ated acti onabl e objects in
response to operator selection of the
menu bar icon" in clains 1, 6 and 11
is confusing since if actionable

obj ects are operabl e i ndependent of
the nenu bar icon, the actionable

objects will not have response to the
sel ection of the nenu bar icon
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[ answer, pages 2-3].
Appel l ants argue that the criticized terns would be clear to
the person skilled in the art when the clains are read in
l'ight of the specification [brief, pages 7-9].
The general rule is that a clai mnust set out and
circunscribe a particular area wwth a reasonabl e degree of
precision and particularity when read in |light of the

di sclosure as it would be by the artisan. |In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in |light of the

specification. Seattle Box Co., v. Industrial Crating &

Packing, Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. G r
1984) .

The exam ner appears to m sapprehend the neani ng of
what is recited in the independent clains. The fact that an
actionabl e object is operable independently of the nenu bar
i con does not preclude it also being operable in response to
the nenu bar icon. For exanple, in figure 2 of this
application, the actionable object "March Reports" is operable
by either selecting icon 250, which is independent of the nenu
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bar icon, or by selecting icon 222 which is not independent of
the nmenu bar icon. Thus, the independent clains recite nothing

nore than that the actionable objects can be operated w thout

using the nmenu bar icon. W agree with appellants that the
arti san having considered the specification of this
application would have no difficulty ascertaining the scope of
the invention recited in clainms 1-15. Therefore, the
rejection of clains 1-15 under the second paragraph of 35
U S C 8§ 112 is not sustained.

We now consider the rejection of clains 1-15 under 35
U.S.C. §8 103 as unpatentable over the teachings of Flem ng and
Hoki . Appellants have indicated that the clains on appea
stand or fall together for purposes of this rejection [brief,
page 7]. Consistent wth this indication appellants have nmade
no separate argunents with respect to any of the clains on
appeal . Consequently, all contested clains stand or fal

together. See In re King, 801 F.2d 1324, 1325, 231 USPQ 136,

137 (Fed. Cr. 1986); In re Sernaker, 702 F.2d 989, 991, 217

USPQ 1, 3 (Fed. Gr. 1983). Accordingly, we will only
consider the rejection against claim1l as representative of

all the clains on appeal .
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In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-WIey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);: ACS

Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note
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In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992).

Wth respect to representative claim1l, the exam ner
has basically read the claimon the disclosure of Flem ng, and
t he exam ner asserts that Flem ng teaches the invention of
claim1l except for the clainmed plurality of nmenu icons
[answer, page 3]. The examiner relies on Miuller as teaching a
plurality of menu icons and suggests that it would have been
obvious to replace the nenu titles of Flemng with the plura
icons of Muller [1d. at pages 3-4].

Appel l ants argue inter alia that

Flem ng et al provide no "neans for
associ ating one or nore actionable
objects in said window with said nmenu
bar icon..." Instead they provide
only a proxy icon for the w ndow
itself - there is no ability to

associ ate anot her object within the

wi ndow with a[n] nenu bar icon. As a
result, there is no "neans for sending
a selection nessage to the one or nore
associ ated acti onabl e objects” [brief,
page 12].

The exam ner responds that the menu bar icon and the objects
in Flem ng are associ ated by nerely being icons displayed on

t he sane wi ndow [ answer, page 6].
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Al t hough many of appellants’ argunents are not
comrensurate in scope with the invention of claiml, we are
unable to find notivation to conbine the teachings of Miller
with Fleming so as to arrive at the clainmed invention. First,
we cannot agree with the exam ner that "associating" can be
satisfied by the nere presence of two unrelated itens on a
di splay window Claim1l recites an association that requires
functionality between the actionabl e object and the nmenu bar
icon which is not net by the actionable objects identified by
the exam ner. Second, we can find no notivation for replacing
the action line itens of Flem ng, such as File, View and
Options, with a plurality of nenu bar icons based on the
teachings of Muller. The plurality of icons in Miller would
not fit within the nenu bar and woul d provide no advantage to
the Flem ng interface. Therefore, we do not sustain the
rejection under 35 U.S.C. 8 103 as fornul ated by the exam ner.

Not wi t hst andi ng our view that the exanminer’s rejection
of the clains cannot be sustained, we are also of the view
that the invention as broadly recited in independent clains 1,
6 and 11 is fully nmet by the teachings of Flem ng. Therefore,
we exercise our authority under 37 CFR § 1.196(b) to nmake a
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new rej ection of independent clains 1, 6 and 11 under 35
US C 8§ 102(e) as being anticipated by the discl osure of
FI em ng.

For purposes of reading the clained invention on the
di scl osure of Fleming, we will use claim1l as the
representative claim W also interpret claimlinits
broadest form which neans that we interpret "one or nore
I cons" as meaning one icon and "one or nore actionable
obj ect s" as neani ng one actionable object. Caim1 reads on
Fl em ng as fol |l ows:

(a) means for producing a nmenu bar in a wi ndow is mnet
by menu bar 37 of Flem ng;

(b) nmeans for placing a nenu bar icon in the nenu bar
is met by icon 45 of Flem ng;

(c) nmeans for associating one...actionable object in
said window with said nenu bar icon ... and bei ng operable
i ndependent of said nenu bar icon is nmet by actionabl e object
"project X' of Flem ng and by nenu bar icon 45 of Flem ng;
[note that actionable object "Project X' is operable
I ndependent of nenu bar icon 45 by use of icon 21];

(d) means for sending a selection nessage to the
one...associated actionable object in response to operator
sel ection of the nenu bar icon is net by icon 45 of Fl em ng;
[note that selection of icon 45 causes a sel ection nessage to
be sent to actionable object "Project X'].

Since the broadest reasonable interpretation of
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i ndependent clains 1, 6 and 11 is fully net by the disclosure
of Flem ng as expl ai ned above, we make this new ground of
rejection of clainms 1, 6 and 11. W designate this as a new
ground of rejection because our reasoning is substantially
different fromthat used by the exam ner in his conbination of
prior art references. W also only address the three

i ndependent clains at this tine. W leave it to the exam ner
to decide the extent to which the dependent clains may be
subject to rejection based on Fl em ng al one or used with other
avai l able prior art.

In summary, we have not sustained either of the
exam ner’s rejections of the clains under 35 U.S.C. 88 112 and
103. Therefore, the decision of the exam ner rejecting clains
1-15 is reversed. W have entered a new ground of rejection
of independent clains 1, 6 and 11.

Thi s deci sion contains a new ground of rejection
pursuant to 37 CFR § 1.196(b)(anmended effective Dec. 1, 1997,
by final rule notice 62 Fed. Reg. 53,131, 53,197 (Cct. 10,
1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct.

21, 1977)). 37 CFR 8 1.196(b) provides that "A new ground of
rejection shall not be considered final for purposes of
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judicial review"
37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedings (8
1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of
the clains so rejected or a show ng of
facts relating to the clains so
rejected, or both, and have the matter
reconsi dered by the exam ner, in which
event the application will be remanded
to the exam ner

(2) Request that the application be
reheard under § 1.197(b) by the Board
of Patent Appeals and Interferences
upon the sane record.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED; 37 CFR § 1.196(b)

)

JAMES D. THOVAS )

Adm ni strative Patent Judge )
)
)
) BQOARD OF PATENT

JERRY SM TH )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

JAMES T. CARM CHAEL )

Adm ni strative Patent Judge )

JS/ PGG
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Keith Stephens

I nt ernati onal Busi ness Machi nes Corp.
Intellectual Prop. Law Dept.

Internal Zip 4054, 11400 Burnet Rd.
Austin, TX 78758
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