THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clainms 1 through 24, which are all of the clains
pending in this application.

BACKGROUND

The appellants’ invention relates to a process of

preparing a permanent nmagnet and product thereof. An
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under standi ng of the invention can be derived froma reading

of exenplary clainms 1 and 24, which are reproduced bel ow.

1. A nethod for preparing a permanent magnet having as
princi pal constituents at |east one rare earth netal, iron,
boron and copper, conpri sing:

provi ding a magnet all oy conposition including at |east
one rare earth nmetal, iron, boron and copper;

mel ting the magnet alloy conposition including the rare
earth nmetal, iron, boron and copper,

casting the alloy conmposition into an ingot,

hot working the alloy ingot at a tenperature of at | east
about 500EC with a strain rate of from about 10* to 10% per
second.

24. The permanent magnet formed by the nmethod of claiml.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Kobayashi et al. 5,816, 761 Feb. 16, 1993
(Kobayashi )

Aki oka et al. (PCT/JP) WD 88/ 06797 Sep. 7, 1988
(Aki oka * 797)

Aki oka et al. (UK) 2 206 241 Dec. 29, 1988
(Aki oka *241)



Appeal No. 1996-1777 Page 3
Application No. 08/ 034,009

Clainms 1-23 stand rejected under 35 U . S.C. §8 103 as being
unpat ent abl e over Akioka '241'. Caim 24 stands rejected
under 35 U. S.C. 8§ 102(b) as anticipated by, or in the
alternative,
under 35 U. S.C. § 103 as obvi ous over Akioka '7972 C aim 24
stands rejected under 35 U.S.C. 8 103 as bei ng unpat ent abl e
over Kobayashi .

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants' specification and cl ains,
to the applied prior art references, and to the respective
positions articul ated by appellants and the exam ner. As a
consequence of our review, we find that the exam ner has not
carried the burden of presenting a prim facie case of
anticipation under 35 U.S.C. 8 102 or a prima facie case of

obvi ousness under 35 U. S.C. § 103. Accordingly, we wll not

sustain the exam ner's rejections.

publ i shed UK patent application No. 2 206 241

2publ i shed PCT application (WO 88/06797). Al subsequent
references in this opinion to Akioka '797 are references to
the English | anguage transl ati on of the published PCT
application of record.
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8§ 103 Rejection of Cains 1-23

The exam ner acknow edges that Akioka '241 does not teach
the use of a copper containing alloy as is used in the clained
process. According to the exam ner, however, "... the
application of a known process such as the process taught by
Akioka et al. to a different starting material does not |end
patentability to the newy clained process ..." (answer, page
3). W disagree. In our view, the case law cited by the
exam ner in support of this proposition, In re Durden, 763
F.2d 1406, 226 USPQ 359 (Fed. Cir. 1985) and In re Kanter, 399
F.2d 249, 158 USPQ 331 (CCPA 1968) at page 3 of the answer
does not establish a universal rule regarding the obvi ousness
of process clainms that distinguish over a prior art process by
the processing of different materials therein. As stated by
our reviewing court inlIn re Ohiai, 71 F.3d 1565, 1572, 37
UsP@d 1127, 1133 (Fed. Cir. 1995), “reliance on per se rules
of obviousness is legally incorrect and nust cease.” Since
the only rationale proffered by the examner is prem sed on
such a per se rule, we will not sustain the stated rejection.

Rej ections of Claim24
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At the outset, we note that appellants urge that neither
Aki oka ' 797 or Kobayashi as separately applied by the exam ner
against claim?24 is available as prior art thereto (reply
brief, pages 3, 4, 7, and 8). The exam ner contends
ot herwi se. However, even if both of the above-noted
references were available as prior art to appeal ed cl ai m 24,
we determ ne that the exam ner has not presented a prima facie
case of anticipation or obviousness, on the present record.
Accordingly, we will not sustain the stated rejections for the
reasons as foll ows.

Wth regard to the examner's stated rejection of claim
24 under either 35 U.S.C. 8 102(b) as anticipated by, or in
the alternative, under 35 U S.C. 8§ 103 as obvi ous over Aki oka
'797, we observe that the exam ner acknow edges that Aki oka
' 797 does not teach appellants' clained strain rate (answer,
page 4). Not wi thstanding that acknow edged process
di fference, the exam ner maintains that Akioka '797
antici pates or renders obvious the clainmed product magnet
since, according to the exam ner, the magnet of Akioka '797 is

of the same conposition as appellants’
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and the process of producing the magnet of Akioka '797 is
substantially the same as that of appellants except for the
strain rate limtation.

The flaw in the exam ner's position, however, is that
appel | ants have reasonably established, on the present record,
that variations in the strain rate during the manufacturing
process results in product nmagnets with different properties
(See, e.g., Table 13, specification, page 30). On this
record, the exam ner has not established that any of the
magnet conpositions disclosed by Akioka '797 are both
identical in conmposition and properties with the magnets
enconpassed by claim24. Nor has the exam ner furnished any
convincing line of
reasoni ng suggesting the obvi ousness to one of ordinary skil
in the art of the product defined by claim24 in |light of the
t eachi ngs of Akioka ' 797.

Simlarly, the examner's stated rejection of claim?24 as
bei ng unpat ent abl e under 8 103 over Kobayashi falls short of
presenting a prinma facie case of obviousness. This is so
si nce Kobayashi, |ike Akioka '797 does not teach the clainmed

strain rate and the exam ner has not established that the
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cl ai med product herein with all of its attendant properties
woul d have been obvious within the neaning of 35 U . S.C. § 103
fromthe disclosure of copper as one of several possible
coercive force enhancing elenents that may have been sel ected
for use as a magnetic alloy additive therein. Accordingly, we
w Il not sustain the examner's stated rejections.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1-23 under 35 U.S.C. 8 103 as being unpatentabl e over

Aki oka ' 241; claim 24 under 35 U S.C. §8 102(b) as antici pated

by,
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or in the alternative, under 35 U S.C. 8 103 as obvi ous over
Aki oka ' 797; and claim 24 under 35 U.S.C. 8 103 as being
unpat ent abl e over Kobayashi is reversed.

REVERSED

TERRY J. OVENS
Adm ni strative Patent Judge

BOARD OF PATENT

PAUL LI EBERVAN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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