TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore PAK, WALTZ, and KRATZ, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allow clainms 1 through 18, 21 through 27 and 29
t hrough 35 which are all of the clains pending in the
application. Caim27 was anended subsequent to the fina

Ofice action dated July 14, 1995, Paper No. 8.

! Application for patent filed October 27, 1994.
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Claim1 is representative of the subject matter on appea
and reads as foll ows:

1. A silver halide radiographic el enent conprising a
polymeric filmbase, at |east one gelatin silver halide

emul sion layer, and at |east one antistatic |ayer adhered to
at | east one side of said polyneric filmbase, wherein (1)
said silver halide emul sion | ayer conprises tabular silver
hal i de grai ns having an average dianeter to thickness ratio of
at least 3:1, and (2) said antistatic |ayer conprises a
col | oi dal vanadi um oxi de and a sul fopol yester and an adhesi on-
pronoti ng anount of an epoxy-sil ane conpound.

The prior art references of record relied upon by the

exam ner are:

Guest aux 4, 203, 769 May 20,

1980

Val secchi 4,582, 782 Apr .
15, 1986

Anderson et al. (Anderson) 5, 006, 451 Apr. 9,

1991

Buchanan et al. (Buchanan) 5,203, 884 Apr. 20,

1993

Chang et al. (Chang) 5,372,985 Dec. 13,

1994

(Filed Feb. 9,
1993)

Cainms 1 through 18, 21 through 27 and 29 through 35
stand rejected under 35 U S.C. § 103 as unpatentabl e over the
conbi ned di scl osures of Anderson, Chang, Guestaux, Buchanan
and Val secchi

W reverse.
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The exam ner has the initial burden of establishing a

prima facie case of obviousness regarding the clainmed subject
matter within the neaning of 35 U.S.C. 8 103. In re Cetiker,

977 F.2d 1443, 1447-48, 24 USPQ2d 1443, 1446-47 (Fed. Grr

1992); In re Piasecki, 747 F.2d 1468, 1472, 223 USPQ 785, 788
(Fed. Cir. 1984). A prima facie case of obviousness is

established only when “[b]Joth the suggestion and the
reasonabl e expectation of success [are] found in the prior art
and not in applicant’s disclosure.” 1In re Vaeck, 947 F.2d
488, 493, 20 USPQd 1438, 1442 (Fed. Cir. 1991).

The exam ner relies on Anderson to show a photographic
support material, such as polyester filmor cellul ose acetate
film having thereon an anti-static |ayer conprising colloida
vanadi um pent oxi de, a barrier |ayer and a silver halide
emul sion | ayer. See Answer, page 3, together with Anderson,
colums 7 and 8 and abstract. The barrier layer is used to
provi de “excell ent adhesion between the anti-static |ayer and
[the silver halide enulsion layer]” and to prevent *unwanted
di ffusi on of the vanadi um pentoxide...” See Anderson,

abstract, and colum 7, line 50 to columm 8, line 2. The
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exam ner recogni zes that Anderson does not descri be or suggest
i ncludi ng a “sul fopol yester conpound and [sic, an] adhesion-
pronoti ng anount of an epoxy-silane conpound in the anti -
static layer conprising the colloidal vanadi um oxide.” See
Answer, page 3.

To renedy these deficiencies of Anderson, the exam ner
initially relies on Chang and Buchanan to show that it woul d
have been “prima facie obvious to incorporate a sul fonated
polyester in the anti-static |ayer of Anderson..... " See
Answer, page 4. Both Anderson and Chang are said to use the
sane vanadi um source taught in Guestaux in their anti-static
| ayers. 1d. The exami ner then relies on Val secchi to show
that it would have been prinma facie obvious to add an

adhesi ve- pronoti ng anount of an epoxy conpound in the anti -
static layer that utilizes a sulfonated polyner. See Answer,
page 5.

We determ ne that the examner’s reasoning is flawed. As
found by the exam ner, Chang, Buchanan and Guestaux nay
suggest incorporating a sulfopolyester to the anti-static

| ayer of Anderson (an anti-static |ayer containing vanadi um
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oxi de) to inprove adhesion or other properties. However, they
nei t her teach nor suggest enploying a conbination of a

sul f opol yester and an epoxy conpound in the anti-static |ayer
of Anderson. Although the Val secchi reference relied upon by
t he exam ner enpl oys an epoxy conpound, Val secchi uses the
epoxy conpound for rendering a sulfonated polyner in the anti-
static layer insoluble through some unknown reaction between

t he epoxy conpound and the sul fonated polyner. See columm 7,
line 59 to colum 8, line 10. The exam ner has supplied no
evidence to support a conclusion that the desired unknown
reacti on described in Val secchi is not adversely affected in
the presence of the vanadi um oxi de described in either

Ander son, Chang, Buchanan or Guestaux. Nor has the exam ner
provi ded sufficient evidence to conclude that one of ordinary
skill in the art would have had a reasonabl e expectation that
the nodified sul fopol yester taught in Val secch

(sul fopol yester nodified by an epoxy conpound) woul d
necessarily have the desirable properties of a sulfopol yester,
such as the inproved adhesi on suggested by Chang. 1In

addi tion, the exam ner has not provided any explanation as to
why it woul d have been obvious to enploy the clainmed adhesive-

5
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pronoti ng anount of an epoxy conpound in view of Val secchi

We find no guidance in Val secchi to optimze the anount of an
epoxy conpound enpl oyed for the purpose of inproving or
pronoti ng adhesi on.

On this record, we determne that the applied prior art
references as a whol e would not have rendered the clai ned
subject matter prima facie obvious within the neaning of 35
U S.C 8§ 103. Accordingly, we reverse the exam ner’s decision

rejecting the appeal ed clainms under 35 U S.C. 8§ 103.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED
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