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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 1-10.
We affirm

BACKGROUND

The disclosed invention is directed to an input device,
such as a nouse, having an upright handle to acconmopdate the
finger of a human hand curl ed about it.

Claim1l is reproduced bel ow.

1. An input device, conprising:

a base unit novable in an x direction and a vy
direction;

a position detection nechanismfor detecting novenent
of said base unit in said x direction and said vy
di rection; and

a handl e attached to the top of said base unit, said
handl e having sufficient length and width to
accommpdate at |east three fingers of a human hand
curled about it when the wist of said human hand is
positioned perpendicularly to said base unit.

The exam ner cites the following prior art as relied

upon in the rejections of the clains:

Vander hei den et al. (Vanderhei den) 3,854,131 Decenber
10, 1974

Loffel hol z 4,234,202 Novenber 18,
1980

King et al. (King) 4,759, 431 July 26,
1988
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Sw nney? 4,769,517 Septenber 6,
1988
Sel ker 4,780, 707 Oct ober 25,
1988
Gart 4,862, 165 August 29,
1989
McGonigal et al.? 5,012, 048 April 30,
1991
Cl ark 5,132,672 July 21,
1992
Burger et al. (Burger) 5, 311, 208 May 10,
1994

(filed Cctober 3,
1991)
Ni shiwaki et al. (N shiwaki?) 60- 126727 July
6, 1985

(Japanese Kokai)

Claim1l stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Nishiwaki and Clark. In the Exam ner's
Answer the exam ner entered a new ground of rejection of
claim1 under 8 103 over C ark al one.

Clains 2 and 9 stand rejected under 35 U.S.C. § 103 as

bei ng unpatent abl e over N shiwaki, C ark, and Burger.

2 Swinney is cited but has not been applied in any
ground of rejection in the Final Rejection or the Exam ner's
Answer .

3% MCGonigal is cited but has not been applied in any
ground of rejection in the Final Rejection or the Exam ner's
Answer .

4 Qur understanding of Nishiwaki is based upon a
transl ati on prepared by the Patent and Trademark O fice, a
copy of which acconpani es this deci sion.
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Claim 3 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over N shiwaki, Cark, and Loffel hol z.

Clainms 4-7 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over N shiwaki, C ark, and King.

Clainms 8 and 10 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over N shiwaki, d ark, Vanderhei den, and
Gart.

We refer to the Final Rejection (Paper No. 6) and the
Exam ner's Answer (Paper No. 13) (pages referred to as
"EA_") for a statenent of the examiner's position and to
the Brief (Paper No. 12) (pages referred to as "Br__") and
the Reply Brief (Paper No. 14) (pages referred to as
"RBr ") for a statement of appellant's position.

CPI NI ON

Appel I ant argues clainms 1-10 to rise or fall together
as a single group (Br3). Therefore, the clainms stand or
fall together with independent claiml.

W find that the structure of Ni shiwaki and Cark neets
the structural limtations of claiml. The claimlimtation
of "a handle attached to the top of said base unit, said

handl e having sufficient length and width to accomobdat e at
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| east three fingers of a human hand curl ed about it when the
wrist of said human hand is positioned perpendicularly to
said base unit" defines an intended use for (i.e., a

handl e), or a structure inherent in, the devices of

Ni shiwaki and C ark. Statenments of intended use do not
serve to distinguish structure over the prior art.

In re Pearson, 494 F.2d 1399, 1403, 181 USPQ 641, 644 (CCPA

1974); In re Yanush, 477 F.2d 958, 959, 177 USPQ 705, 706

(CCPA 1973); ln re Casey, 370 F.2d 576, 580, 152 USPQ 235,

238 (CCPA 1967). Thus, because the devices of Ni shiwaki and
Clark are capabl e of being used as broadly clained, claiml
does not define over these references. There is no need to
nodi fy the structure of N shiwaki or Clark to nmeet the

limtations of claima1l. . Inre MIlls, 916 F.2d 680, 682,

16 USPQ2d 1430, 1432 (Fed. Cir. 1990) ("Wile Mathis
apparatus nay be capable of being nodified to run the way
MIIls'" apparatus is clained, there nust be a suggestion or
nmotivation in the reference to do so."). A "new use of a
known process, machi ne, manufacture, conposition of matter,
or material" nust be clained as a process. 35 U S.C

§ 100(b).



Appeal No. 96-1918
Application 08/196, 931

Clark discloses a housing 12, which detects
transl ati onal novenent in an x direction and a y direction
like a nouse. A tower 62 is nounted on the housing 12 and
has a finger operated conveyor belt 64 with finger holes 74
for controlling the translation notion of an object on the
di splay of a conputer with respect to a third translationa
axis. Athough it is difficult to judge scale, there are
five finger holes 74 illustrated in the conveyor belt 64,
whi ch suggests that the tower 62 is "at |east three fingers
of a human hand"” in height. Since the tower 62 is upright,
the fingers may be curled around the tower when the "hand is
positioned perpendicularly to said base unit."” The tower 62
could be used as a handle with three fingers wapped around
it with the hand perpendicular to the base. Use |limtations
do not inpart structural features. Therefore, claim1l does
not define structurally over C ark.

Ni shiwaki, figure 6, discloses a grip case 35 attached
to a base plate 34 which contains a pickup coil 31 to sense
the coordinate position. The grip case 35 is described as
having a suitable width from10 mmto 25 mm and a hei ght

greater than its width to provide sufficient contact area
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bet ween the fingers of the hand and the | ateral surfaces of
the grip case 35, thus reducing the force needed for
grasping (translation, page 8). The grip case 35
illustrated in figure 6 appears to have "sufficient |length
and width to accommodate at |east three fingers of a human
hand curled about it when the wist of said human hand is
positioned perpendicularly to said base unit" as recited in
claim1. The grip case 35 could be used as a handle with
the fingers wapped around it with the hand perpendicular to
the base. Use limtations do not inpart structural
features. Therefore, claim1l does not define structurally
over N shi waki .

Appel I ant argues that "C ark does not teach or suggest
that his tower be used as a handl e, where a user waps at
| east three fingers of his/her hand around it with his/her
wri st positioned perpendicularly to the housing, as
applicant is claimng"” (Br4). It is true that Cark (and
Ni shiwaki) do not teach that the tower 62 (or grip case 35
in N shiwaki) were intended to be gripped with the fingers
as claimed. However, the "handle" limtation nmerely defines

an i ntended use for structure inherent in the devices of
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Ni shiwaki and Cark. Statenments of intended use do not
serve to distinguish structure over the prior art when the
prior art structure can be used as clainmed. Appellant does
not argue that the tower 62 of Clark and the grip case 35 of
Ni shiwaki fail to neet the structural limtations of "having
sufficient length and wdth to accormpdate at | east three
fingers of a human hand curled about it when the wist of
said human hand is positioned perpendicularly to said base
unit"™ or that the tower and grip case could not be used as a

handl e as cl ai ned. It is noted that claim 1 does not

recite: (1) any details of the shape of the handle; (2) the
anount of contact between the fingers and the handle; (3)
the placenent of switches to be actuated by the fingers; or
(4) that gripping the handle with the wist perpendicular is
the only way of gripping the device.

Appel | ant argues that the exam ner erred in reasoning
that it would have been obvious to one of ordinary skill in
the art to use CUark's device "any way he want[s] such as
grab[bing] the tower with his right hand and insert[ing] the
i ndex finger into the finger hole for controlling the

nmovenent of the belt" (Advisory Action, Paper No. 8,
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page 2). Appellant argues that the use of Clark's device in

this manner is physically inpossible and "[a] physically

i npossi bl e use of a patented device, whether used al one or

in conbination with another patented device (such as

Ni shawaki [sic]), cannot properly be considered to be an

' obvi ous' use of a patented device" (Br5). W do not agree

with the exam ner's reasoning, but this does not affect our

deci si on because the reasoning was unnecessary. Claiml1l

does not require being able to mani pul ate the conveyor belt

or being able to operate switches. The tower 62 of Cark

and the grip case 35 of N shiwaki are capable of being used

as handles with the fingers wapped around them as cl ai ned,

which is all that is required by claim 1.
Appel | ant argues (RBr2):
It is quite clear that C ark does not disclose, teach,
or suggest the use of tower 62 as a "handle", as
Appellant is claimng in claiml1l. 1In fact, dark
actual ly teaches away from such an interpretation, as
guot ed above, since the user could only operate the
Clark device if his hand were parallel to base 12, and
could not therefore curl his fingers around tower 62.
If tower 62 were used as a "handle", as Appellant is
claimng in claiml, the intended function of the dark
devi ce woul d be destroyed, as the user would be unabl e
to nove the cursor in the third degree of freedom and
woul d be unable to operate switch 52. Since the

i ntended function of the dark device woul d be
destroyed with such a use, there is no technical
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motivation for such a use, and a case of prima facie
obvi ousness cannot be nade.

Claim 1 says nothing about operating the device or operating
a switch while the fingers are curled around the handle. As
|l ong as the operator can use the tower 62 of Cark or the
grip case 35 of Nishiwaki as a handle, claim1l is satisfied.
Appel I ant has not persuaded us of any error in the
exam ner's rejection of claim1. Accordingly, the rejection

of clainms 1-10 i s sustained.
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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